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522 Fifth Avenue, New York 18, N. Y. 


An Organization for the 
Protection of Trade-Marks and Trade-Names 


The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 
During its sixty-nine years of existence the Association has been accumulating comprehen- 
sive records, files and a general library of information on trade-mark matters. Members or 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade: 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 


such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 


and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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FOREIGN LAW ASPECTS 


PART I 


ASPECTS OF THE NEW TRADE-MARK 
ACT OF 1946* 


A Study of the Effects of the Lanham Trade-Mark Act on the Rights of 
Canadian Trade-Mark Owners in the United States 


FOREIGN LAW 





By Walter J. Derenberg} 


At the time of last year’s Annual Meeting of the Patent Institute, the new 
United States Trade-Mark Act of 1946 had just been passed but had not become 
effective. Since then, the Act has actually become the law on July 5, 1947 and the 
Patent Office has lost no time in promulgating new rules and regulations for regis- 
tration of trade-marks." Former Commissioner Ooms when attending last year’s 
meeting of the Institute expressed the hope that the new Act would “increase the 
universality of our register.”” It is, of course, too early even now to attempt a con- 
clusive evaluation of the merits and effects of the new Act on domestic and foreign 
trade-mark owners. But it would perhaps appear appropriate and helpful even at 
this time to throw some light upon some of the more important basic changes in- 
corporated in the new Act which will affect the future trade-mark policy of domestic 
and foreign trade-mark owners alike and which will require considerable reorienta- 
tion on their part. 

While it is, of course, not possible in the framework of this paper to discuss 
even the majority of the innumerable changes in substance and procedure brought 
about by the new Act, an attempt will be made to call particular attention to those 
features of the new legislation whose knowledge and study would appear to be 
particularly vital at this time to Canadian trade-mark owners seeking advantage 
of the provisions of the new Trade-Mark Act in the United States and desirous, 
where necessary, to adjust their established trade-mark policy in accordance with 
the new legislation. 

With this aim in mind, this paper will be divided into the following four parts: 
(1) It will give a brief survey and analysis of new avenues of protection and regis- 
trability which have now become available to foreign trade-mark owners. In this 
connection, the reduced importance of the so-called supplemental register will be 
emphasized. (2) It will then proceed to discuss briefly the relationship between 
use and registration with particular reference to the requirement of use of United 
States trade-marks by foreign registrants. (3) The fundamental changes brought 
about by the new Act of 1946 concerning disposition of trade-marks by means of 
assignment and licensing will then be specifically mentioned in view of their par- 


* An address before the Patent Institute of Canada, Ottawa, September 25, 1947. 
+ Trade-Mark Counsel, United States Patent Office. 


1. These rules were published in final form in the Federal Register for June 19, 1947 and in 
600 Official Gazette 1, July 1, 1947. 

2. Report of Proceedings, Twentieth Annual Meeting of the Patent Institute of Canada, 
Ottawa, 1946, p. 26. 
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ticular importance to Canadian trade-mark owners. (4) Finally, an effort will be 
made to provide some answers with regard to the most immediate of all problems 
facing all foreign owners of trade-marks already registered under one of the pre- 
vious United States acts. What should be done with such existing registrations ? 
Should they be converted, reregistered, or left alone? 

While the answers to these questions must necessarily be tentative at the present 
time, and represent my personal views rather than the official position of the Patent 
Office, it is believed that even a discussion of the numerous channels of protection 
now at the disposal of owners of existing registrations may serve as a guide in find- 
ing the most practical solution. 

Let us turn then first to some problems of registrability in general. 


I. Registrability 


The new Trade-Mark Act has greatly enlarged the scope of registrable trade- 
marks on the principal register. It has indeed added some entirely new categories 
of marks which prior to the effective date of the Act were not considered registrable 
even under the amendatory Act of 1920. It may be of more than passing interest 
briefly to compare the provisions of this Act regarding registrability with those of 
the Canadian Unfair Competition Act of 1932. Such an examination will at once 
reveal that in numerous respects the Trade-Mark Act of 1946 evidences a more 
liberal approach than the Canadian Act but that, on the other hand, the new Act 
also contains certain restrictions and limitations which are entirely unknown in 
Canada. In comparing the two acts, let it be stated at the outset that my observa- 
tions will not include those marks which will be registrable only on the supplemental 
register under section 23 of the new Act. This supplemental register is somewhat 
assimilated to the Part B register under the British Act of 1938. As you know, 
neither the Canadian law nor the new Indian Trade-Mark Act of 1940 provides 
for a Part B register. Previously, the supplemental register was reserved in the 
United States for those marks which are not technically valid trade-marks because 
they may consist of descriptive or geographical matter or a mere surname. Such 
words, if they are incapable of having any trade-mark significance whatsoever, may 
be registered on the supplemental register if they have been in exclusive use as 
trade-marks for a period of one year preceding the filing of the application. But 
it should be strictly understood that such marks do not partake in the great majority 
of benefits which marks registered on the principal register will enjoy. As a mat- 
ter of fact, it was stated time and again during the hearings on the bill that the 
primary purpose for the creation and continuation of this register was to provide 
for a basis for registration in foreign countries in whch such pseudo trade-marks 
may be registrable provided a certificate of registration from the home country is 
submitted to the foreign patent office. Canadian trade-mark owners seeking regis- 
tration in the United States should, therefore, make every effort to get their marks 
registered on the principal register and not be satisfied if they have a registration 
under the old Act of 1920 or the supplemental register of the new Act. It is true 
that the owner of a supplemental register mark may use the registration notice “Reg. 
U. S. Pat Off.” or the abbreviated notice R enclosed in a circle, viz., ®), without 
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having to indicate that the mark is registered only on the supplemental register. 
(The new Act only provides in section 25 that the certificate of registration shall be 
“conspicuously different.”) But the use of that notice or the possession of a cer- 
tificate of registration on the supplemental register should not lull the Canadian 
or foreign owner thereof into a false sense of actual trade-mark protection in the 
United States. Even a superficial glance at sections 23-28 of the new Act will show 
that registrations on the supplemental register are deprived of important attributes 
of principal register trade-marks: such registrations will never become incontest- 
able under section 15 of the Act, they are not constructive notice under section 22, 
they do not create even a prima facie presumption of validity of ownership, they 
may not be used to stop importation of infringing merchandise. In other words, 
they are really hybrid registrations from the point of view of domestic trade-mark 
protection and it was not an altogether unexpected surprise when the Canadian Ex- 
chequer Court held a few years ago that a certificate under the Act of 1920 for the 
descriptive mark ““Tenderized” was not acceptable as sufficient evidence of regis- 
tration in the country of origin under the International Convention.” I may add 
here in passing that under the new Act, a Canadian applicant may register a mark 
on the supplemental register even before the one-year period has elapsed if he can 
satisfy the Patent Office that he requires the United States registration solely as the 
basis for protection in a third country. Contrary to the Act of 1920, the new law 
affirmatively states what may be registered on the supplemental register. The new 
definition reads as follows: 


For the purposes of registration on the supplemental register, a mark may consist of 
any trade-mark, symbol, label, package, configuration of goods, name, word, slogan, 
phrase, surname, geographical name, numeral, or device or any combination of any of the 


foregoing, but such mark must be capable of distinguishing the applicant’s goods or serv- 
ices. 


It appears that under this exceedingly broad definition, configuration of goods 
such as bottles and packages are registrable on the supplemental register but, as 
previously stated, the fact that they may be thus registered should not lead any for- 
eign applicant to the erroneous conclusion that through such registration he will be 
granted effective trade-mark protection. This immediately raises a most important 
and rather controversial question: Since section 2 (f) of the new Act for the first 
time provides that marks registered on the supplemental register or any otherwise 
unregistrable trade-mark may be converted to a valid mark on the principal register 


3. Albany Packing Co. v. Registrar of Trade-Marks (1940), 30 T.-M. Rep. 605. The Court 
there said: 


“Tt still seems therefore that if the applicant’s registration in the United States under the Act 
of 1920 is to be accepted as one made in the ‘country of origin,’ as defined by s. (28) (1) (d) and 
(2) of the Unfair Competition Act, then, the result would be that, while the appellant could 
not register his mark in the United States under the Act of 1905, and it was not registrable in 
Canada by a national of Canada because it offended against s. 26 (1) (c) and (d) of the Unfair 
Competition Act, yet, as contended, it would be registrable in Canada by the applicant under the 
terms of s. 28 (1) (d) and (2) of the Act, because its mark was previously registered in a 
‘country of origin’ under a Convention other than that of the Convention of The Hague. If 
this contention should be a correct one then it would appear to reflect an anomalous and in- 
equitable state of affairs.” 
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upon proof of distinctiveness, may such matters as, for instance, a bottle or package 
ever become sufficiently distinctive to qualify for registration as a “trade-mark” 
under section 2 (f{) of the Act? It seems to most of us that in order to be reg- 
istrable on the principal register, the symbol involved must come within the defini- 
tion of a trade-mark as defined in section 45 of the Act and that configurations, 
bottles, and the like do not come within that definition. Our law does not dis- 
tinguish—as does the Canadian Act—between ‘word marks” and “design marks.” 
A design mark under section 2 (c) of the Canadian Act includes: 


A trade-mark consisting of an arbitrary and in itself meaningless mark or design, or 
of a representation of some object or objects, or of letters or numerals in series or other- 
wise, or of a combination of two or more of the foregoing elements, and depending for its 
distinctiveness upon its form and colour, or upon the form, arrangement or colour of its 
several parts, independently of any idea or sound capable of being suggested by the par- 
ticular sequence of the letters and/or numerals, if any, forming part, thereof, or by their 
separation into groups, and includes any distinguishing guise* capable of constituting a 
trade-mark. 


I believe the prevailing opinion in Canada has interpreted these words to ex- 
clude ordinary packages or wrappers. As the court said in Imperial Tobacco Co. of 
Canada, Ltd. v. Registrar of Trade-Marks:° 


I hardly think the Act ever contemplated that an outer wrapper . . . covering a con- 
tainer, might be a distinguishing guise.® 


I believe the same is true for the United States and an ordinary wrapper or 
package, while perhaps acceptable for the purposes of the supplemental register, will 
probably never be held to have become so distinctive as to have acquired trade- 
mark significance under section 2 (f) of the Act. Let me, therefore, summarize 
my remarks about the supplemental register or registrations under the old Act of 
1920 in the following way : 

(1) Canadian owners of marks now registered under the Act of 1920 should 
bear in mind first that these marks cannot be renewed under the new Act (except 
where renewal is needed to support a foreign registration), but will expire six 
months from the date of the new Act or twenty years from their issuance, which- 
ever date is later. In other words, rather than renewal, reregistration on the sup- 
plemental register is required. 

(2) Wherever possible they should try to reregister these marks on the prin- 
cipal register of the new Act on the ground that they may have acquired distinctive- 
ness since the date of their registration under the Act of 1920. (Section 2 (f) 
provides that proof of substantially exclusive and continuous use for a five-year 


4. “Distinguishing guise” is defined in section 2 (d) of the Act as follows: 

“ ‘Distinguishing guise’ means a mode of shaping, moulding, wrapping or packing wares en- 
tering into trade or commerce which, by reason only of the sensory impression thereby given 
and independently of any element of utility or convenience it may have, is adapted to distinguish 
the wares so treated from other similar wares and is used by some person in association with his 
wares in such a way as to indicate to dealers in and/or users of similar wares that the wares 
so treated have been manufactured or sold by him.” 

5. (1939) Ex. C. R. 141. 
6. Ibid., at 146. 
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period may be accepted by the Commissioner of Patents as prima facie evidence 
that the mark has become distinctive. )‘ 

Similarly, where the mark now registered for the Canadian owner was registered 
under the Act of 1905 but with a disclaimer of unregistrable matter, the mark may 
perhaps now be registrable on the principal register without such disclaimer on the 
ground that the disclaimed part has acquired trade-mark significance over the course 
of years. 

(3) Members of the Canadian Patent Bar should never lose sight of the tre- 
mendous difference between registration on the principal register on the one hand, 
and the supplemental register on the other. If they wish to advise their clients 
that certain containers, configurations, etc., are now made registrable under the 
Act of 1946, they should simultaneously enlighten them as to the limited effects of 
a registration on the supplemental register of the Lanham Act. 

Now, to take up the brighter side of the picture: The flexibility and more liberal 
approach of the new Act is perhaps most conspicuous in the following respects : 
A geographical name may be registered on the principal register unless it is pri- 
marily merely geographical when applied to the applicant’s goods. In other words, 
the Patent Office will no longer reject registration of a word such as “Kem” for 
playing cards solely on the ground that “Kem” is the name of a small river in 
Siberia. Furthermore, famous geographical trade-marks such as “Plymouth” for 
an automobile, “Canadian Dry” for ginger ale, or ‘““Waltham’’ for watches, may 
now be registered on the principal register on the ground that they may have ac- 
quired trade-mark distinctiveness. (Under the old Act of 1905, such marks were 
registrable only if they had been in ten years exclusive use prior to 1905.) Noth- 
ing in the new Act would seem to prevent even registration of a predominantly 
geographical term such as “Philadelphia” for cheese or “Manhattan” for shirts if 
they have acquired distinctiveness with regard to particular merchandise. As you 
will recall, this is not true in England.* 

Merely descriptive terms remain unregistrable. However, in order to be re- 
jected under the new Act they must be descriptive as applied to the goods of the 
applicant. Moreover, descriptiveness may be overcome by proof that the descrip- 
tive work has acquired trade-mark significance. Contrary to the Canadian prac- 
tice, our Patent Office and courts have held even under the old law that laudatory 
phrases such as “Gold Medal,” “Perfection,” “Supreme,” and others are not in- 
capable of trade-mark significance but were registrable even under the Act of 
1905. As you know, such words have been held unacceptable both in Great Britain 
and in Canada since the decision of the House of Lords in the Perfection case.® 


7. Section 2 (f) is somewhat similar to section 29 of the Canadian Unfair Competition Act. 
But it should be noted that the Canadian law does not provide for a presumption of distinctive- 
ness after five years use, as does the Lanham Act. Nor does the Canadian Act permit the 
Registrar of Trade-Marks to make a finding of distinctiveness. Only the court may, according 
to section 29 of the Canadian Act, make such a finding. 

8. Application of Liverpool Elec. Cable Co. Ltd., 46 R. P. C. 99. It was there held that the 
word “Liverpool” was incapable of acquiring a secondary significance as a trade-mark. 

9. Crosfield & Sons, Ltds.’s Application, 1 Ch. 118, 26 R. P. C. 561, 837, 854; 27 R. P. C. 
433 (1910). The Master of Rolls said in the Perfection case: “But an ordinary laudatory 
epithet ought to be open to all the world, and is not, in my opinion, capable of being registered.” 
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Similarly, the Exchequer Court held that the word “Sea-lect’”’ was a mere misspell- 
ing of the word “select”? and was therefore incapable of trade-mark significance. 
The Exchequer Court observed that the word in its correct spelling merely meant 
“choice, superior, or better goods.” Counsel’s argument that the mark was “a 
smart mark with its oblique reference to the sea’ was rejected. The United States 
Patent Office was more liberal with regard to such marks even under the old law 
and our courts have protected words such as “Blue Ribbon,” “Gold Medal” and 
others although narrower protection was granted to such marks than to really unique 
and arbitrarily coined words such as “Kodak” or “Vaseline.” On the other hand, it 
is interesting to note that apparently the Canadian Patent Office and courts are more 
liberal than the United States Patent Office in permitting registration of words 
which are descriptive only in a foreign language. The Unfair Competition Act in 
section 26 provides for rejection of descriptive words only if they are clearly de- 
scriptive “to an English or French speaking person.’ As you will recall, the con- 
tention was recently made in the Exchequer Court that the words “Tam Tam” 
should not be registered for crackers on the ground that they constituted a well- 
known Jewish word equivalent to the English word “taste.” The court held that 
even if this were true, the word was not descriptive to an English or French speak- 
ing person.” In the United States, if it were clearly proven that the word has a 
“descriptive” meaning in a foreign language, the word would ordinarily be rejected. 
Thus, the word “‘Peaudouce’™ meaning “‘softskin” in French was held unregistrable 
and even a word which was descriptive in Esperanto was on one occasion rejected 
on that ground. The new law apparently does not change this rule except that the 
descriptive meaning in any language must describe the goods of the applicant. 
Section 2 of the Canadian Act contains an interesting provision restricting a 
registrable word mark to a mark “which does not contain more than thirty letters.” 
Neither the British Act nor our new Act contains any similar restriction and the 
question arises, therefore, whether advertising slogans such as, for instance, “Next 
to myself I like B. V. D. best” or “I’d walk a mile for a Camel” are registrable in 
the United States as trade-marks under section 2, or, if not, may become registrable 
upon acquiring distinctiveness. There is considerable doubt whether such slogans 
come within the definition of a trade-mark as “combination of words.” It may well 
be argued that the language “combination of words” in section 45 contemplated 
combinations such as, for instance, “Coca-Cola,” or “Bucyrus-Erie” rather than 


10. The B. Manischewitz Co. v. Harry Gula, Trading under the Firm name and Style of 
“Harry Gula’s Tasty Matzo Bakery” (1946), 6 Canadian Pat. Reporter, 4, 6-7. The Court said: 


“There was a distinct conflict of opinion between the Hebrew scholars who gave evidence 
on this point. After considering their evidence very carefully, I accept the opinion of Mose H. 
Arnoni that ‘Tam’ is not a Hebrew or a Jewish word and that to a Hebrew or Yiddish speak- 
ing person, the words ‘Tam Tam’ do not convey anything. 

“T think that all that can be said in support of the defendants’ contention is that when pro- 
nounced “Tam’ is similar in sound to the Hebrew word for ‘tasty.’ But even if the word ‘Tam’ 
does convey the meaning of ‘taste’ or ‘tasty’ to a Yiddish speaking person, it would not be un- 
registrable for that reason. It is an English word being the usual abbreviation for Tam 
O’Shanter, meaning a Scotch cap. It is not to an English or French speaking person clearly 
descriptive or misdescriptive of the character or quality of crackers.” 


11. Walgreen Co. v. Godefroy Mfg. Co., 74 F. (2d) 127 (C. C. P. A., 1934). 
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lengthy advertising slogans, It is true, on the other hand, that in a few cases slogans 
such as “Ask the man who owns one” which appears on the body of an automobile 
were registered under the Act of 1905. The definition of ‘service’ mark, on the 
other hand, to which I shall refer a little later, expressly includes “slogans” so that 
the Patent Office has apparently been given greater latitude in registering slogans as 
service marks than as trade-marks on the principal register. It need hardly be em- 
phasized that an advertising slogan, even if used as a service mark, will not be regis- 
trable on the principal register if it is clearly descriptive or incapable of distinguish- 
ing the services. It seems to me that the limitation in the Canadian Act to a word or 
slogan of less than thirty letters may well be considered as a workable yardstick in 
determining registrability of slogans as trade-marks on the principal register of the 
new Act. A short slogan such as “Night in Paris” may then be considered as one 
entire mark rather than as a slogan. 

The new Act is definitely more liberal in permitting registrations of surnames. 
From now on in order to be rejected a name must be primarily merely a surname. 
The Patent Office will no longer apply the strict ‘telephone book” test and reject 
a mark solely on the ground that—to the utter surprise of the applicant—it may be 
found listed in one or two telephone directories. Former Commissioner Ooms in a 
recent speech mentioned that he found the name “Mrs. Helen Kodak”’ listed in the 
Washington telephone book ; under the strict telephone book test that would have 
been sufficient to prevent registration of the word “Kodak.” 

The new law does no longer expressly prohibit registration of corporate or firm 
names as did the Act of 1905 and as does the Canadian Unfair Competition Act. 
The Canadian Act in section 26 (2) expressly provides, however, that part of a 
corporate name may be registered as a mark.” In my opinion, the test for regis- 
trability of corporate and firm names under the new Act should be exactly the same 
as that applied by the Exchequer Court in the Food Machinery Corporation case. 
The entire name of the corporation should not be registrable on the principal regis- 
ter unless it is actually used as a “mark.” In other words, names like “The Acme 
Food Machinery Corporation” should not be registered if the specimen merely 
shows that the name is not used as a mark; but the word “Acme” alone may, of 
course, qualify. There is, however, one important difference between the Cana- 
dian Act and the new Act of 1946. Section 6 of the new Act expressly provides for 


12. The applicable principles were, I believe, most clearly stated in the recent decision of 
the Exchequer Court (Food Machinery Corp. v. Registrar of Trade-Marks, 5 Can. Pat. Rep. 
81 [1946]) involving registration of the words “Food Machinery Corporation.” In rejecting the 
application, the court said: 


“There are words in the name of a corporation, for example, such as ‘company,’ or ‘corpora- 
tion’ or ‘limited’ that are not ‘adapted to distinguish’ and are not suitable for trade-mark use. 
But there are other parts of a corporation’s name, that may be eminenly suited for use in or 
as the kind of symbol that a trade-mark must be, and against which there can be no objection. 
There are many such illustrations; for example, ‘Coca-Cola’ is a well-known trade-mark of the 
Coca-Cola Co. of Canada Ltd. The name of the corporation is prohibited from registration 
as a word mark, but the fact that ‘Coca-Cola’ consists of or includes a series of letters which 
also constitute or form ‘part of the name’ of the corporation does not exclude it from registra- 
tion. It may well be that such a mark would be registrable, even if sec. 26 (2) had not been 
enacted, but its enactment puts the matter beyond dispute. It is that kind of a mark, that may 
be part of the name of a firm or corporation, that is contemplated by sec. 26 (2).” 
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the filing of disclaimers of unregistrable matter such as “company,” “Inc.,” etc. 
The Unfair Competition Act—contrary to the British Act of 1938—does not pro- 
vide for any kind of disclaimer and it may well be that in a future revision of the 
Unfair Competition Act the addition of a provision permitting such disclaimers 
should be considered. 

Entirely new and most welcome to American and Canadian business alike is 
the provision of section 3 of the Act providing for registration of so-called “serv- 
ice” marks . This section contemplates primarily registration of marks used to in- 
dicate services rather than merchandise, such as transportation service, cleaning 
service, entertaining services, and the like. Names of trains, radio programs, hotel 
names (if used “in commerce”) may now be registrable. None of these names were 
registrable under the Act of 1905, nor can they be registered under the British Act 
of 1938 or the Canadian Unfair Competition Act. In Great Britain no bank or in- 
surance company has been permitted to register its service emblems under the Act 
of 1938, nor are house addresses or telegraphic addresses registrable under that Act. 
You may recall that in the well-known Rysta case,’* the question arose whether a 
trade-mark could be registered for use for a repair service on stockings. The 
question was left undecided but this would be a typical case in which the person 
offering the repair service could register his mark as a service mark under the Act 
of 1946, provided only he would avoid any false impression that he is the manu- 
facturer of the stockings themselves. The definition of “service” mark in section 
45 of the new Act is extremely broad.“* There is widespread belief in the United 
States that under this definition any radio program or slogan used in connection 
with the advertising of merchandise may be registered as a service mark. I do not 
believe that the Patent Office will adopt this interpretation but will limit registra- 
tion of such devices only to persons who actually render a service in commerce. 
In other words, the owners of the radio program “Invitation to Learning” or “In- 
formation Please” may register these designations as the name of a service which 
they render, but an advertising slogan used in connection with advertising a cigarette 
or a fountain pen does not thereby become a service mark but can at best qualify as 
a trade-mark. Devices such as “They Satisfy” or “Best by Taste Test” or any- 
thing of that type which refer to a vendible commodity rather than to a service 
rendered are not registrable as service marks on either register of the new Act. It 
should be noted that under the definition of “use” in section 45 use of a service 
mark in advertising will be considered sufficient use for registration purposes pro- 
vided, of course, the services are actually rendered in commerce. Under the same 
section, use of a trade-mark in advertising alone is not sufficient ; the trade-mark 
must be used either on the goods or containers themselves or “on the displays asso- 
ciated therewith.” While this is a much broader definition than that contained in 


13. Rysta Ltd.’s Application, 60 R. P. C. 87 (1943); 1 All. E. R. 400. 

14. The definition reads as follows: 

“The term ‘service mark’ means a mark used in the sale or advertising of services to identify 
the services of one person and distinguish them from the services of others and includes with- 
out limitation the marks, names, symbols, titles, designations, slogans, character names, and 
distinctive features of radio or other advertising used in commerce.” 











37 T.-M. REp. 





FOREIGN LAW ASPECTS 719 



































section 29 of the old Act requiring “affixation” of the mark, it still is not as broad 
as section 6 of the Canadian Act which permits use of the mark on the wares or 
packages or “in any other manner . . . . associated with the wares.” 

The new Act also provides not only for registration of collective marks includ- 
ing union labels as does section 2 (e) of the Canadian Act’ but also permits regis- 
tration of so-called “certification” marks which bear most of the characteristics of 
the Canadian standardization mark. The British Act of 1938 also uses the title 
‘certification trade-mark” for a mark which is adapted “in relation to any goods 
to distinguish in the course of trade goods certified by any person in respect of 
origin, material, mode of manufacture, quality, accuracy or other characteristic, 
from goods not so certified. . . .” Section 12 of the Canadian Act has similar 
language. It is particularly noteworthy that both the British and the Canadian Act 
provide that a certification may not be secured by one who is himself engaged in 
the manufacture, sale, leasing or hiring of the certified wares. A last minute amend- 
ment to the new Act of 1946 has written the same limitation into our law. Accord- 
ing to section 14, a certification mark is subject to cancellation not only on the 
ground that the registrant himself is engaged in the production of the particular 
merchandise, but also on the additional ground that he discriminately refuses to 
certify the goods of any person who maintains the standards or conditions which the 
mark certifies. This provision was added to prevent abuses of certification marks 
which will run counter to the antitrust laws of the United States.”® 


cos ince em I 


II. Use and Registration; Concurrent Registration; Incontestability 


ma ses ads 


The new Trade-Mark Act has apparently caused widespread misapprehension 
abroad with regard to the alleged compulsory nature of registration and the crea- 
tion of property rights in trade-marks by registration alone and in the absence of 
use. Let it be said time and again, therefore, that the new Act does not change 
the common law rule to the effect that trade-mark rights are created not by regis- 
tration but by priority of adoption and use. As a matter of fact, the use require- 
ment as basis for a valid registration is, perhaps, even more emphasized in the new 
law than it had been heretofore. Thus, the new Act provides in section 8 that an 
affidavit of continued use has to be filed with the Patent Office within the sixth 
year from the date of registration. In the absence of the filing of such affidavit of 





15. In an editorial on union labels and standardization marks in 6 Canadian Patent Reporter 
12, 13 (1947) the applicable law was summarized as follows: 


“It is clear by s. 2 (e) of the Unfair Competition Act that a trade union may be properly an 
owner of a trade-mark. The trade union may register such a mark as a ‘standardization mark’ 
following particularly the provisions of s. 30 (3) of the Act and acquire the rights set out in 
s. 12 of the Act. It is noted that the registered owner of a standardization mark may license 
the use of the mark to others. It is clear that a labour union may register under the Unfair 
Competition Act a symbol adopted to distinguish wares made in whole by members of the union 
and license the use of the mark to the manufacturer and/or the vendor of the wares. If it can 
be said that wares made in part by members of the labour union are wares produced under defined 
working conditions by a defined class of persons the same right is applicable to marks used in 
association with wares partly produced by members of a labour union.” 


16. It should be emphasized that the Canadian law has no similar provision requiring in- 
discriminate licensing or use of certification marks. 
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use, the mark will be cancelled by the Commissioner. It will be noted that no such 
rigid provision is found in the Canadian Unfair Competition Act of 1932. It ap- 
pears to be well settled in Canada since the recent decision Battle Pharmaceuticals 
v. Lever Bros., Lid.,“ that under section 49 of the Act the Registrar has no au- 
thority to cancel a mark over the objection of the owner. In other words, even 
though the mark may not be actually in use, the registration will be left intact if the 
owner merely objects to any interference therewith by the Registrar. He need not 
even state any reasons for the basis of his objections. Only if the owner completely 
ignores the notice sent to him by the Registrar under section 23 will the mark be 
expunged. The new United States Act goes beyond this in the above-mentioned 
section 8; the mark will be cancelled automatically unless the affidavit of use is filed 
or unless the registrant alleges special circumstances, such as war shortages, which 
would justify the nonuse. I would like to emphasize here that this affidavit of con- 
tinued use will also be required of foreigners who are entitled to the protection of 
the International Conventions. In other words, while a Canadian trade-mark owner 
may rely on his Canadian registration under section 44 of the new Act as the sole 
basis for securing a registration in the United States without having to allege use 
in commerce with the United States, he must, in order to keep the registration alive, 
file the affidavit of use within the sixth year from the date of registration. The same 
affidavit must be filed by the Canadian if he should decide to republish an existing 
1905 Act registration ; in that case the affidavit must be filed within the sixth year 
from the date of republication. It is perhaps interesting to observe that there is no 
need for filing this affidavit if the Canadian registrant should decide not to convert 
his 1905 mark to the new Act. (I shall revert to this point later on in this paper.) 

The use requirement is also emphasized in the renewal provisions of the new 
Act. The applicant for renewal of any mark, be it registered under the Act of 
1905 or under the new Act, must file an affidavit of continued use and in this case 
may not even allege nonuse due to special circumstances. The failure to permit 
this latter allegation is probably one of the most serious omissions in the new Act. 
It seems certain that the renewal affidavit will also be required from Canadian trade- 
mark owners since there is nothing in the International Conventions or in our 
domestic law which would permit or authorize a waiver of this requirement in case 
of foreign owned registrations. Canadian trade-mark owners should be fully aware, 
therefore, that they will not be able to renew existing registrations” unless they can 
satisfy the Patent Office that the mark is actually in use in commerce with the 
United States or within the United States at the time of renewal. 

The present Canadian Act, as you know, also is based on use rather than reg- 
istration, and registration merely serves to confirm the owner’s title.” Section 4 of 
the Canadian Act provides that the first user shall be entitled to the exclusive use in 


17. 5C. P. R. 87 (1946). 

18. Registrations now existing under the 1920 Act are not renewable in any event under the 
new Act unless such renewal is necessary to support a foreign registration. In all other cases, 
they will expire six months from the effective date of the Act or twenty years from the date of 
their registration, whichever is later. 


19. Fox, “Canadian Law of Trade-Marks and Industrial Designs” (1940), Univ. of Tor- 
onto Press, p. 44. 
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Canada only “if such trade-mark is recorded. . . . .” Neither our Act of 1905 
nor the new Act of 1946 has a similar provision. In the very recent Canadian case 
involving registration of the trade-mark “V-8” for vegetable juices,” the applicant 
asserted that he had not actually used the mark before registration but had been 
prevented from doing so because of war shortages. It was held that the mark should 
be expunged and that in the absence of actual use before application for registra- 
tion a valid registration could not be obtained. Exactly the same principle prevails 
in the United States and there is nothing in the new Act which would permit regis- 
tration of a mark in anticipation of its use. There is no room either under the 
Canada Act or under the Act of 1946 for the registration of defensive marks, as 
provided for in the British Act of 1938. Nor does the new Act permit registration 
of marks as a series, for instance, in one application for different color, as does sec- 
tion 11 of the new Indian Trade-Marks Act of 1940 and section 21 (2) of the Brit- 
ish Act. Nor is there a provision in the Lanham Act for the registration of so- 
called “‘associated marks” as that term is used in section 28 (1) (1) of the Canadian 
law. In the United States, if an applicant wants to register the identical or a 
similar mark for additional or similar merchandise, he will have to secure an entirely 
independent new registration which is in no way treated as associated with any one 
trade-mark previously registered in his name. 

The Act of 1946 for the first time permits concurrent registrations in situations 
in which a lawful use had been made of the same mark and on the same class of 
merchandise by more than one person “prior to the filing date of any of the appli- 
cations involved.” It is not clear how this section will be construed in situations 
where a concurrent registration is sought in connection with a mark which had been 
registered under the Act of 1905 prior to the first use by the concurrent user. The 
new Act, it is true, provides in section 22 that all new registrations as well as reg- 
istrations under the 1905 Act shall have the efiect of “constructive notice.” But 
there is some doubt with regard to the retroactive effect of this provision. In other 
words, it is not clear from the language of the new Act whether there may have 
been a lawful concurrent use despite and in the face of an existing registration un- 
der the Act of 1905. Our courts will ultimately have to decide this question ; for 
the present, suffice it to point out that the new Trade-Mark Act of 1946 in re- 
quiring “lawful concurrent use” is seemingly different from the British Act of 1938 
which covers only cases of “honest” concurrent use and more similar to section 21 
of the Canadian Act which permits concurrent registration only in cases when 
“neither party would be entitled to a judgment forbidding the other from continu- 


99 


ing to use his trade-name. . That seems to me in effect to be a paraphrase 


of “lawful use” as that term is used in section 2 (d) of the new Act.” 


20. Standard Brands, Ltd. v. Staley (1947), 6 C. P. R. 32. 
21. Fox, in his treatise on Trade-Marks, expresses the opinion at p. 135 that even the pro- 
visions of the British Act and the Canadian Act respectively with regard to concurrent user 
should be considered to be “co-extensive.” This statement was approved in the recent case of 
Re Belgo Canadian Manufacturing Co., Ltd. (1945), 4 Canadian Patent Reporter 155. The 
provisions of the Canadian Act with regard to concurrent use differ, however, from other acts 
in two important respects: Contrary to the Lanham Act, only a court may permit concurrent 
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While Canadian as well as all other foreign trade-mark owners must satisfy the 
requirements of continued use during the sixth year and at the time of renewal, 
which the new law imposes upon domestic trade-mark owners, the use require- 
ments are relaxed in connection with the filing of original applications by for- 
eigners who belong to a member country of the various International Conventions 
which, of course, includes Canada. Even under the old Act of 1905 such foreign 
applicants did not have to allege that their marks were in use in commerce. The 
new law incorporates the provisions of the International Conventions in more de- 
tail in section 44 and unequivocally states that a foreign registrant may base his 
application solely on his foreign certificate without having to allege use in or with 
this country. It also provides, contrary to the old section 12 of the Act of 1905, 
that registrations owned by foreigners shall be entirely independent of their con- 
tinued existence abroad. 

The question under what circumstances United States trade-marks should be 
registered in Canada where the Canadian application is based only on a certificate 
of registration under the Act of 1905—or in the future on the principal register of 
the Act of 1946—was debated at the last meeting of the Institute” but no clear 
decision apparently was reached. The following principle was adopted by the meet- 
ing: “that registration be permitted without use and making known in Canada sub- 
ject to confirmation of the registration upon proving use in Canada or use abroad 
and making known in Canada.” There is some doubt in my mind whether Canada 
may require “such confirmation” in the light of the specific mandate of the Con- 
vention providing for registration based on the foreign registration alone and not 
upon use in Canada. 


Incontestability 


One of the most important changes brought about by the new Act is, of course, 
its provision for an incontestable right after a period of five years use and upon 
filing of an affidavit claiming incontestability (section 15). This concept was bor- 
rowed from the British Act of 1938 which confers incontestability after a seven- 
year period. The Canadian Unfair Competition Act, as you know, has no similar 
provision. It is true, of course, that section 18 (2) of the Canadian Act provides 
that a registration certificate shall be conclusive evidence that the mark was used in 
Canada at the date of registration. This conclusive presumption attaches immedi- 
ately upon registration and not as in England or the United States after a period 
of several years and in that respect, therefore, goes beyond the British and Ameri- 
can law. On the other hand, the conclusive presumption under the Canadian Act 
refers only to the fact that the mark was in use at the time of registration but not 
to the mark’s validity. Under the Lanham Act of 1946, the certificate becomes 
“conclusive evidence of the registrant’s exclusive right to use the mark in com- 


registrations; the Registrar has no authority to issue this kind of registration. Moreover, con- 
current use in Canada, in order to be recognized even by a court, must have preceded the effec- 
tive date of the Act of 1932. 

22. Report of Proceedings, Twentieth Annual Meeting of the Patent Institute of Canada, 
Ottawa, 1946, p. 20. 
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merce” (section 33 [b]). In other words, the mark can no longer be attacked be- 

cause of an original technical defect, nor can proof of the defendant’s or a third 

party’s prior use of the mark in the United States defeat and vitiate the registrant's 

mark, as was possible under the Act of 1905. While this incontestability is without 

doubt one of the most significant features of the new Act, it should not be over- 

looked that it is subject to numerous exceptions which cannot be discussed in de- 

tail in this paper (sections 15; 33 [1]-[7]). Suffice it to say here that the defense 

of abandonment or fraud and similar defenses will remain available even against 

an otherwise incontestable mark but prior local use by a defendant will at most 

constitute an individual defense for this particular defendant without otherwise 

impairing the registrant’s right. Most significant are two last-minute amendments 

to the Act of 1946 which provide that ‘no incontestable right shall be acquired in a 

mark or trade-name which is the common descriptive name of any article or sub- 

stance, patented or otherwise” (section 15 [4]) and will permit the instituting of 

cancellation proceedings at any time “if the registered mark becomes the common 

| descriptive name of an article or substance on which the patent has expired.” More 

than that: In this latter case, a Government agency (Federal Trade Commission ) 

has been given the authority for the first time to institute cancellation proceedings 

at any time.” It is thus apparent that the incontestable right which may be ac- 

quired under the new Act grants no protection whatsoever against the ever present 

danger of a mark becoming a generic term. You will all remember the fate of the 
“Shredded Wheat” mark in the United States as well as in Canada.™ 

The new Act provides no safeguard against the passing of a mark into the pub- 

lic domain. Such development can only be prevented by a prudent and careful 

trade-mark policy on the part of its owner which in case of a patented article should 

be adopted right from the start and not at or about the time of the expiration of the 

patent. The Lanham Act does not provide for a two-year period of grace in case 

of formerly patented articles, as does the British law, for the purpose of proving 

that the trade-mark is not the only “practical name” of the article. 





or 


III, Assignment and Licensing 


One of the criticisms currently levelled against the Canadian Act of 1932 is its 
rather inflexible provisions regarding the assignment and licensing of trade-marks. 
Dr. Fox in his comprehensive recent study” of this subject states: 


nN LRN le t= 


The law of Canada with respect to assignments and the general prohibition against the 
licensing of trade-marks and trade-names is generally in an unsatisfactory state. The 
theory upon which the Canadian law of trade-marks has been based is that of indication of 
origin. If the link between the mark and the business with which it was associated were 
severed, it would be contrary to public policy to recognize the continuance of any exclusive 










23. The Federal Trade Commission's juridiction also covers cases of abuses of certification 
marks, fraud and several other situations, but is limited to marks registered on the principal 
register of the new Act. The Commission may not institute proceedings against a 1905 mark 
which has not been republished under section 12 (c). 

24. Kellog Co. v. National Biscuit Co., 305 U. S. 111 (1938) ; Canadian Shredded Wheat Co., 
Ltd. v. Kellog Co., of Canada, Ltd., 1 A. E. R. 618, 55 R. P. C. 125 (1939). 
25. “Trade-Mark Assignments and Licenses in Canada” (1945), 35 T.-M. Rep. 79. 
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right in the mark. Such a rule has obviously become artificial having in mind the growth 
of corporate activity and the practice of operating through subsidiaries.”° 


Broadly speaking, section 44 of the present Canadian Act does not permit any 
assignment or licensing of a trade-mark except in connection with the entire good- 
will of the business in Canada. The Act does, however, appear to permit the sepa- 
rate assignment of the trade-mark as used in connection with the goodwill of the 
same business in a foreign country. To that extent only is a partial or territorial 
assignment recognized under under the present law of Canada. The new British 
law of 1938 has, of course, completely revolutionized the British law in this re- 
spect by broadly providing in section 22 that a registered mark may be assigned 
with or without the goodwill and by further providing in section 28 for the reg- 
istration of so-called “registered users,” usually licensees of the owner of the mark. 
The famous Goschen Report of 1934 referred to this change as ‘the most important 
matter before the Board” and recommended the present legislation upon realization 
that the former British Act and the common law rule were largely based “upon 
obsolete conditions.” There was such sentiment in the United States to incor- 
porate into the new Trade-Mark Act the same liberal provisions which have now 
become the law in England. However, strong opposition developed against so 
drastic a change of the common law and previous rule and the new sections 5 and 
10 of the Act of 1946 constitute somewhat of a “middle of the road” solution of the 
problem. With regard to assignment—as distinguished from licensing—section 10 
now permits an assignment of a registered mark with that part of the goodwill of 
the business which is “connected with the use of, and symbolized by, the mark.” 
The section goes on to provide that it shall not be necessary to include in such as- 
signment the goodwill of the business connected with the use of and symbolized 
by any other mark used in the business. While the exact meaning and scope of this 
language will have to be determined ultimately by court interpretation, the fol- 
lowing conclusions may be safely drawn now from this new language: It will be 
clearly permissible under the new Act to assign a trade-mark for one particular 
country. But it is rather doubtful even under the Lanham Act whether such an 
assignment would be recognized in a situation similar to that present in the famous 
and much criticized case of Lacteosote, Ltd. vy. Alberman* where the House of 
Lords refused to recognize an assignment of the sales department of a business 
abroad apart from the manufacturing business. It is not clear whether the language 
of section 10 would permit a splitting of territory within the United States itself. 
The courts may well take the position that such territorial splitting within the 
United States may lead to confusion of the public. It is quite likely, therefore, that, 
if the situation of the recent Canadian Sunnybrook” case, involving a partial as- 
signment for the territory west of Lake Superior, were presented to our courts, 


26. Ibid., at 96. 

27. Board of Trade Report of the Departmental Committee on the Law and Practice Relat- 
ing to Trade-Marks, London, 1934, p. 28. 

28. 44 R. P. C. 211 (1927). 

29. The Great Atlantic and Pacific Tea Company, Ltd. vy. The Registrar of Trade-Marks, 
Exchequer Court of Canada, Oct. 25, 1945. 
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such territorial division may be held invalid even under the more liberal provisions 
of section 10 of the new Act. In the Sunnybrook case, it will be recalled, the Ex- 
chequer Court clearly stated that under the present section 44 (2) of the Act good- 
will is indivisible and the mark cannot be disassociated from it. It is also uncertain 
under section 10 of the new Act whether a registered mark like, for instance, 
“Acme” if registered for different goods or in different classes may be separately 
assigned with regard to certain goods or classes alone. As you will recall, the Brit- 
ish courts had held in the famous Sinclair case* that a firm could not assign the 
word “Tatler” with regard to the sale of tobacco and retain the identical mark for 
cigarettes. While such partial assignment would now be permissible in England 
in the absence of a deception of the public, it would probably not be recognized 
under section 10 of the Lanham Act. Under that section a partial assignment is 
apparently recognized only in cases where different trade-marks are used for the 
various goods or classes. In other words, even under the more liberal provision of 
the new Act, it would not seem possible to split up the goodwill associated with one 
particular trade-mark, at least not so long as confusion in the public mind may be 
created thereby.* 

On the other hand, the new Act has taken a much more courageous and uncom- 
promising attitude with regard to the licensing of trade-marks. While the Act does 
not provide, as does section 28 of the British Act of 1938, for so-called “registered 
users,” it does in section 5 recognize use of trade-marks by so-called “related com- 
panies.” The term related company is defined in section 45 to mean: “Any person 
who legitimately controls or is controlled by the registrant or applicant for regis- 
tration in respect to the nature and quality of the goods or services in connection 
with which the mark is used.” The new rules and regulations of the Patent Office 
set forth in Rule 7.8 the necessary requirements and formalities in case of registra- 
tions by parent companies. It should be noted that the relationship between parent 
and subsidiary does not have to be stock ownership. The section was intentionally 
made broad enough to include ordinary license agreements. As long as the licensor 
retains supervision and control over the use of the mark, use of the mark by even 
a number of licensees will not impair the validity of the licensor’s mark. More- 
over, section 5 permits for the first time registration of a mark in the name of the 
parent company even though the parent does not use the mark itself. It is now 
provided that use by affiliates and subsidiaries will inure to the benefit of the par- 
ent company. Under this liberal provision, it would appear to be entirely safe 





30. Cf. Fox, “Partial or Territorial Assignments in Canada” (1945), 35 T.-M. Rep. 139. 

31. John Sinclair Ltd.’s Trade-Mark, 49 R. P. C. 123 (1932). 

32. Occasionally our courts have expressed a very liberal view with regard to partial assign- 
ments, at least so far as territorial division is concerned, even prior to the Act of 1946. Thus, it 
was said in Ph. Schneider Brewing Co. v. Century Distilling Co., 43 U. S. P. Q. 266 (1939) : 


“It may be stated as a general rule that a trade-mark may not be assigned in gross. It cannot 
be assigned separate and apart from the good will with which it is associated. But where the 
mark only identifies a portion of the goods sold by a particular trader who is not the manu- 
facturer thereof, the mark may be assigned, along with the good will associated with the goods 
which the mark identifies, to a person who will continue to sell the same goods, without a trans- 
fer of the remainder of the business or the physical plant of the assignor.” 
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and proper for the manufacturer of a patented article to grant trade-mark licenses 
in conjunction with patent licenses as long as the manufactured article bears all 
the earmarks of the originally patented product. 

It is thus clear that the attitude of the new Act toward licensing is very much 
more liberal than the rule presently prevailing in Canada. As you know, the rule 
of the famous Bowden Wire® case is still generally applied even in case of use by 
affiliated companies. Thus, it was said in the fairly recent Good Humor case™: 





It was urged on behalf of the defendants that inasmuch as the plaintiff in whose name 
the trade-marks are registered does not manufacture or sell any wares and consequently 
does not itself use the trade-mark, but licenses operating companies which produce and 
distribute the wards to use the trade-marks thereon, the trade-marks have become null and 
void. This contention would as I think be well founded if the license had been given to 
an independent company or a stranger to use the trade-marks on goods other than the 
goods of the owner of the marks.*® 





On the other hand, there have been indications that a more liberal rule will be ap- 
plied in situations where a company owning chain stores licenses the use of its mark 
to retailers for the purpose of selling its own goods.” And perhaps more important, 
it was held in at least one Canadian case that in case of a clear principal-agent re- 
lationship, a contract permitting use of a trade-mark by the agent does not vitiate 
the principal’s mark.” 

You will recall that at the Twentieth Annual Meeting of the Institute in 1946, 
the President stated that the Institute was in principle favorably disposed toward 
licensing of trade-marks as provided under the British Act and under the new pro- 
visions of the United States Trade-Mark Act of 1946. It would certainly prove a 
welcome change to American trade-mark owners if the Canadian law would give 












: similar recognition to the use of United States trade-marks by its Canadian sub- 
% sidiaries or licensees as the British and the new Trade-Mark Act of 1946 now 
‘ guarantee to Canadian trade-mark owners. 

4 IV. Old Registrations Under the New Law 

i Paramount among the immediate problems facing Canadian trade-mark owners 
i is that which concerns the status of presently existing registrations under the new 
. law. 

- 

i 33. Bowden Wire, Ltd. v. Bowden Brake Co., Ltd., 30 R. P. C. 45 (1913); 31 R. P. C. 385 
#1, (1914). 

i | 34. Good Humor Corp. of America v. Good Humor Food Products, Ltd., Ex. C. R. 61 
Re: (1937). 

2 35. Ibid., at p. 73. 

% 36. J. H. Coles Proprietary, Ltd. v. Need, 50 R. P. C. 379 (1933). 

F 37. Siegel Kahn of Canada, Ltd. v. Peggy Sage, Inc., Ex. C. R. 1 (1935) ; see also, Magazine 


Repeating Rasor Co., Ltd. of Canada, et al. v. Shick Shaver, Ltd., Ex. C. R. 108 (1939) and 
H. G. Fox, “Trade-Mark Assignments and Licenses in Canada” (1945), 35 T.-M. Rep. 79 and 
Robinson, “Use of Trade-Marks in Canada by Canadian Subsidiaries of Foreign Companies,” 
5 C. P. R. 86 (1946). 

38. Supra, note 22, at p. 13. 
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1. Existing Registrations Under the Trade-Mark Act of 1905 


There is widespread misunderstanding with regard to the alleged necessity to 
convert existing 1905 Act registrations to the newly established principal register. 
It should be emphasized at the outset, therefore, that such conversion is not manda- 
tory but entirely optional. The owner of a registration under the Act of 1905 now 
has a threefold option : 

A. He may republish his mark under section 12 (c) of the new Act in order 
to get the benefits of the new law. This may be done by the mere filing of an affi- 
davit setting forth those goods stated in the original registration on which the mark 
is in use at the time of the conversion and claiming the benefits of the new act 
therefor. Upon receipt of this affidavit and a $10.00 fee, the 1905 mark will then 
be republished in the Official Gazette, but is not subject to opposition by a third 
party. In other words, republication is a mere ministerial act which does not mark 
the beginning of a new twenty-year period of protection and which does not change 
the renewal date for the original registration. The date of republication is, how- 
ever, important as the beginning of the five-year period at the end of which the 
registrant may by way of filing another affidavit claim ‘‘incontestability” for his 
registered mark (section 15 of the Act). The incontestability which the new act 
thus establishes at the end of the first five-year period from the date of original 
registration under the act, or from the date of republication in case of 1905 marks, 
is subject to and restricted by a great many exceptions and limitations. It remains 
true, however, that basically the registered mark after acquiring the status of in- 
contestability under the new Act can no longer be attacked on the ground of a defec- 
tive title on the registrant’s part or on the ground of an original technical defect 
such as, for instance, descriptiveness or geographical significance. The prospect 
of acquiring such incontestable right will, therefore, offer a strong inducement to 
many registrants under the Act of 1905 to convert their existing marks to the new 
Act by filing the necessary affidavit under section 12 (c). 

B. In numerous cases the owner of a mark now registered under the Act of 
1905 may consider it more advisable, if not actually necessary, to reregister rather 
than republish his mark under the new Act. It should be noted that section 46 of 
the new Act expressly provides that “marks registered under previous acts may, if 
eligible, also be registered under this Act.’’ That means, of course, that in the case 
of reregistration there may exist side by side two valid registrations, one under the 
old Act of 1905 and one on the principal register under the new Act of 1946. 

Reregistration differs from “republication” under section 12 (c) in that the 
former is based on an entirely new application and is treated as an original applica- 
tion in every respect. In other words, it is subject to opposition under section 13 
of the Act and to all formalities and conditions which have to be observed in case 
of original applications. 

There are certain situations in which the owner of the 1905 mark must resort 
to reregistration rather than republication. This is particularly true where it is 
sought to add additional goods or classes of goods to the registration. Since such 
change may affect rights of third parties, it cannot be done by amendment or re- 
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publication but reregistration for the additional classes will be required. Like- 
wise, if the mark is no longer used in its original form but has been “streamlined,” 
mere republication will not protect the streamlined mark, but an entirely new ap- 
plication should be filed under the new Act. Furthermore, if the mark is not used 
on all goods for which it was originally registered but only on part of them, repub- 
lication under section 12 (c) will only cover those goods on which the mark is 
actually in use at the time of republication. If use is subsequently resumed with 
regard to other goods, the mark will have to be reregistered with regard to those 
goods ; the Patent Office will not accept a supplementary affidavit under section 12 
(c) with regard thereto, but will insist upon a new application. 

The owner of a 1905 mark may decide to reregister the mark and at the same 
time keep the old mark alive by way of timely renewal. If the old mark is renewed 
without claiming the benefits of the new Act, it will for all practical purposes re- 
main a 1905 trade-mark, so that the owner would then have double insurance. If 
his reregistered mark is attacked and invalidated, it will still be possible for him to 
fall back on his. old 1905 mark. 

C. There is, however, a third alternative for owners of the trade-marks reg- 
istered under the 1905 Act: There may be very good reasons why they prefer neither 
to reregister nor to republish, but be satisfied with the protection they had hitherto 
enjoyed under the old Act. In other words, the third alternative would be to take 
no action whatsoever under the new Act until the time for the renewal of the old 
mark will arrive. While it is true that the owner of the mark, if he should decide 
to follow this course and take no action at all under the new Act, will not partake in 
certain benefits conferred by the new Act, particularly the benefit of an incontest- 
able right after five years, he may, on the other hand, avoid certain disadvantages 
which will accrue under the Act of 1946 but not under the Act of 1905. To illus- 
trate: Under a last minute amendment to section 14 of the new Act, the Federal 
Trade Commission was given jurisdiction to institute cancellation proceedings at 
any time and for a great variety of reasons against the owner of a mark registered 
on the principal register of the Act of 1946. No like jurisdiction was conferred 
upon the Commission with regard to any mark registered under the Acts of 1905 
or 1881 and not republished or registered. While such jurisdiction is not certain 
in the case of republished marks, registrants under the 1905 Act, domestic as well 
as foreign, will remain immune from attack by the Federal Trade Commission as 
long as no action with regard to converting their marks to the new Act have been 
taken. In addition, the requirement of section 8 (b) of the new Act for an affidavit 
of continued use of the mark during the sixth year after registration of republica- 
tion does not apply to owners of marks presently registered under the Act of 1905. 
It follows, therefore, that, while marks registered under the new Act will be can- 
celled by the Patent Office in the absence of the filing of such affidavit during the 
sixth year, registrations under the 1905 Act will remain on the register without the 
requirement for an affidavit of use. This may prove an important consideration in 
case of foreign owned trade-marks. It may well be, for instance, that a mark was 
registered for a Canadian manufacturer, let us say some four years ago under the 
Act of 1905, but may not actually be in use during the sixth year since the date of 
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the reregistration or republication. If the Canadian would take no action under 
the new law but be satisfied with the protection he now enjoys under the Act of 
1905, the Commissioner of Patents would have no authority to insist upon the fil- 
ing of an affidavit of use; if, on the other hand, the Canadian should decide to con- 
vert his mark and to claim the benefits under the new Act under section 12 (c), he 
would then have to file the affidavit during the sixth year after republication and 
his mark would be subject to cancellation if no such affidavit were filed during that 
year. For this and other reasons, Canadian registrants should certainly not auto- 
matically apply for conversion or reregistration under the new Act, but carefully 
consider all advantages and disadvantages under the new Act before taking any 
final action with regard to existing registrations under the Act of 1905. 


2. Renewal of 1905 Act Registrations 


The question has been asked time and again whether it may be possible for the 
owner of a 1905 mark to retain the old status thereof without bringing it under the 
new law even at the time of renewal. Is it still possible to retain the old status of 
the mark after renewing it in accordance with section 9 of the new Act? That sec- 
tion provides as follows: 


Each registration may be renewed for periods of twenty years from the end of the ex- 
piring period upon the filing of an application therefor accompanied by an affidavit by the 
registrant stating that the mark is still in use in commerce and the payment of the renewal 
fee required by this Act; . . . 


The somewhat ambiguous wording of this section may lead a registrant to con- 
clude that it is optional with him to renew either under the old Act of 1905 or 
under the new Act. However, the section provides only a limited option. With 
regard to renewal, the provisions of the new law must be followed (despite the 
confusing use of the word “may” at the beginning of the section) ; in other words, 
the required fee for renewal will be $25.00 and the application must be accompanied 
by an affidavit that the mark is still in use in commerce. However—and this cannot 
be over-emphasized—the filing of a renewal application which satisfies the require- 
ments of section 9 of the Act of 1946 does not automatically confer upon the re- 
newed mark all the benefits of the Act of 1946. On the contrary, in order to ob- 
tain those benefits, particularly the benefits of incontestability, an additional affidavit 
under section 12 (c) has to be submitted either before or after the renewal. Hence 
the renewed mark will, for the most important practical purposes, retain its status 
under the 1905 Act indefinitely until or unless the required additional affidavit un- 
der section 12 (c) is filed. If follows then that a registraut, who does not wish to 
expose his trade-mark to the searching eye of the Federal Trade Commission, may 
forego the benefits of the new Act by way of not specifically claiming them either 
at the time or after renewal of the registration under section 9 of the new Act. 


3. Pending Applications 


Section 47 of the new Acts contains very liberal standards with regard to amend- 
ing applications for registration under the Act of 1905 or 1920, which were pend- 
ing at the Patent Office on July 5, 1947, the effective date of the new Act. The 
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section merely provides that “all applications for registration pending in the Patent 
Office at the effective date of this Act may be amended, if practicable, to bring them 
under the provisions of this Act. The prosecution of such applications so amended 
and the grant of registrations thereon shall be proceeded with in accordance with 
the provisions of this Act.” If not so amended, such pending applications will be 
prosecuted in accordance with the old Act under which the applications were filed. 
Section 47 specifically provides that the old acts are continued in force “to this 
extent and for this purpose only notwithstanding the foregoing general repeal 
thereof.” 

The new rules and regulations of the Patent Office (section 41) which were 
recently promulgated and are available upon request, provide detailed information 
and guidance with regard to the proper preparation of amendments for all applica- 
tions which were pending at the Office on July 5, 1947, and which the applicant 
now desires to bring into conformity with the requirements of the new Act. 


Conclusion 


At the Twentieth Annual Meeting of the Institute, a rather pessimistic note 
was expressed by a guest speaker from the United States with regard to the struc- 
ture and future administration of the new Act of 1946. It was said that the Act 
was “replete with errors, inaccuracies, contradictions, ambiguities and uncertain- 
ties.”*’ Since that time, new rules and regulations have been promulgated which, 
it is hoped, will remove many of these uncertainties and ambiguities. It will, of 
course, always be true that a new -Act will result in a certain degree of insecurity 
and uncertainty in its initial stages. On the other hand, even the rather brief 
experience which we have had in administering the new Act has already resulted 
in a feeling of reassurance and of justified optimism on the part of the legal pro- 
fession and trade-mark owners in general. There is fairly general agreement that 
the more flexible and more liberal provisions of the new Act of 1946 will eventually 
prove to be of substantial benefit not only to trade-mark owners in the United 
States but also to trade-mark owners in neighboring and foreign countries who seek 
effective trade-mark protection in the United States. 


39. Hadley F. Freeman, “Features of the United States Trade-Mark Act, July 5, 1946,” 
Twentieth Annual Meeting, supra, note 2, at p. 59. 
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UNFAIR COMPETITION DEFINED 


By Arthur A. March* 


For the business man and every member of the purchasing public, the year 1938 
was a memorable one. During that year in one of its most startling and far reach- 
ing decisions’ the Supreme Court of the United States, expressly overriding the 
rule of “stare decisis,’ exploded the doctrine of a Federal common law thereby 
breaking the bonds that the Federal Courts had taken a century to laboriously 
evolve about the commercial ‘‘pirate.” 

While not expounded in a case involving unfair competition,’ its effect has been 
most pronounced in this field, which apparently went unheeded while the Court 
concerned itself with the evils which had arisen in other spheres under the broaden- 
ing scope of the Federal common law rule. The result was that the growth and 
development of the judicial process involving Unfair Competition as it attempted 
to keep pace with business practices was arrested and reversed. What appeared 
at first “blush” to be a proper exercise of the “rule of reason” became instead a 
haunting nightmare to the trader.* Although there have been specific exceptions,” 


the Erie decision was followed and even expanded upon throughout the ensuing 
years.° 


At the time of the decision in the Erie case the law of Unfair Competition as 


it applied to those matters whose jurisdiction came within the Federal Courts’ 
scope, had developed from the narrow confines of the “passing off” doctrine and 
the necessity for competition to its nation-wide zenith in 1937 when neither “passing 
off” nor a showing of “competition” was for the most part necessary to prove a 
case. This development is most ably set forth in Chapter II of Trade-Mark Pro- 
tection and Unfair Trading by Dr. Walter Derenberg. To mark the point to which 


* Member of the New York and Connecticut Bars. 
1. Erie Railroad Co. v. Tompkins, 304 U. S. 64, 58 Sup. Ct. 817. 
2. Overruling Swift v. Tyson, 116 Pet. 1 (1842) and cases following this decision. 

3. The action in the Erie case involved negligence. 

4. See Erie v. Tompkins: “In Relation to the Law of Trade-Marks and Unfair Competition,” 
by S. S. Zlinkoff, 32 T.-M. Rep., Nos. 7 & 8; Developments in the Doctrine of Erie Railroad Co. 
v. Tompkins, 9 Univ. Chicago Law Review, 113; “Unfair Competition,” by Edward S. Rogers, 
35 T.-M. Rep., No. 9. 

5. Hinderlider vy. La Plata River & Cherry Creek Ditch Co., 304 U. S. 92, 58 Sup. Ct. 803, 
a case decided later on in the same day as the Erie case in which it was stated: “Whether the 
water of an interstate stream must be apportioned between the two states is a question of Fed- 
eral common law.” See also Rawlings v. Ray, 312 U. S. 96, 61 Sup. Ct. 473; Irving Trust Co. 
v. Day, 62 Sup. Ct. 398, 314 U. S. 556; Heiser v. Woodruff, 327 U. S. 726, 66 Sup. Ct. 853; and 
National Candy Co. v. Federal Trade Commission, 104 F. (2d) 999. 

6. Wichita Royalty Co. v. City National Bank of Wichita Falls, 306 U. S. 103, 59 Sup. Ct. 
420 (1939); Thompson v. Magnolia Petroleum Co., 309 U. S. 478, 60 Sup. Ct. 628 (1940) ; 
Moore v. Illinois Cent. R. Co., 312 U. S. 630, 61 Sup. Ct. 754 (1941); Pecheur Lozenge Co., 
Inc. v. National Candy Co., Inc., 315 U. S. 666, 62 Sup. Ct. 853 (1942) ; Magnolia Petroleum 
Co. v. Hunt, 320 U. S. 430, 64 Sup. Ct. 208 (1943) ; Guaranty Trust Co. of New York v. York, 
326 U. S. 99, 65 Sup. Ct. 1464 (1945); Williams v. Green Bay & W. R. Co., 326 U. S. 549, 
66 Sup. Ct. 284 (1946). 
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the law had progressed, it will suffice here to quote from the decision in Premier 
Pabst Corp. v. The Elm City Brewing Corp.,’ wherein it was stated : 


In earlier times the right of identity most frequently was violated by downright mis- 
representations by word (“passing off” cases) ; much as the early violations of the right 
of reputation was by words slanderous per se. But in the march of commerce skuldug- 
gery seems to have kept abreast of science in inventiveness, so that new and more subtle 
means were found to violate the right of identity by introducing confusion to the public 
mind; much as slight inuendoes were substituted by cruder words with which to ape and 
destroy reputations. On the whole, the subtleties have found small favor with the courts 
and it is now at least well established that any act which tends to confuse the public mind 
in relation to the identity of the plaintiff or his product is a violation of the plaintiff's 
right.® 





It is true that even at this time the Millennium had not been reached as “‘diver- 
sity of citizenship” and “amount in controversy’ were still necessary prerequisites 
before the Federal Courts could obtain jurisdiction to utilize the Federal common 
law. But where jurisdiction was obtainable the rule was becoming more and more 
clear cut and even in those states whose State Courts rigidly adhered to the “palm- 
ing off’ doctrine’ and the necessity for “competition” the Federal Courts had ap- 
parently accepted the Federal common law rule of a point where: 


Any use of the trade-mark or the trade-name of another which injures the good will 
of its owner or deceives the public, or both, constitutes unfair competition.!” 


However, with the advent of the Erie case the backward trend began and the 
same courts which had apparently reached the “age of enlightenment”™ thereupon 
reversed themselves, and accepted the common law rule as it applied in the par- 
ticular state wherein they sat.” 

The brunt of the Erie decision was fully brought to bear on the field of unfair 
competition in the case of Pecheur Lozenge Co., Inc. v. National Candy Co., Inc.,”” 
wherein the Court stated: 


The only cause of action that this record could possibly support is for unfair competi- 
tion and common law “trade-mark infringement,” to which local law applies." 


Thereafter the breach widened and what was a perfectly justifiable cause of 
action in New York” could bring no relief in Delaware."° What was a punishable 







7. 9 F. Sup. 754. 

8. Ibid., at p. 759. 

9. Hughes v. West Publishing Co., 225 Ill. App. 58; De Long Hook & Eye Co. v. Hump 
Hair Pin Mfg. Co., 297 Ill. 359; Johnson Mfg. Co. v. Alfred Johnson Skate Co., 313 Ill. 106; 
The Stevens-Davis Co. v. Mather & Co., 230 Ill. App. 45. 

10. United States Ozone Co. v. United States Ozone Co. of America, 62 F. (2d) 881 (C. C. 
A. 7) (1932). 

11. United States Ozone Co. v. United States Ozone Co., supra., id. 

12. Time, Inc. v. Viobin, 128 F. (2d) 860 (C. C. A. 7) Certiorari den’d, 63 Sup. Ct. 78. 

13. 315 U. S. 666, 62 Sup. Ct. 853 (supra.). 

14. 62 Sup. Ct. at p. 853 (emphasis is ours). 

15. Tiffiany v. Tiffiany Products, 264 N. Y. S. 459; affirm’d 262 N. Y. 482. 

16. The Coca-Cola Co. v. Happiness Candy Stores, Inc., 19 Del. Ch. 292, 20 Del. Ch. 456. 
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act in Massachusetts’ and Ohio” could go unhampered in Illinois.*° This condi- 
tion prevailed throughout the United States and the remedies available to the trader 
continually fluctuated, depending upon the jurisdiction in which the “pirate” oper- 
ated. As has been most ably stated: 





Owners of unregistered marks used in inter-state commerce not only acquire a “checker- 
board” of rights but they also receive a “checkerboard” of protection.” 


Realizing the futility of attempting to obtain a uniform statute to define unfair 
competition throughout the forty-eight states, scholars, and even the Courts them- 
selves, suggested Federal legislation on the subject.** That such action would cer- 
i tainly have remedied the deplorable conditions placed upon the trade by the Erie 

decision is obvious as the Erie case did not and could have removed the binding 
force that Federal statutory law has on the Federal Courts. However, these at- 
tempts were without avail. 


It now appears that there is a ray of hope and that these troubled waters may 
have been calmed with the advent on July 5, 1947 of the Lanham Act. Details 
of the Act itself have been ably covered in many articles* and works.” Time and 
again the express purpose of this new law, 1.e., to protect persons engaged in inter- 
state commerce from unfair competition™*—has been set forth. 

However, what is probably one of the least discussed provisions of the Act is 
the one entitled “International Conventions.”” It is to this provision that we look 
for relief from the havoc created by the Erie case. Under this title, Section 44 (b) 
of the act provides as follows: 


sages sy <0 ae 


Persons who are nationals of, domiciled in, or have a bona fide and effective business 
or commercial establishment in any foreign country, which is a party to (1) the Inter- 


17. Forster Mfg. Co. v. Cutler Tower Co., 211 Mass. 219. 

18. Cleveland Opera Co. v. Cleveland Civic Opera Assn., 154 N. E. 352. The citations in 
this footnote and footnote 17 are the State Court decisions which would have to be followed by 
the Federal Courts in those states in view of the Erie decision. 

19. Time, Inc. v. Viobin, supra. 

20. “The New Trade-Mark Manual,” by Daphne S. Robert, p. 227. 

21. See “Unfair Competition,” by Edward S. Rogers, 35 T.-M. Rep., No. 9 and Stevens- 
Davis Co. v. Mather, 230 Ill. App. 45, wherein it was stated: “The ‘palming off’ rule is ex- 
pressed in a positive concrete form which would not admit of broadening or widening by any 
proper judicial process. It is rigid and inelastic. It may be expressly overruled or amended 
and a new rule announced by a court of final authority, but it is not framed in such general 
terms that it may be extended under the guise of judicial construction. The better method would 
. probably be to broaden it by legislation.” 

i 22. Memorandum on the New Trade-Mark Act, 36 T.-M. Rep., No. 8; “Trade-Mark 
Incontestability,” by Chauncey P. Carter, 36 T.-M. Rep., No. 9; “Incentives to Register Given 
by the New Trade-Mark Act,” by Wallace H. Martin, 36 T.-M. Rep., No. 10; “The Lanham 
Trade-Mark Act,” by Isaac W. Digges, 36 T.-M. Rep., No. 10; “The New Trade-Mark Act of 
July 5, 1946,” by Rudolph Callmann, 37 T.-M. Rep., No. 1; “The Lanham Trade-Mark Act,” 
by Sylvester J. Liddy, 37 T.-M. Rep. No. 2; “Concurrent Registrations Under the New Trade- 
Mark Law,” by Walter J. Halliday, 37 T.-M. Rep., No. 4; “How Lanham Act Will Affect 
Radio,” by Sherman R. Barnett, 37 T.-M. Rep. No. 4; “The Lanham Trade-Mark Act,” by 
Bartholomew Diggins, 37 T.-M. Rep., No. 5; and “The New Trade-Mark Law,” by Neil H. 
Borden in the Harvard Business Review. 

23. “The New Trade-Mark Manual,” by Daphne S. Robert; “Preparing for the New Trade- 
Mark Act,” by Dr. Walter Derenberg. 
24. Title IX, Section 45. 
25. Title IX. 


COE RN ENN 








34 THE TRADE-MARK BULLETIN 37 T.-M. Rep. 







national Convention for the Protection of Industrial Property, signed at Paris on March 
20, 1883; or (2) the General Inter-American Convention for Trade-Mark and Com- 
mercial Protection signed at Washington on February 20, 1929; or (3) any other con- 
vention or treaty relating to trade-marks, trade or commercial names, or the repression 
of unfair competition to which the United States is a party, shall be entitled to the bene- 
fits and subject to the provisions of this act to the extent and under the conditions essen- 
tial to give effect to any such conventions and treaties so long as the United States shall 
continue to be a party thereto, except as provided in the following paragraphs of this 
section. 

























The Conventions” referred to in this Section present in their provisions a defini- 
tion of unfair competition. The pertinent ones here are the Convention of the Union 
of Paris of March 20, 1883 for the Protection of Industrial Property as amended 
at Brussels in 1900, at Washington in 1911, at The Hague in 1925 and in London 
in 1934; which provides: 











Article 10 Bis 






1. The countries of the Union are bound to assure to nationals of countries of the 
Union an effective protection against unfair competition. 


2. Every act of competition contrary to honest practice in industrial or commercial 


matters constitutes an act of unfair competition. 














3. The following particularly are to be forbidden: 

1°. All acts whatsoever of a nature to create confusion by no matter what means 
with the establishment, the goods, or the services of the competitor. 

2°. False allegations, in the course of trade, of a nature to discredit the establish- 
ment, the goods or the services of a competitor. 




























and the General Inter-American Convention for Trade-Marks and Commercial 
Protection signed at Washington in 1929, which provides: 


Article 20 


Every act or deed contrary to commercial good faith or to the normal and honorable 
development of industrial or business activities shall be considered as unfair competition 
and, therefore, unjust and prohibited. 





Article 21 


The following are declared to be acts of unfair competition and unless otherwise effec- 
tively dealt with under the domestic laws of the Contracting States shall be repressed 
under the provisions of this Convention : 

(a) Acts calculated directly or indirectly to represent that the goods or business of 
a manufacturer, industrialist, merchant or agriculturist are the goods or business of an- 
other manufacturer, industrialist, merchant or agriculturist of any of the other Contract- 
ing States, whether such representation be made by the appropriation or simulation of 
trade-marks, symbols, distinctive names, the imitation of labels, wrappers, containers, 
commercial names, or other means of identification ; 


























26. The term “convention” is misleading here as for the most part a “convention” deals with 
subordinate questions which are not passed on by Congress, as for example, the Postal Con- 
ventions with foreign countries entered into by and with the advice and counsel of the President 
and under statutory authorization (U. S. Rev. St. 398). However, the adoption of the Articles 
of the Convention herein referred to are the work of Congress and are on a par with and should 
be known as those contracts between nations referred to as “treaties.” 
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; (b) The use of false descriptions of goods, by words, symbols, or other means tend- 
4 ing to deceive the public in the country where the acts occur, with respect to the nature, 
quality, or utility of the goods ; 

(c) The use of false indications of geographical origin or source of goods, by words, 
symbols, or other means which tend in that respect to deceive the public in the country in 
which these facts occur; 

H (d) To sell, or offer for sale to the public an article, product or merchandise of such 
form or appearance that even though it does not bear directly or indirectly an indication 
of origin or source, gives or produces, either by pictures, ornaments, or language employed 
in the text, the impression of being a product, article or commodity originating, manu- 
factured or produced in one of the other Contracting States; 

(e) Any other act or deed contrary to good faith in industrial, commercial or agricul- 
tural matters which, because of its nature or purpose, may be considered analogous or 
similar to those above mentioned. 







Article 22 










The Contracting States which may not yet have enacted legislation repressing the acts 
of unfair competition mentioned in this chapter, shall apply to such acts the penalties con- 
tained in their legislation on trade-marks or in any other statutes, and shall grant relief 
by way of injunction against the continuance of said acts at the request of any party in- 
jured; those causing such injury shall also be answerable in damages to the injured party. 










. Thus under the Lanham Act it is certain that foreign nationals have an absolute 
; definition of unfair competition under which relief may be obtained against United 
States citizens here. It will be noted that neither “‘palming off” nor “competition” 
4 are mentioned as necessary factors in the General Inter-American Convention. 

: We now arrive at the thought-provoking provision of the Lanham Act which 
may in the final analysis solve the entire problem presented by the Erie case as it 
affects the branch of law with which we are here concerned. Reference is made 
to Title X, Section 44 (i) of the Lanham Act which reads: 





Citizens or residents of the United States shall have the same benefits as are granted 
by this section to persons described in Paragraph (b) hereof.” 














It therefore appears clear that where there is unfair competition as defined in 
the Conventions, United States citizens are entitled to the same remedies against 
each other as those available to foreign nationals against United States citizens.” 
To hold that this law does not apply to the dealings of United States citizens with 
each other in the face of the specific provision of Section 44 (i) would appear to be 
in violation of the fundamental doctrine of equal protection of the law. It would 
place foreign nationals who are outside of the scope of diplomatic immunity in a 
far more favorable position than citizens of the United States. This would be con- 
trary to ruling case law which has established that a treaty should be given such a 
construction as tends to the common advantage of the contracting parties and tends 








27. Paragraph (b) has been quoted herein before. 

28. To the author’s knowledge the first written thesis on this premise was promulgated by 
Edward S. Rogers in his introduction to the New Trade-Mark Manual by Daphne S. Robert; 
see also House Hearings, H. R. 4744, 76th Congress, Ist Session, pp. 164-169 and the New 
Trade-Mark Manual, pp. 168-180. 
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to place them on an equality but not such as will put aliens on a more favorable 
footing than our own citizens.” 

That a treaty cannot change the Constitution or be held valid if it is in violation 
of the constitution is also well established.*° However, the treaties of the Inter- 
national Conventions are, of course, not in violation of any Article of the Constitu- 
tion but are rather in furtherance of the express powers granted in Article 8 
thereof.** In fact the provisions of the General Inter-American Convention have 
been held expressly valid by the Supreme Court which stated: 


This treaty on ratification became part of our law. No special legislation in the United 
States was necessary to make it effective.** 


The construction of the provisions regarding unfair competition is a matter for 
the Courts as a treaty may give rights to private citizens which are of such a nature 
as to be enforceable by the countries for the benefit of private parties and in such 
case the Courts resort to the treaty for a rule of decision as they did to a statute.” 

When cognizance is taken of the fact that treaties together with the constitution 
and Jaws made in pursuance thereof constitute the supreme law of the land,” it will 
be realized that perhaps rectification of effects of the Erie case as it pertains to un- 
fair competition is in the offing. 

While it may be maintained that we have had in prior years a declaration of 
unfair competition in a Federal statute, the Federal Trade Commission Act,” 
without any appreciable aid resulting therefrom, it must be remembered that this 
law specifically applies to acts which may be prosecuted by a governmental agency 
and not to inter partes actions. The courts rightfully restricted themselves to this 
interpretation.” The Lanham Act, however, does deal with inter partes relation- 
ships and we now apparently have a law defining Unfair Competition, in one 
aspect made in pursuance of a treaty, which constitutes the supreme law of the 
land. Specifically it applies to citizens of the United States as well as to foreign 
nationals. 

Hence, whenever unfair competition rears its head in the future, remedies 
should be available under the Lanham Act by filing suit in the particular District 
Court having jurisdiction. Of further interest in this connection is the fact that 
“diversity of citizenship” and “amount in controversy” as prerequisites to obtain- 
ing Federal Court jurisdiction are eliminated, for the Lanham Act itself provides 
that Federal Courts shall have original jurisdiction of all actions arising under the 


29. 63 Corpus Juris, p. 839 and cases cited. 
30. The Cherokee Tobacco Co., 78 U. S. 616 


31. To regulate commerce with foreign nations, and among the several states, and with the 
Indian tribes. 

32. Bacardi Corporation of America y. Domenech, 311 U. S. 160, 61 Sup. Ct. 219. 

33. 63 Corpus Juris, p. 828 and cases cited. 

34. U. S. C. A. Const., Article 6, clause 2; Z & F Assets Realization Corp. v. Hull, 114 
F. (2d) 464; aff’d 61 Sup. Ct. 351. 

35. F. T. C. Act, Sec. 5. See also “Unfair Competition at Home and Abroad,” by Robert 
E. Freer, 31 T.-M. Rep., No. 4. 

36. Federal Trade Commission v. Klesner, 280 U. S. 19, 50 Sup. Ct. 1; Federal Trade Com- 
mission v. Raladam Co., 283 U. S. 643, 51 Sup. Ct. 587. 
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Act without regard to the amount in controversy or to the diversity or lack of di- 
versity of the citizenship of the parties.” 

As the Act expressly provides that its intent is to regulate that commerce which 
is within the control of Congress and to protect persons engaged in such commerce 
against unfair competition,” it appears doubtful that the foregoing will apply 
where there is merely pure intra-state trade. Nevertheless, in our advertising- 
conscious, expansion-minded economy, the major part of enterprise comes within 
the scope of that commerce which is within the control of Congress and all else is 
of somewhat minor importance. Even with regard to this pure intra-state com- 
merce may not the State Courts overrule their varied holdings and follow a specific 
Federal “‘statute” ? 

In the interest of uniformity and reason and with the realization of the havoc 
created by the Erie case it is urged that by Federal statutory law, applicable to all 
United States citizens engaged in commerce within the control of Congress, Unfair 
Competition has been defined. 


A DANGER AND A REMEDY* 
By Hon. Joseph P. O’ Haraj 


Mr. O’Hara. Mr. Speaker, in 1914, for the first time in our national history, 


an agency was created primarily for the purpose of preventing violations of the 
anti-trust laws. This agency, the Federal Trade Commission, was designated to 
enforce certain provisions of the Sherman and Clayton Acts and to prevent, through 
the issuance of orders to cease and desist, unfair methods of competition. The basic 
statute, the Federal Trade Commission Act, represented a complete departure from 
our traditional methods of law administration. 

Underlying this legislation was the belief that the basic theory of the anti- 
trust laws could be made workable only if a method were devised to extinguish 
incipient restraints of trade, as well as to eliminate those already established. The 
theory was that prevention would be more effective than cure. To arm the Federal 
Trade Commission with the broadest possible powers, to discourage monopoly, and 
to eliminate restraints upon interstate commerce, authorization for prevention of 
unfair methods of competition was couched in the most general terms. Thus the 
Commission was empowered to strike at practices which might otherwise not be 
preventable under the more rigid terms of the Sherman Act and the Clayton Act. 
Over the years, by the administrative policy of the Commission, by judicial inter- 
pretation, and by the passage of the Wheeler-Lea Act in 1938, the Federal Trade 
Commission has increasingly digressed from its originally intended function and 
has become more and more the arbiter of advertising and trade practices which 


37. Section 39. 

38. Title X, Section 45. 

* Delivered in the House of Representatives, Saturday, July 26, 1947. 
+ Republican Representative from Minnesota. 
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frequently have little or no relation to monopolistic practices or to restraints upon 
commerce. 

The procedure established by the original act for furtherance of the Commis- 
sion’s anti-trust duties remains essentially unchanged. This procedure, even more 
than the other innovations wrought by the act, represented an experiment in our 
jurisprudence. It empowers the Commission to investigate suspected violations of 
its act, to make charges, to prosecute and to adjudicate the charges and to issue 
orders immune from effective review by the courts. 

This procedure has been well described by the circuit court of appeals for the 
second circuit—John Bone v. Federal Trade Commission (299 Fed. 468, 471): 


The Trade Commission . . . . is called upon simultaneously to enact the roles of 
complainant, jury, judge, and counsel. 


This combination of functions imposes upon the Commission a responsibility 
that taxes the capacity of human nature. Experience has demonstrated that in the 
administration of its act the human frailty of the Commission has predominated. 

The act provides that ‘““whenever the Commission shall have reason to believe’’ 
that the law is being violated, it shall issue and serve its complaint, “if it shall ap- 
pear to the Commission that a proceeding by it in respect thereof would be to the 
interest of the public.” This requires, to a material extent, a prejudging of the 
charges which the Commission later prosecutes and must adjudicate. 

When hearings are held to avail the respondent an opportunity to show cause 
why an order to cease and desist from the alleged violation should not be entered, 
the Commission designates one of its trial examiners to preside over the hearings 
and appoints one of its trial attorneys to represent it in the proceeding. 

The proceedings are often protracted and expensive. The hearings are fre- 
quently held at widely scattered points throughout the country—wherever the wit- 
nesses may be found—requiring extended travel by the Commission’s staff and the 
respondent's representatives. Frequently years are consumed before the cases are 
terminated. The Philippine Mahogany case, for example—I/ndiana Quartered Oak 
Co. v. Federal Trade Commission (26 Fed. [2] 340)— was in litigation for 22 
years before being finally concluded. 

It is significant that the Commissioners make their decisions without any first- 
hand knowledge of the case. The testimony is taken down stenographically and 
submitted as a written record. Neither the Commission nor any Commissioner sees 
or hears a single witness. 

The Commissioners do not even read the whole record of the testimony. A 
member of the Commission, testifying before a subcommittee of the House Com- 
mittee on Interstate and Foreign Commerce on H. R. 2390, Seventy-ninth Con- 
gress (record of hearings, pp. 406 and 417), stated that it is physically and men- 
tally impossible for the Commissioners to read all of the records. He cited the 
record in one case of 50,000 pages as an example of their length. Representatives 
of the Commission testified in these same hearings, that in making decisions the 
Commission depends on the report of its trial examiner, briefs of counsel, oral 
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argument of counsel, and the advice of three legal assistants—record of hearings, 
pages 406, 416, and 417. 

The adjudication is made on an appraisal of the weight and sufficiency of the 
evidence which is solely within the discretion of the Commission. The Commission 
may decide its cases by the preponderance of the evidence, but it is not required to 
do so by the act. It simply provides (sec. 5 [b]) that— 


If upon such hearing . . . . the Commission shall be of the opinion that the method 
of competition or the act or practice in question is prohibited . . . . it shall . . . . issue 
and cause to be served. . . . anorder . . . . to cease and desist. 


By contrast, in civil cases tried by the courts, the preponderance rule is the 
minimum. In criminal cases guilt must be established beyond a reasonable doubt. 

In Harriett Hubbard Ayer, Inc. v. Federal Trade Commission (15 Fed. [2d] 
274) it was held that the Commission’s findings could not be disturbed if supported 
by any evidence. 

More recently other cases have held that the Commission’s findings are not sub- 
ject to review if supported by substantial evidence. But no court has required that 
they be suported by a preponderance of the evidence. 

The need for corrective legislation is emphasized by the narrowness of review 
of Commission proceedings by the appellate courts. In an increasing number of 
cases the courts are declaring their impotence to review the findings of fact. 

The courts further hold that they are bound by the Commission’s judgment as 
to the quality and sufficiency of the evidence. Such evidence may consist of biased 
testimony—Segal v. Federal Trade Commission (142 Fed. [2d] 255) ; incompetent 
evidence—Bene v. Federal Trade Commission (299 Fed. 468) ; and the testimony 
of selected experts—E. Griffith Hughes, Inc. v. Federal Trade Commission (77 
Fed. [2d] 886). In the Segal case the court observed that a part of the testimony 
was “obviously biased” and said: 


Even so, if the Commission wished to rely upon such testimony, we may not intervene, 
whatever might be our own indisposition to accept what he said. 


The courts refuse on appeal to weigh the evidence. They hold that they are 
bound by the Commission’s findings, if supported by evidence, despite the fact 
that the weight may be to the contrary. Thus, they need read only the Commission’s 
side of the case and if there is evidence to support the findings, the record to the 
contrary may be ignored. 

The considerations for the O’Hara bill, H. R. 3871, are the principles outlined 
by Chief Justice D. Lawrence Groner of the Circuit Court of Appeals for the Dis- 
trict of Columbia in a letter to the Attorney General—report of the Committee on 
Administrative Procedure, Seventy-ninth Congress, page 248: 


The correct decision of this question is one of immense importance. It should, in my 
opinion, be considered by Congress in the light of the real and true purposes which the 
founders of our Government sought to achieve for themselves and their posterity. These 
were free action, free enterprise, free competition. They believed that equal justice be- 
tween man and man and between citizen and state was one of the impartial rewards which 
encouraged to efforts that produced great and lasting results. Therefore, they made no 
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provision for exemptions from legal duty. What they did provide for was that there should 
be no oppression, no exaction by tyranny, no spoilation of private right by public author- 
ity, and that there should be a fair, honest, effective government to maintain the things 
which were thought to be the prerogatives of every individual man. 


The Commission is primarily a regulatory agency and yet it adjudicates issues 
of fact between the Government and the citizen as a judicial tribunal. It is the com- 
bination of the prosecuting and adjudicating functions that the bill seeks to correct. 

The bill, H. R. 3871, preserves in the Commission authority to investigate and 
prosecute violations of its act but it requires that such cases be prosecuted in the 
‘United States district court in the district where the respondent resides or main- 
tains his or its principal place of business. This procedure will continue to draw 
on the specialized experience of the Federal Trade Commission. The Commission 
will still determine whether there has been an apparent violation of its act, make the 
necessary investigation and, by its attorneys, prosecute the case. But the cases will 
be tried in the courts by the accepted judicial process and respondents will be assured 
of a trial by a tribunal traditionally impartial in the administration of justice. 

The bill provides that the Rules of Civil Procedure for the District Courts shall 
govern such proceedings. This will assure uniformity in procedure and will make 
available to both parties the procedural advantages of the rules. Under the guidance 
of the courts, cases which now take years to dispose of may be terminated at their 
inception by motion or negotiation. 

The members of the Commission are not experts in the adjudication of factual 
issues. They are precluded by their act from attaining the measure of impartiality 
associated with judicial procedure. The cumbersome procedure under which they 
must operate precludes them from attaining the full measure of first-hand familiar- 
ity which should be associated with judicial procedure. It is the courts that are the 
experts. Historically, the trial of issues of fact has been within their province. 
For generations they have tried cases of fraud, deceit, and unfair competition. They 
are preeminently qualified to adjudicate the issues of violation of the Federal 
Trade Commission Act. 

The O’Hara bill gives both the Government and the individual a “day in court” 
—a fundamental which has been so encroached upon by bureaucratic practices that 
it threatens basic constitutional privileges and has an insidious destructive effect 
upon American concepts of government. 


A A 
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COMMISSION ACT* 


In the House of Representatives, June 17, 1947, 80th Congress, Ist Session 


Mr. O’Hara introduced the following bill; which was referred to the Com- 
mittee on Interstate and Foreign Commerce: 


A BILL 


To amend the Act creating the Federal Trade Commission, 
to define its powers and duties, and for other purposes. 


Be it enacted by the Senate and House of Representatives of the United States 
of America in Congress assembled, That section 5 of the Act entitled “An Act to 
create a Federal Trade Commission, to define its duties, and for other purposes,” 
approved September 26, 1914 (38 Stat. 719; U.S. C., title 15; sec. 45), as amended, 
is hereby amended to read as follows: 

Sec. 5. (a) Unfair methods of competition in commerce and unfair or decep- 
tive acts or practices in commerce are hereby declared unlawful. The Commission 
is hereby empowered and directed to prevent persons, partnerships, or corporations, 
except banks, common carriers subject to the Acts to regulate commerce, air car- 
riers and foreign air carriers subject to the Act of June 23, 1938 (52 Stat. 973), 
and persons, partnerships, or corporations subject to the Act of August 15, 1921 
(42 Stat. 159), except as provided in section 406 (b) of said Act (42 Stat. 169), 
from using unfair methods of competition in commerce and unfair or deceptive 
acts or practices in commerce. 

“(b) (1) Whenever the Commission shall have reason to believe that any such 
person, partnership, or corporation has been or is using any unfair method of com- 
petition or unfair or deceptive act or practice in commerce, and if it shall appear to 
the Commission that a proceeding in respect thereof would be to the interest of the 
public, it shall, by any of its attorneys designated by it for such purpose, file in the 
district court of the United States for the district, or in the United States court 
of any Territory, in which such person, partnership, or corporation resides or 
maintains his or its principal place of business, a complaint stating its charges in 
that respect and praying that the court enter an order requiring such person, part- 
nership, or corporation to cease and desist from using such method of competition 
or such act or practice. 

“(2) The Rules of Civil Procedure for the District Courts of the United States 
shall govern such proceeding. 

“(3) Any person, partnership, or corporation may at any time make applica- 
tion and upon good cause shown may be allowed by the court to intervene and ap- 
pear in said proceeding by counsel or in person. 

“(c) If upon conclusion of its hearing the court shall be of the opinion that 
the method of competition or the act or practice in question is prohibited by this 


* The United States Trade-Mark Association on November 15, 1947 by director of the Board 
of Directors with the approval of a majority of the regular member of the Association went on 
record in support of the principle of H. R. 3871. 
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Act and that the enjoining of it would be to the interest of the public, it shall enter 
such order, in the nature of a permanent injunction, as it shall deem appropriate. 

‘“(d) The decision or order of the court shall be subject to review at the in- 
stance of the Commission or any party to the proceeding as provided in sections 
128 and 240 of the Judicial Code, as amended (U. S. C., 1940 edition, title 28, secs. 
225 and 347).” 

Sec. 2. Section 13 (a) of such Act, as amended (U. S. C., title 15, sec. 53), is 
hereby amended to reads as follows: 

Sec. 13. (a) Whenever the Commission has reason to believe— 

(1) that any person, partnership, or corporation is engaged in, or is about to engage 
in, the dissemination or causing of the dissemination of any advertisement in violation of 
section 12; and 

(2) that the enjoining thereof, pending the entry of a final decree pursuant to section 

5, would be to the interest of the public; 
the Commission may forthwith institute a proceeding as authorized by section 5 and 
move therein to enjoin the dissemination or the causing of the dissemination of such 
advertisement. Upon proper showing a temporary injunction or restraining order 
shall be granted without bond. 

Sec. 3. Section 16 of such Act, as amended (U. S. C., title 15, sec. 56), is 
hereby amended to read as follows: 

“Sec. 16. Whenever the Federal Trade Commission has reason to believe that 
any person, partnership, or corporation is liable tc a penalty under section 14, it 
shall certify the facts to the Attorney General, whose duty it shall be to cause ap- 
propriate proceedings to be brought for the enforcement of the provisions of such 
section.” 

Sec. 4. In any case where the Federal Trade Commission, prior to the date of 
the enactment of this Act, has issued a complaint under subsection (b) of section 
5 of the Federal Trade Commission Act as in force prior to the enactment of this 
Act, the provisions of the Federal Trade Commission Act as in force prior to the 
enactment of this Act shall apply as though this Act had not been enacted. 


A PLEA FOR REALISM IN TRADE-MARK OPPOSITIONS* 
By Melvin R. Jenney} 


Or to take arms against a sea of troubles, 
And by opposing end them. 
Hamtet, Act III, Scene I. 

Now that the Lanham bill has become law, we look to improved conditions in 
trade-mark practice. Among the expressed objects of the Act are “to simplify 
registration and to make it stronger and more liberal,’ as stated in Mr. Lanham’s 
report to the House on February 26, 1945. It is recognized that a collection in one 
place of most, if not all, marks used in trade would be most desirable, so that 





* Reprinted with permission from the September, 1947, issue of the Journal of the Patent 
Office Society. 
+ Member of the Massachusetts Bar 
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searches may be readily made; the incentives to register provided by the new law 
may be expected to help toward that end. 

A desirable condition would be that every one entitled to use a mark would 
also be entitled to register it. Unhappily, however, there is a wide divergence of 
view between the Federal courts in infringement suits and the Court of Customs 
and Patent Appeals in respect to registrations. Even a cursory scanning of any 
recent volume of the Patents Quarterly will show how heavily an opposer is favored 
against an applicant in the C. C. P. A., in comparison with the scrutiny to which a 
plaintiff’s case is subjected in an infringement suit. 

A few statistics may be illuminating. A check was made of all C. C. P. A. 
cases in volumes 52-72 of the Patents Quarterly. The check included only opposi- 
tions and then only such cases as were decided on the issues of similarity of the 
mark or similarity of the class of goods. Similarly, a check was made of decisions 
of all Circuit Courts of Appeals in trade-mark infringement cases over the same 
interval. Again all cases were eliminated except those in which the issues were 
similarity of the mark or of the goods. Subject to a slight but negligible variation 
due to judgment in selection or discarding of a few borderline cases, the results are 
as follows: 

In the C. C. P. A., out of fifty-nine oppositions there were fourteen oppositions 
dismissed and forty-five oppositions sustained. In the Circuit Courts of Appeals, 
the trade-mark was held infringed in nine cases and not infringed in fourteen. 
Thus in the Circuit Courts of Appeals an alleged infringer has about a 61 per cent 
chance of getting a confirmation of his right to use his mark, while in a Patent 
Office opposition he has only about a 24 per cent chance to register it. 

If statistics are considered inconclusive because the facts differ from case to 
case, let us say that no statistics are necessary. Specific instances will be given 
throughout this paper, but one may be referred to now. 

Consider the Coca-Cola cases. In suits for infringement or unfair competition, 
it has been held that “cola” is descriptive and is not subject to appropriation. De.xi- 
Cola Laboratories v. The Coca-Cola Co. (C. C. A. 4), 48 U. S. P. Q. 164; Coca- 
Cola Co. v. Nehi Corp. (Del. Ct. of Chan.), 53 U. S. P. Q. 140; Coca-Cola Co. v. 
Snow Crest Beverages, Inc. (C. C. A. 1), 73 U.S. P. Q. 518. (A reference to 
decided cases is really unnecessary ; even an inattentive observer must have noticed 
many a “cola” sold on the open market.) But in the Patent Office and Court of 
Customs and Patent Appeals, it seems that no one can register a mark involving 
“cola” over the opposition of The Coca-Cola Company." Thus “Dextra-Cola” 
was successfully opposed in Corn Products Refining Co. v. The Coca-Cola Com- 
pany, 41 U. S. P. Q. 513 and “Rock Spring Kola” in Jacob Ries Bottling Works, 
Inc. v. The Coca-Cola Company, 59 U. S. P. Q. 138. The mere presence of the 
“cola” syllables is sufficient to show that the marks are “confusingly similar.’”” 


1. A possible “exception” is Puerto Rico Distilling Co. v. The Coca-Cola Co., 49 U. S. P. Q. 
660, in which the C. C. P. A. held in a 3-to-2 decision that “Ronricola” for an alcoholic beverage 
was registrable 

2. Does it not seem odd that refusal of registration must come about by opposition? There 
could have been no opposition until the Examiner passed the applicant’s mark to publication. 
There seems to be a double standard within the Patent Office itseli—one standard of registrability 
for an unopposed mark and a different standard for an opposed mark. 
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Yet if a compound “cola” word can be freely used in trade, why should it not 
be registrable? Use should take precedence over registration. What possible 
“damage” can accrue to the opposer from registration of a competitor’s mark, if 
the competitor is free to use the mark in trade? 

It is perhaps too much to expect that the criteria applied by an administrative 
tribunal in respect to registration can be exactly synchronized with the views of 
the courts in infringement cases. But the divergence is now too great. It is the 
purpose of this paper to show that the views of the Court of Customs and Patent 
Appeals are not only out of step with the views of the other Federal courts, but 
are also out of step with practices in industry and trade. The criteria established 
by the C. C. P. A. are generally ignored, and in fact must be ignored, if people are 
to do business. 

A critical examination of the cases decided in the last seventeen years, since the 
C. C. P. A. took over these cases, leads to the conclusion that the present difficulties 
are mainly due to the refusal of the court to consider any evidence as to scope of 
the opposer’s mark. 


The Issue of Scope of the Opposer’s Mark 


In trade-mark infringement cases the courts accept and consider evidence that 
the plaintiff's mark is a weak mark and is entitled to only a limited scope. Pabst 
Brewing Co. v. Decatur Brewing Co. (C. C. A. 7), 284 F. 110; France Milling Co. 
v. Washburn-Crosby Co. (C. C. A. 2), 7 F. (2d) 304. It has been permissible to 
prove trade-mark weakness by introducing prior and contemporary registrations 
and also by general evidence of common use. A summary of the law appears in 
an article by Schechter entitled “The Rational Basis of Trade-Mark Protection” 
in the Harvard Law Review, April 1927. Later citations are Arrow Distilleries, 
Inc. v. Globe Brewing Co. (C. C. A. 4), 48 U. S. P. Q. 157; Dwinell-Wright Co. 
v. National Fruit Product Co. (C. C. A. 1), 60 U.S. P. Q. 304; Mishawaka Rubber 
Co. v. Panther-Panco Rubber Co. (C. C. A. 1), 68 U.S. P. Q. 233. 

But in the Court of Customs and Patent Appeals evidence of weakness of the 
opposer’s mark is unacceptable. Celotex Co. v. Bronston, 9 U. S. P. Q. 355; 
Pepsodent Co. v. Comfort Mfg. Co., 29 U. S. P. Q. 601. 

It was not always so. The Court of Appeals for the District of Columbia had 
always given due weight to commonplace or descriptive portions of the marks. 
Thus in Ansco Photoproducts, Inc. v. Eastman Kodak Co., 19 F. (2d) 720, ““Speed- 
way” was held to be registrable over “Speedex” for identical goods. See also 
Goodall Worsted Co. v. Palm Knitting Co., 10 F. (2d) 1013, involving “Palm 
Beach” and “Palm-Knit” and Booth Fisheries Co. v. Adams, 10 F. (2d) 1007, 
involving diamond-shaped marks. 

The C. C. P. A. took jurisdiction of these appeals under the Act of March 2, 
1929. Shortly thereafter the rule was changed. The change appears to have 
come with Sharpe & Dohme v. Parke, Davis & Co., 4 U. S. P. Q. 181, decided on 
February 21, 1930 and American Fruit Growers, Inc. v. Michigan Fruit Growers, 
Inc., 4 U. S. P. Q. 220, decided on March 19, 1930. In both cases the question of 


commonness of the opposer’s mark was directly presented but the court concluded 
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that the statute did not allow proof of the commonplace character of the opposer’s 
mark. 

A host of other cases in which the doctrine was reaffirmed followed in quick 
succession and have continued to the present time. 

It is interesting to see how the C. C. P. A. originally distinguished its decisions 
from those of its predecessor court. An inkling of the reasoning appears in the 
American Fruit Grower's case at page 222. The court cites Section 5 of the 1905 
Act including that part which reads: 


Provided, That trade-marks which are identical with a registered or known trade- 
mark owned and in use by another and appropriated to merchandise of the same descrip- 
tive properties . . . . shall not be registered. 


Then, referring to the prior decisions of the C. A. D. C., it says: 
. . In none of those cases were the involved trade-marks identical. 


“Those cases” were the Booth Fisheries and Goodall cases, as well as several 
others, in each of which proof of weakness had been received and considered. Let 
us recall that in the Goodall case, ‘“‘Palm-Knit’” was held by the C. A. D. C. to be 
registrable over “Palm Beach,” one important factor being that the opposer was 
not the originator of the use of the word “Palm” in a trade-mark. As the C. C. 
P. A. interprets the Goodall decision, it was proper for the applicant to show such 
non-originality, because ‘‘Palm-Knit” and “Palm Beach” were not identical. 

But neither were the marks “identical” in the American Fruit Growers case. 
It clearly appears from the opinion that the marks differed in many respects, nota- 
bly in the words “‘Michigander” and “Blue Goose.” The chief point of similarity 
was in the representation of a goose, which the applicant tried to prove was com- 
mon-place. The C. C. P. A. refused to consider evidence of commonness, with- 
out, however, specifically finding that the marks were identical. 

Thus, the word “identical” in the statute was used as a pole to vault over the 
decisions of the predecessor court. Then the pole, having served its purpose, ap- 
pears to have been thrown away, since identity is no longer the ground for refus- 
ing to consider evidence of other uses. Time and again, however, the court has 
said that the statute allows no proof of weakness of the opposer’s mark and fre- 
quently cites the American Fruit Growers case in support of that proposition. 

The principal object of any trade-mark inquiry is to determine “similarity,” 
namely, similarity of the marks and similarity of the goods. Similarity is a rela- 
tive term, because there is never a case of absolute identity of both marks and 
goods; a case of such absolute identity would offer no problem. It is always a 
question of degree, and degree can be determined only by a study of all pertinent 
factors, one of which is the relation of the opposer’s mark to all other similar 
marks used in commerce. 

The number of times unsuccessful applicants have knocked on the door of the 
C. C. P. A. to present this argument shows how much vitality there is in the doc- 
trine that an applicant should be allowed to plead weakness of an opposer’s mark. 
Yet, the C. C. P. A. has resolutely set its face against these arguments. Time and 
again the court has expressed the opinion that in an opposition the “validity” of the 
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opposer’s mark is not open to question. This avoids the issue because there is no 
question of validity involved. 

The court has uniformly rebuffed all arguments by saying that there is a dis- 
tinction between the application for registration and the suit for infringement. In 
Trustees for Arch Preserver Shoe Patents v. McCreery, 9 U. S. P. Q. 554, the 
C. C. P. A. recognized that in infringement cases, “the courts take cognizance of 
situations created by numerous uses of resembling marks on similar characters 
of merchandise and, in adjusting the equities, give consideration to such situations.” 
But registration is somehow different because as stated at page 556, “registration is 
controlled solely by the statute.” 

The explanation that the statute permitted no citation of prior marks is not 
satisfying. The statute was the same statute that was construed by the Court of Ap- 
peals of the District of Columbia for many years. And the statute did not spe- 
cifically authorize introduction of evidence of scope in an infringement suit; if 
proof of weakness of a plaintiff's mark is permitted in an infringement suit under 
the statute, proof of weakness in an opposition ought to be permitted under the 
same statute. 

This difference of viewpoint is unsatisfactory to all parties. If an opposer 
succeeds in preventing the registration of a mark to another and later sues for 
infringement, he is disappointed to learn that the decision in the opposition is not 
res adjudicata but is only persuasive. An applicant who has been defeated in an 
opposition is never too sure how “persuasive” the adverse decision may turn out to 
be. If he continues to use the mark he goes into court with at least one strike on 
him. And the public gets no benefit—what possible difference can it make to the 
public to deny registration to a mark that continues in actual use? 

A search has been made for cases in which there have been an opposition sus- 
tained by the Patent Office or the C. C. P. A., and a suit for infringement between 
the same parties and involving the same marks. The search was limited to cases 
in which the Patent Office or C. C. P. A. refused to consider commonness of the 
opposer’s mark but the court in the infringement suit accepted such evidence. It 
might be supposed that a number of such cases could be found. Oddly enough, 
only four have been found; namely, Solventol Chemical Products, Inc. v. Lang- 
field (C. C. A. 6), 57 U.S. P. Q. 210; Van Camp Sea Food Co. v. Westgate Sea 
Products Co.,9 U.S. P. Q. 417; Van Camp Sea Food Co. v. The Alex B. Stewart 
Orgs.,9 U.S. P. Q. 541; and Mishawaka v. Panther, 68 U.S. P. Q. 233. 

The Solventol case was a suit under R. S. 4915 in which the applicant, defeated 
before the Commissioner, asked for registration. The opposer counterclaimed for 
infringement. The marks were “Solventol” and “Solvite.” The Circuit Court of 
Appeals completely overturned the Patent Office and not only ordered registration 
of the applicant’s mark, but decreed no infringement. 

In the Mishawaka litigation the applicant used the name “Panco” in a large red 
background. The opposer used a small bare red circle. The Commissioner sus- 
tained the opposition and refused to consider evidence of weakness of the opposer’s 
mark, 25 U. S. P. Q. 496. In the later infringement suit the First Circuit Court 
of Appeals held there was no infringement. 
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The’ same situation, but reversed as to order of events, arose in the Van Camp 

cases. In each case, the opposer (Van Camp) had previously sued the applicant 
for infringement. The Ninth Circuit Court of Appeals had held that “Breast 
O’Chicken” did not infringe “Chicken of the Sea” in the Westgate case, 28 F. (2d) 
957 ; and the District Court (S. D. Calif.) had held in an unreported decision that 
“White Chicken” was not an infringement of “Chicken of the Sea.” When the 
successful defendants later endeavored to register their marks, however, they were 
opposed by Van Camp. The C. C. P. A., in the decisions above noted, held that 
the proceedings were different and that the adjudication of the issue of the in- 
fringement did not determine the right of registration. The oppositions were sus- 
tained.* It is interesting to note that the court itself failed to draw a clear line be- 
tween use and registration; the concluding paragraph of Van Camp v. Westgate 
opinion says: 
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. . it would seem to be clear that the use by appellee of its trade-mark concurrently 
; with the use by appellant of its trade-mark would cause confusion in the mind of the 

public and would result in appellee trading on appellant’s good will and popularity .... 
(Italics supplied. ) 





Thus, registration was denied to the applicant because his mark infringed; this 
decision is therefore exactly contrary to the prior adjudication of the Ninth Cir- 
cuit Court of Appeals on that identical issue. 

Therefore, in the four cases involving the same parties, the same issues and the 
same statute, the Patent Office and the C. C. P. A. are in complete conflict with 
the Circuit Courts of Appeals. The conflict is irreconcilable and cannot be re- 
solved by invoking a double standard for use and registration. 








The Theory of Infinite Choice 


One statement repeatedly made in support of the rigid rule of the C. C. P. A. is 
that there are plenty of marks from which to choose, and there is no need for the 
newcomer to come close to any other mark. One expression of this reason is given 
in Van Camp v. Stewart, supra: 








There is no such poverty of words in the language of commercial men as to require 
the selection of a term as a trade-mark which confuses the public and invades property 
rights (9 U. S. P. Q. at 544). 










If it were true that a newcomer had an infinite field from which to choose, he 
certainly would not be justified in taking a mark that had even a remote resemblance 
to another’s mark. But it is simply not true. Anyone who has practiced trade- 
mark law knows how difficult it is to find a really new, original and satisfactory 
mark. It would almost seem that the vast number of contested cases in the C. C. 
P. A. and Patent Office, involving applicants of unquestioned integrity and reputa- 





3. In a few cases, one of which also involves “Chicken of the Sea” (Franco-Italian Corp. v. 
Van Camp, 61 U. S. P. Q. 369), the C. C. P. A. seems to take some cognizance of the common- 
place character of a syllable or portion of a mark. See also Younghusband v. Kurlash, 36 U. S. 
P. Q. 323. These cases are clearly irreconcilable with the host of other cases decided by the 
C.C. P. A. Certainly “Starlash” and “Kurlash” are as “identical” as “Celotex” and “Flametex.” 
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tion, would convince those tribunals that not all of them are seeking to ‘confuse 
the public and invade the property rights of others. Yet the only recognition of 
that point found in the reported Patent Office cases of recent years is by Asst. 
Commissioner Spencer in Ashland Refining Co. v. United Collieries, Inc., 20 U. S. 
P.Q. 171. He says (page 174): 


There is a practical objection to the practice of extending trade-mark protection too 
freely. It is extremely difficult today to adopt a mark that is new. Applicants for trade- 
mark registrations are constantly disappointed to find that marks that they believed to 
be new with them were already old and well-known. Over 300,000 trade-marks are reg- 
istered in the United States Patent Office and it has been estimated that only one out of 
five in actual use is registered. This would mean that over a million and a half trade- 
marks are in use today, approximately three times as many as there are words in the Eng- 
lish language. In view of rapidly advancing economic conditions care must be taken not 
to give to a trade-mark an exaggerated scope of protection. It is necessary to pursue a 
course which, although fair to the old user, is not unfair to the newcomer. 





A really good trade-mark monopoly may go to a person who has enough in- 
genuity to invent a name like “Kodak,” and has the courage to build his business on 
it. But such marks are few and far between; not only have distinctive syllables 
and words been largely used up, but most business men want to use something more 
common-place, perhaps even on the verge of descriptiveness. There is no object 
to such marks. They serve their purpose well enough. The purchasing public 
seems to have the ability to accord each mark its proper place in the scheme of 
things. The mental act of scoping is automatic, whether we are dealing with trade- 
marks, proper names or other things. We think or speak of Smith, John Smith, 
John W. Smith, or Smith the undertaker, depending on our estimate of how much 
particularity is needed to distinguish from all other Smiths. Even with so promi- 
nent and relatively rare a name as Roosevelt, we frequently have to use other identi- 
fying characteristics: F. D., T. R., Franklin, Jr., etc. Similarly, when we know 
that there are several colas on the market, it is easy enough to distinguish among 
“Coca-Cola,” “Pepsi-Cola,” “Royal Crown Cola,” etc.* 

We might as well accept the fact that every business man cannot have a strong, 
distinctive, fanciful mark. Most marks are weak, and necessarily so, because in 
spite of the pronouncements of the C. C. P. A., there is “a poverty of words in the 
language of commercial men” that requires them to use marks which frequently 
present only slight variations over other marks in name, color and design. A real- 
istic approach is essential to enable people to carry on an enormous number of 
businesses with an insufficient number of names. 




















Actual Use of Marks in Trade 


It is one thing for a tribunal to adjudicate abstract questions of “identity” of 
marks and “similarity” of goods. It is quite another thing to see how closely the 

















4. Needless to say, the question of scope (i.e., strength or weakness of the plaintiff’s or op- 
poser’s mark) is bound up with the other two questions of similarity of the goods and similarity 
of the marks. All three questions are interrelated, and no one of them can be intelligently de- 
cided without consideration of the other two. See Dwinell-Wirght Co. v. National Fruit Product 
Co., 60 U. S. P. Q. 304, 308, C. C. A. 1. As stated in that case, quoting Mr. Justice Holmes, 
“Tt is a fallacy to break the fagot stick by stick.” 
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arbitrary pronouncements of such a tribunal are followed in the marts of trade. 

An interesting and instructive half-hour can be spent with a copy of a general 
catalog of an industry. Take, for example, the American Druggist Blue Book for 
1946, listing practically all pharmaceuticals by name. Compare some of these with 
decisions of the C. C. P. A. and see how the pronouncements of that court accord 
with practices in the industry. 

In Thymo Borine Lab. v. Winthrop Chem. Co., 69 U.S. P. Q. 512, “Thy-Rin” 
for mouth wash was held deceptively similar to “Thyractin” for a thyroid extract 
preparation for treatment of goiter, obesity and kindred ailments. But the Blue 
Book shows that the following are actually offered for sale: 


T HYROBEX International Chem. Labs. 
T HYRACOID Reed & Carnvick 
THYRAMINE F. H. J. Labs. 

THYRIN Western Research Labs. 


In McKesson & Robbins v. American Foundation, 66 U. S. P. Q. 252, “Cy- 
tamin” and “Dent-a-Min” were held similar (the suffix “amin” is supposed to 
represent a vitamin preparation). But note in the Blue Book: 


ALFABETAMIN Geo. A. Breon Co. 

Da-VAMIN Abbot Laboratories 

Octo-Mins American Chemical Co. 

PENTAMIN Buffington’s Inc. 

BEVIMIN Loeser Laboratories 

BETHIAMIN S. E. Massengill Co. 

PLENAMINS United Drug Co. (not in Blue Book) 


In Parke, Davis & Co. v. Harvey, 60 U. S. P. Q. 572, “Digiseals” was held 
confusingly similar to ‘““Kapseals Digifortis” by the C. C. P. A. Both are digitalis 
preparations. But in spite of the opposition, both of the products are advertised 
in the Blue Book, as well as such digitalis preparations as Digifolin and Digicotin 
of Ciba Pharmaceutical Products, Inc. 

In Campbell Products Co. v. Wyeth, 62 U. S. P. Q. 302 “Alutropin” for a 
mouth-administered ulcer treatment was held similar to “Alulotion” for treatment 
of skin disease. Both of these are advertised in the Blue Book, which shows a 
large number of “Alu” derivatives, including : 


ALUCAPHEN Kennedy Products 
ALUKALIN Maltbie Chemical Co. 
ALUPINAL Maltbie Chemical Co. 


In this last case, the court expresses a reason for special vigilance when drugs 
are involved, because where “careless use is dangerous, greater care should be 
taken in the use and registration of trade-marks to assure that no harmful con- 
fusion results.” Prevention of careless use of drugs is a laudable end; the extent 
to which the attitude of the court has been successful in achieving it may perhaps 
be estimated from the Blue Book. 

The foregoing quotation might lead to the conclusion that the court has special 
rules for pharmaceuticals. That is not the case; the same attitude prevails for any 
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goods. The “cola” situation has already been mentioned. A brief mention may 
also be made of the Celotex cases. Thus, we find the following oppositions sus- 
tained : 


“Celotex” v. “Flametex” U. Sy FG. 

“Celotex” v. “Opal-Tex” 9U.S. PF. 
“Celotex” v. “Fir-Tex” 9 VU. §-P.@ 

But “Fir-Tex” is still in use, as shown by Thomas’ Register for 1946, as are also 
Tex-Rock, Rubatex, Tex-Foam, and possibly many other “Tex” derivatives, all 
for structural insulating materials. 

In J. S. Ivins’ Co. v. Lamont Corliss & Co., 72 U.S. P. Q. 120, the goods were 
cookies and the marks were “Toll House” for the opposer and “Gate House”’ for 
the applicant. The same applicant’s mark “Gate House” was involved in another 
opposition in which the opposer’s mark was “Town House,” J. S. Ivins’ Co. v. 
United Biscuit Co., 72 U.S. P. Q. 121. These decisions sustaining the oppositions 
were handed down on the same day by the C. C. P. A. The fact that the marks of 
the two opposers bore more resemblance to each other than to the applicant’s mark 
was apparently of no significance to the court, but it bears out the thesis here pre- 
sented. A short search of registered marks shows registrations of Health House, 
Kent House, House Guest and White House, for foods including crackers, biscuits, 
or cake, and all registered prior to the date of April 10, 1940, alleged for first 
use of “Toll House.” 

Instances of this kind might be multiplied indefinitely. Take any common word 
or syllable, like “Speed” for example, and see how many formatives of that word 
can be found in Thomas’ Register. Many of the words will be found to have been 
registered. Some perhaps will be words that have been presented for registration 
and opposed by one of the more zealous “first users.” But there they are in the 
catalog, living side by side in harmony and with no trace of the scars of the Patent 
Office conflict. 

The randomness with which many oppositions are brought is striking. A trade- 
mark owner will sometimes oppose a mark that is quite different from his own, al- 
though ignoring others that are much closer. If one were to oppose all he could, 
he would certainly have to take arms against a sea of troubles. 

The paucity of cases in which a successful opposition has been followed up is 
truly amazing. When one considers all of the oppositions that have been sustained 
by the Patent Office and by the C. C. P. A. and then sees how many of the de- 
feated applicants continue to use their marks, apparently without molestation, he 
is led to wonder what the shooting was about. Evidently the successful opposer 
does not care to go into full-dress litigation where the validity or scope of his mark 
may be attacked. And one is led to wonder, too, why an applicant defeated before 
the Commissioner will appeal to the C. C. P. A. when he might expect more favor- 
able treatment in a 4915 suit, as Solventol v. Langfield, 57 U. S. P. Q. 210, and a 
few other cases show. Of course, a 4915 suit will usually provoke a counterclaim 
for infringement, and perhaps the applicant prefers not to face the issue squarely. 
Both the opposer and the opposed are willing to play, but not for keeps. 
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The Lanham Act 


The C. C. P. A. seems to have dug itself into a hole from which it has been un- 
able or unwilling to climb out. it has contented itself with setting up standards 
that may look all right on paper, but are unattainable in any real world. Unfortu- 
nately, the Court in its handling of patent and trade-mark cases since 1929, has 
shown an extreme degree of consistency. It has rarely overruled itself, though 
it has stood resolutely against its sister court, the Court of Appeals of the District 
of Columbia® and all other Federal courts. Its viewpoint is unique.® 

The question is, will the conditions be any different under the Act of 1946? 
Or will oppositions be treated in the same unreal manner? 

The actual terms of the new act do not give much hope of change. The opposi- 
tion section (Sec. 13) is substantially identical with the opposition section (last 
part of Sec. 6) of the Act of 1905. Furthermore, so far as the general definition 
of registrable marks enters into the question, there does not appear to be any such 
difference between Sec. 2 of the new act and Sec. 5 of the old act as to impose a 
different viewpoint. 

On the other hand, there is a rather special provision in Sec. 2 (d) of the new 
act which provides for “concurrent registrations” in a case “when a court has finally 
determined that more than one person is entitled to use the same or similar marks in 
commerce.” This would presumably take the sting out of cases like Van Camp v. 
Westgate, supra (9 U. S. P. Q. 417), bnt that particular situation probably does 
not arise frequently enough to be of primary importance. 

Sections 18 and 19 of the new act may have a bearing. They read as follows: 


18. In such proceedings [interference, opposition, etc. referred to in Sec. 17] the Com- 
missioner may refuse to register the opposed mark, may cancel or restrict the registration 
of a registered mark, or may refuse to register any or all of several interfering marks, or 
may register the mark or marks for the person or persons entitled thereto, as the rights of 
the parties hereunder may be established in the proceedings: . . 


19. In all inter partes proceedings equitable principles of laches, estoppel, and asquies- 
cence, where applicable may be considered and applied . 


These sections must await judicial interpretation, but a few comments may be 
in order here. Sec. 18 differs from the old law in that it may give the Commissioner 
authority to cancel or restrict even an opposer’s mark. The C. C. P. A. may con- 
sider that the term “restrict” now authorizes the applicant to cast aspersions of 
weakness on the opposer’s mark; on the other hand the court could hold the only 
restriction authorized by the statute is that arising in cases of “concurrent registra- 
tion.” 

As for Sec. 19, it is not phrased to include all equitable principles, but only the 
principles of laches, estoppel and acquiescence. These seem to have little direct 





5. See Hygienic v. Coe (C. A. D. C.), 29 U. S. P. Q. 458, 462, which holds that an applicant 
may use evidence of numerous other registrations to support his own application. This was a 
4915 suit, decided long after the C. C. P. A. took over direct appeals from the Patent Office. 

6. Let the proponents of a single court of special jurisdiction for patent appeals ponder on 
the future of the system if the chosen court insists on straitjacketing itself. 
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bearing on the question of trade-mark weakness, although the court might feel that 
they give a handle with which to work.’ 

Another factor is the bearing of the “incontestability” feature. Under the Act 
of 1905 an opposer’s registration was inviolable ; will it become even more so when 
it has acquired statutory incontestability under the new act? Of course, even an 
incontestable mark should be subject to scrutiny as to its scope, just as a licensee 
may attack the scope of a patent under which he is licensed, even though he may 
not contest its validity. 

The only conclusion that can be reached is no conclusion at all. The court can 
go either way. In the absence of specific directions in the statute the court may 
take the view that it is not warranted in overthrowing the imposing body of prec- 
edents that it has built up in the last seventeen years. It is this writer’s opinion 
that the unsatisfactory operation of the Act of 1905 was due in no small measure 
to the rigid interpretation forced upon it by the Court of Customs and Patent 
Appeals. An equally rigid interpretation will likewise hobble the Act of 1946. 

On the other hand, the general spirit and intent of the act may point the way 
to a change of attitude. As stated in various Committee reports (¢.g., Senate Re- 
port 1303, December 4, 1944) the act seeks to accomplish, among other things: 


3. To modernize the trade-mark statutes so that they will conform to legitimate pres- 
ent-day business practice. 


4. To remedy constructions of the present acts which have in several instances ob- 
scured and perverted their original purpose. . . . 


While the foregoing part of the report was not concerned with the particular 
subject under discussion here, it will be impossible to make the statute conform to 
legitimate present-day business practice unless the rule is changed. It is therefore 
not improbable that the court may recognize the unreality of the present situation 
and will welcome the Lanham Act as a new broom to sweep away its unfortunate 
precedents. The first decisions of the court under the new act will reveal whether 


or not registration is going to be allowed to operate in harmony with the realities 
of trade. 


7. A study of the records of Congressional Committee hearings and reports fails to give any 
substantial clue of legislative purpose in respect to any questions here presented. For those 
interested, attention is directed to the following records of the House Committee on Patents, 
Subcommittee on Trade-Marks: 


Hearings on H. R. 9041, 75th Cong., Mar. 15, 16, 17, 18, 1938. Page 177, brief discussion 
of Sec. 18. 


Hearings on H. R. 102, H. R. 5461, and S. 895, 77th Cong., Nov. 4, 12, 13, 14, 1941; pages 
151, 201, 202, discussion of Sec. 19; pages 113, 165, 166, discussion of “combination” marks, that 
is, a mark one part of which consists of a descriptive term. 
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DECISION OF THE COMPTROLLER GENERAL UNDER 
LANHAM ACT 


Comptroller General of the United States 
Washington 
B-65661 September 9, 1947 


The Honorable, 
The Secretary of Commerce. 


My dear Mr. Secretary: 


Reference is made to your letter of July 28, 1947, as follows: 


Your decision is requested on a question which has arisen in the Patent Office in the 
administration of the new Trade-Mark Act (Public Law 489, 79th Congress, 2nd Session) 
which became effective on July 5, 1947. 

Generally stated the new law applies to applications for registration filed on or after 
July 5, 1947 and, with certain exceptions, repeals the old law as of that date. 

Sections 46(a) and 47(a) of the new law, which are pertinent to the question on which 
the advice is sought, read in part as follows: 

“Sec. 46. (a) This Act shall be in force and take effect one year from its enactment, 
but except as otherwise herein specifically provided shall not affect any suit, proceeding, 
or appeal then pending. All Acts and parts of Acts inconsistent herewith are hereby re- 
pealed effective one year from the enactment hereof, including the following Acts insofar 
as they are inconsistent herewith; . . . . the Act of February 20, 1905 (U. S. C., title 
15, secs. 81 to 109, inclusive) . . . .; the Act of March 19, 1920 (U. S. C., title 15, secs. 
121 to 128, inclusive)... . 

“Sec. 47. (a) All applications for registration pending in the Patent Office at the 
effective date of this Act may be amended, if practicable, to bring them under the pro- 
visions of this Act. The prosecution of such applications so amended and the grant of 
registrations thereon shall be proceeded with in accordance with the provisions of this Act. 
If such amendments are not made, the prosecution of said applications shall be proceeded 
with and registrations thereon granted in accordance with the Acts under which said 
applications were filed, and said Acts are hereby continued in force to this extent and for 
this purpose only, notwithstanding the foregoing general repeal thereof.” 

Both the old law and the new provide for the filing of oppositions to applications for 
registration and for filing appeals to the Commissioner from decisions of the examiner in 
charge of the registration of trade-marks and the examiner in charge of interference. Un- 
der the old law (15 U. S. C., Sec. 94) the fee for filing an opposition is $10.00 and the fee 
for filing an appeal is $15.00. Under the new law (Sec. 31) these fees are $25.00 in both 
cases. 

The question on which it is desired to have your opinion is this: 

What fees should be required for oppositions and appeals filed on or after July 5, 1947, 
in respect to an application filed before and still pending on that date, which application 
has not been amended under Section 47(a) to bring it under the provisions of the new law? 

The clause of Section 47(a) relating to applications which have not been amended to 
bring them under the provisions of the new law might be interpreted to mean that the fees 
for filing oppositions or appeals to the Commissioner remain at $10.00 and $15.00, respec- 
tively, as provided by the old law (U. S. C., title 15, sec. 94). If the term “prosecution 
of said applications” embraces the payment of the fees imposed upon the filing of opposi- 
tions or appeals, apparently the old fees would be applicable. 

On the other hand, if the term “prosecution” used in Section 47(a) be interpreted as 
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not covering the payment of fees, the clause stating that the old law is “continued in force 
to this extent and for this purpose only,’ together with the repealing provisions of Section 
46(a), would require the conclusion that the schedule of fees set out in Section 31 of the 
1946 Act is effective in every case where the fee is paid on or after July 5, 1947. 

In view of the very specific saving clause, “to this extent and for this purpose only,” 
and the repealing provision of Sec. 46(a) expressly mentioning “parts of Acts,” a tenable 
argument can be made that only the substantive acts of prosecution, and not the fees, pre- 
scribed by the old law are applicable to applications filed under the old law and not 
brought under the new law by amendment. 

In view of the serious financial and legal consequences if the law were not properly 
interpreted, it is thought proper to ask in advance for your opinion. 

Reference may be had to your opinion of May 5, 1947, B-65661, on a related question. 


There has not been found in the legislative history of the said Trade-Mark Act 
of July 5, 1946, 60 Stat. 427, anything which appears helpful in deciding the ques- 
tion presented. However, since section 47 (a) of the act provides that applications 
which have not been amended to bring them under the provisions of the new act 
shall be proceeded with and registrations thereon granted in accordance with the 
acts under which said applications were filed, it reasonably may be concluded that 
such provision contemplates the filing of oppositions or appeals and the payment of 
fees therefor as provided for in the old law. Moreover, the words “prosecution of 
said applications” clearly would include the filing of an appeal by an applicant, and 
there is not perceived any logical basis for differentiating between the filing of such 
appeal by an applicant and the filing of an opposition or appeal by an opposing party 
within the meaning of that part of the statute authorizing the proceeding with ap- 
plications under the old law, if such applications have not been amended to bring 
them under the provisions of the new act. 

Accordingly, you are advised that the fees to be coliected in proceedings on un- 
amended applications under the circumstances indicated in the question submitted 
in your letter are the fees specified in the old law. 


Respectfully, 
/s/ Frank L. YArtEs, 
Acting Comptroller General 
of the United States. 
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PART II 


GENERAL FINANCE LOAN CO., Et aL. v. GENERAL LOAN CO. 
No. 13495—C. C. A. 8—October 7, 1947 


CouRTS—FEDERAL APPELLATE PROCEDURE—GENERAL 
Points not briefed and argued in civil case, generally will be regarded as abandoned and 
requiring no consideration by federal appellate court. However, court has discretion to con- 


sider plain errors apparent on face of record to avoid miscarriage of justice or where issue 
is one of public concern. 


UNFAIR COMPETITION AND UNFAIR TRADING—PROOF—GENERAL 
Strict rules of early English and American cases, requiring proof of direct competition in 
identical business fields have been relaxed. Under present general rule, there can be action- 
able unfair trading although the businesses are not competitive. 
Plaintiff is not required to allege and prove actual confusion or deception, but only such 
similarity of names with other facts as to show that confusion is likely to result. 
TRADE-N AMES—Worps CAPABLE OF ACQUIRING SECONDARY MEANING—PARTICULAR INSTANCES 
The word “General” held capable of acquiring secondary meaning when used as part of 
trade-name, so as to sustain injunction against its use in same capacity by later competitor in 
same territory. 


TRADE-NAMES—SCOPE OF INJUNCTIVE RELIEF—PARTICULAR INSTANCES 
Decree restraining defendants from using the word “General” or any name identical with 
or similar to or in imitation thereof in their official titles and in the conduct of their loan 
businesses in the City of St. Louis and in the State of Missouri, held proper. 


Appeal from Eastern District of Missouri. 

Suit by General Loan Company against General Finance Loan Company and 
General Finance Corporation for unfair competition. Defendants appeal from 
decree granting injunction. Affirmed. 


Donald Gunn, St. Louis, Mo. (Mark D. Eagleton, St. Louis, Mo., and Barrett, 
Barrett, Costello & Barrett and Wendell H. Shanner, both of Chicago, IIL, on 
the brief) for appellants. 

Roland F. O’Bryen, St. Louis, Mo. (Fred L. Williams and Robert F. Schlafly, both 
of St. Louis, Mo., and Charles S. Baumgarten on the brief) for appellee. 


Before SANBORN, THOMAS and JOHNSEN, Circuit Judges. 
Tuomas, C. J.: 


This is an appeal by the defendants from a judgment and decree for the plaintiff 
permanently enjoining defendants, their officers, agents, servants, employees, 
privies, successors and assigns from using the word ‘General’ or any name identi- 
cal with or similar to or in imitation thereof in their official titles and in the conduct 
of their businesses in the city of St. Louis and in the state of Missouri. All the 
parties are engaged in the loan business in Missouri, and the judgment is predicated 
upon a finding of unfair competition in the defendants’ use of the word “General” 
in their corporate names. 

The evidentiary facts are not in dispute. 
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The plaintiff-appellee, General Loan Company, was incorporated under the laws 
of Indiana on June 15, 1927, as a wholly owned subsidiary of the American Loan 
Company, a corporation which had been in the loan business many years. The 
plaintiff was authorized to do a small loan business, that is to make loans of not 
more than $300, in Missouri on July 25, 1927, and ever since has been engaged in 
that business in St. Louis and surrounding territory. The plaintiff was the only 
company using the word “General” in its corporate name and engaged in the loan 
business in that territory until the defendants entered the field in March, 1945. 
From January 1, 1928, until December 31, 1945, plaintiff had paid out for adver- 
tising more than $185,000, or over $10,000 a year. It advertised in newspapers, 
magazines, by radio, direct mail, bill boards, street cars, post cards and telephone 
and city directories. Its customers’ mailing list contained more than 2,500 names. 
In its advertising prominence was given to the word “General.” Its paid-up capital 
stock and surplus were $166,000. With nearly 8,500 customers a year it made 
approximately 15,000 loans aggregating $1,000,000, or an average of about $140 
each. 

The defendant-appellant, General Finance Corporation, was incorporated under 
the laws of Michigan on May 12, 1933, and was authorized to do business in Missouri 
on February 18, 1944. Since March 15, 1945, it has been engaged in the general 
loan and discount business in St. Louis. Its subsidiary, the defendant-appellant, 
General Finance Loan Company, was incorporated under the laws of Delaware 
October 5, 1940; was licensed to do a small loan business in Missouri, December 16, 
1944, and since March 15, 1945, has been engaged in that business in St. Louis. 
Both defendants do business at the same address in St. Louis. There they have 
carried on by various means, jointly and separately, extensive advertising, in all of 
which prominence has been given to the word “General.” The capital of General 
Finance Corporation is $22,000,000; the capital of General Finance Loan Company 
is not shown in the record. 

On March 4, 1945, the plaintiff General Loan Company, through its attorney, 
sent the defendant General Finance Corporation a letter saying that plaintiff had been 
operating a small loan business in St. Louis since 1927; that it had built up a good 
reputation for fair dealings ; that because of its established business under the name 
of General Loan Company it had a right to the use of that name and a right not to 
have other companies use a similar name in the same type of business ; that the ad- 
vertising of defendant was confusing the public; and it demanded that defendant 
cease and desist from using a similar name. On June 9, 1945, the defendant, through 
its attorney, answered declining to make any adjustment in its name. 

Plaintiff filed its petition on September 12, 1945, and defendants filed their joint 
answer thereto on December 6, 1945. 

In their brief appellants set out eleven “Points Relied Upon and Intended to be 
Urged.” However, under their “Statement of Points to be Argued and Authorities” 
they set out and discuss but three points. Our Rule 11 (b) Fifth requires that the 
printed brief contain “A concise statement of each point to be argued, with a com- 
plete list of all cases and statutes referred to in the argument covering the point.”’ 
It has long been a rule of federal appellate courts that points not briefed and argued 
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in a civil case will generally be regarded as abandoned, requiring no consideration 
on appeal. American Ins. Co. v. Scheufler, 8 Cir., 129 F. 2d 143, 145, cert. den., 
317 U. S. 687, pet. for rehearing den., 317 U. S. 712; Brown Sheet Iron & Steel Co. 
v. Maple Leaf Oil & Refining Co., 8 Cir., 66 F. 2d 787; Whiting v. United States 
Bank, 38 U.S. 5,13; /. T. S. Rubber Co. v. Essex Rubber Co., 272 U. S. 429, 432; 
Eastman Kodak Co. v. Southern Photo Materials Co., 273 U.S. 359, 369. 

We may, however, in our discretion, consider a plain error apparent on the face 
of the record for the purpose of avoiding a manifest miscarriage of justice, or where 
the issue raised is one of public concern, even in a civil case, Kincade v. Mikles, 8 
Cir., 144 F. 2d 784; National Aluminate Corporation v. Permutit Co., 8 Cir., 144 
F. 2d 93. 

Under the last stated rule one only of the Points relied upon, but not argued, 
merits our attention. Point VI reads: 


The court erred in failing to find, make, and enter a Finding of Fact to the effect that 
the appellant General Finance Corporation is not in the same business as the appellee, is 
not a competitor of the appellee and does not operate in the same field as the appellee and 
therefore is not subject to restraint in the use of the word “General”’ in its title. 


But the court did find that 


The businesses conducted by the plaintiff and defendants are so similar that there has 
been, and there is a likelihood to be, a confusion by the public, the trade, customers or pro- 
spective customers as to the parties using said name “General” in the loan and discount 
business, to the detriment of the plaintiff. 


And the court concluded 


Although the business of plaintiff and defendant, General Finance Corporation, may 
not directly enter into competition, nevertheless plaintiff is entitled to relief as there is a 
probability of interference and a probability that persons will be deceived by said defend- 
ants’ continued use of the name in the loan and discount business. 


It is true that under the early English and American cases absence of direct 
competition in the same identical field of business was a good defense to a charge of 
unfair competition. But in this country that rule has been progressively relaxed in 
many jurisdictions in suits to enjoin unfair competition. 52 Am. Jur., Trade-Marks, 
Trade-Names, etc., §§ 97, 142; Lady Esther, Ltd. v. Lady Esther Corset Shoppe, 
Inc., 317 Ill. App. 451, 46 N. E. 2d 165, 148 A. L. R. 6; Aunt Jemima Mills Co. 
v. Rigney & Co., 2 Cir., 247 F. 407, L. R. A. 1918C, 1039; British-American 
Tobacco Co., Ltd. v. British-American Cigar Stores Co., 2 Cir., 211 F. 933. As 
pointed out hereinafter, this case is controlled by Missouri law, and we must look 
to the decisions of the Missouri courts to determine this issue. Since the point is 
not argued no Missouri authority has been cited, and we have found none in point. 
But see National Telephone Directory Co. v. Dawson Mfg. Co., 214 Mo. App. 683, 
263 S. W. 483, cited, quoted and commented upon by this court in Hanson, et al. v. 
Triangle Publications, Inc., 8 Cir., F. 2d (decided August 15, 1947) [37 T.-M. 
Rep. 645]. We there said: 


. there can be unfair competition although ‘the businesses involved are not directly 
competitive. Under present general law, the use of another’s mark or name, even in a 
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non-competitive field, where the object of the user is to trade on the other’s reputation and 
good will, or where that necessarily will be the result, may constitute unfair competition. 
(Citing authorities. ) 


In view of the situation presented here we must regard the point as abandoned 
or that the parties concede that Missouri law is consistent with the cases cited supra. 

The points argued by appellants to obtain a reversal are: 

1. That the evidence does not support the finding and conclusion of the court 
that any actual confusion either resulted or was likely to result from the use by 
appellants of the word “General” in their respective names ; 

2. That the name “General” is of a type which can not acquire a secondary 
meaning and thus become the property of any business corporation ; and 

3. That the evidence does not support the finding and conclusion of the court 
that the name “General” had acquired a secondary meaning, thus so identifying it 
with the appellee as to give to the appellee a right to its exclusive use. 

Appellants’ first contention is without merit. Jurisdiction of the federal courts 
results from the diversity of citizenship of the parties and the amount involved. 
Concededly the law of Missouri applies. Erie R. Co. v. Tompkins, 304 U. S. 64. 
The ultimate question is not, therefore, whether the evidence shows actual confu- 
sion but whether confusion is likely to result in the use of similar corporate names 
of parties engaged in kindred businesses in the same territory, or whether the names 
of the defendants are so distinguished from that of the plaintiff as to prevent any 
probable confusion. Furniture Hospital v. Dorfman, 179 Mo. App. 302, 166 S. W. 
861, 863. The question of confusion is one of fact, but it is not incumbent upon 
the plaintiff to allege and prove actual confusion or deception, but only such simi- 
larity of names with other facts and circumstances as to show that confusion may 
result. Supreme L. of the W., L. O. of M. v. Paramount P. O. of M., 224 Mo. 
App. 276, 26 S. W. 2d 826; Mary Muffet, Inc. v. Smelansky, Mo. App., 158 S. W. 
2d 168. The evidence supports the findings of both actual and probable confusion. 

Appellants’ second and third contentions assail the findings of the court relat- 
ing to the word “General” occurring in the names of all the parties. 

Appellants first say that the word “General” can not acquire a secondary mean- 
ing ; that it belongs to that class of words known as publici juris which are open to 
use by all persons. The rule is thus stated in Furniture Hospital v. Dorfman, 179 
Mo. App. 302, 166 S. W. 861: 


. names which are descriptive terms of the business and generic in their nature are 
not capable of being appropriated by any one . . . . there can be no unfair competition in 
the use of such terms. For instance, no one could appropriate the name “Swedish Snuff 
Store,” or “Felt Hat Store,” “Law Book Store,” “Divinity Book Store,” or any such name 
as would simply notify the public that a particular class of business or merchandise was 
carried or kept there. 


Clearly the word “General” does not belong to this class of words. 

Even though the word “General” should be regarded as a descriptive word it 
may acquire a secondary meaning when used as a part of the name of a business so 
as to sustain an injunction against its use in the same capacity by a later competitor 
in the same territory. Much of the discussion of the Missouri Court in the case of 
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Empire Trust Co. v. Empire Finance Corporation, Mo. App., 41 S. W. 2d 847, is 
applicable to the instant case. In that case the Empire Trust Co., a corporation, had 
been engaged in buying and selling commercial paper for several years in the city 
of St. Joseph, Missouri, when the Empire Finance Corporation entered the same 
city as a competitor. The Trust Company brought suit to enjoin the Finance Cor- 
poration from using the word “Empire” in its corporate name. Judgment for the 
plaintiff was entered as prayed and the defendant appealed. In affirming the decree 
of injunction the Court, among other things, said: 


It is true the name of the defendant is not identically the name of the plaintiff; but, 
looking to the allegations of the petition, we find that the word “Empire” is the distinguish- 
ing feature in the name of plaintiff and, also, in the name of defendant; that each of them 
is located in the same city; that before the organization of defendant company the plaintiff 
had been engaged ‘in business for many years, had built up a large and lucrative business 
in that city and in the surrounding territory, and enjoyed the confidence and trust of the 
people of said community; that its business had been advertised in that locality for many 
years, and that it was known as a company engaged in the business of purchasing, holding, 
dealing in, and selling notes and other negotiable securities, and that the public had come 
to know and in many instances to speak of plaintiff as “the Empire; . . . . 

. . . . We have not been cited to any case, nor have we found one where, upon a simi- 
lar state of facts, relief, such as here sought, has been denied. 


The similarity of the present case and the Empire Trust case is obvious. In 
this case the word “General” is the dominant first word in the name of each of the 
three corporations. All are located in the city of St. Louis and are engaged in the 
same general type of business. For eighteen years before the defendants began 
business there the plaintiff was engaged in the loan business in St. Louis. During 
that time plaintiff had built up a large and lucrative business. Large sums had been 
spent annually in advertising its business. The word “General” was emphasized in 
all of its advertising. When defendants entered the city they likewise emphasized 
the word “General” in their advertising, as “When you need extra money, see GEN- 
ERAL.. . . You can get any amount, from $25 to $1500 at GENERAL . 
GENERAL has located its new, modern and spacious office in the heart of St. 
Louis’ business district—second floor, 315 North 7th Street, . . . .”” where both 
defendants had their offices. The evidence showed some instances of actual con- 
fusion as a result of the similarity of names and the character of their advertising. 
The court found, and the evidence supports the findings, that ‘‘ Plaintiff, through 
its advertising and long course of dealings, has built up a large and lucrative busi- 
ness and has so identified the word ‘General’ with itself in connection with the small 
loan business in St. Louis and surrounding territory as to give it a secondary mean- 
ing as applied thereto and especially in the type of business in which it is engaged” ; 
. that “Plaintiff was the first one to use the word ‘General’ in the state, of 
Missouri as a part of its official name in conducting this type of business” ; that de- 
fendants have been advertising and publicizing the word ‘‘General” since they have 
been in business in the state ; that there have been cases of actual confusion as a re- 
sult thereof and that there is “a likelihood and probability of additional confusion 
from the continued use of the word ‘General’ by the defendants as part of their 
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official name in conducting their business in St. Louis and surrounding territory.” 
The record, we think, sustains the findings of the court. 

We have read all the cases cited by defendants in support of their contentions 
and they are not inconsistent with the cases cited herein. It would be useless to 
extend this opinion by distinguishing them severally here. 

The judgment and decree, appealed from is, therefore, affirmed. 


MINNESOTA MINING & MANUFACTURING CO. v. McDONNELL 
No. 5309—C. C. P. A—June 17, 1947 





TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Snap switches held goods of different descriptive properties from various abrasives, 
polishes, adhesives, poultry grits, roofing granules, etc. 
OPPOSITIONS—PLEADING AND PRACTICE—GENERAL 
Opposer having the burden of establishing priority, by a fair preponderance of evidence, 
held to have failed to sustain that burden. 
Since applicant, under the proofs, was the prior user, the similarity of the marks and de- 
scriptive properties of the goods of the parties held immaterial. 
Opposer held not entitled to be heard on the question as to whether applicant’s mark 
should be rejected on the basis of opposer’s subsequent registration for electrical tape. 
TRADE-MARKS—APPROPRIATION OF CORPORATE NAME—GENERAL 
Though it appears that dealers in opposer’s products referred to them as “3-M” goods, 
as a shortened form of opposer’s corporate name, applicant held not to have appropriated op- 
poser’s corporate name by using composite mark dominated by “MM.” 


Trade-mark opposition by Minnesota Mining & Manufacturing Company against 
Everett N. McDonnell. Opposer appeals from dismissal of opposition. Affirmed. 


Harold J. Kinney (Carpenter, Abbott, Coulter & Kinney, of counsel) both of St. 
Paul, Minn., for appellant. 

Brown, Jackson, Boettcher & Dienner (John A. Dienner and Edward C. Grelle of 
counsel) all of Chicago, IIl., for appellee. 


Jackson, J.: 


This is an appeal in a trade-mark opposition proceeding from a decision, 67 
U.S. P. Q. 173, of the Commissioner of Patents, by Leslie Frazer, First Assistant 
Commissioner, affirming that of the Examiner of Interferences dismissing appel- 
lant’s notice of opposition and adjudging that appellee is entitled to the registration 
for which he made application. 

The application Serial No. 452,310, was filed April 13, 1942, and alleged Janu- 
ary 19, 1939, as the date of first use of appellee’s mark, consisting of ““MM” joined 
together above a chevron-like angular line, the ends of which connect with the outer 
legs of the letters. The mark is applied to “snap switches.” 

The application was tentatively allowed and the mark was published in the Offi- 
cial Gazette of March 16, 1943. 

The notice of opposition, dated April 12, 1943, relates to the confusion-in-trade 
clause of section 5 of the Trade-Mark Act of 1905 (15 U. S.C. A. § 85). 
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In the notice of opposition it was alleged that for a long time appellant has been 

a well-known manufacturer of many products, among which are electrical supplies, 

including electrical insulating tape and non-insulating pressure-sensitive adhesive 

; tape, employed in industrial work, including electrical work, and that it manufac- 
tured and sold such articles since long prior to January 19, 1939. 

Appellant relied on eight registered trade-marks, alleging use of said marks 
prior to January 19, 1939, as follows: “3M Co.” for corundum, garnet and emery 
paper and cloth ; “Tri-M-Ite” for abrasive paper and cloth ; “Three-M” for abrasive 
cloth and paper ; “3-M” for polishing wax for furniture, woodwork, linoleum, rub- 
ber or asphalt tiles, and lacquer polishes for automobile finishes; “3-M” for ad- 
hesives, adhesive tape, adhesive sheet and fabric material, cement, elastic cement, 
weather-strip cement and rubber cement ; and “3-M” for quartz, quartzite, digester, 
filter and sandpaper quartz, aggregate, plaster, gravel, sand, sand filler, silica flour, 

silica, bird, pigeon and chick grit, run of quarry, garnet, corundum and roofing 
granules. 

On August 13, 1943, four months subsequent to the filing of the notice of op- 
position, appellant applied for registration of the expression “3-M” as a trade- 
mark, alleging use of said mark on electrical tape to have been continuous since at 
least May 1933. The application was granted and the mark was registered on Janu- 
ary 11, 1944. 

Both parties took testimony and several exhibits were received in evidence. 

The testimony on behalf of appellant began on August 17, 1943, and was com- 
pleted on August 18, 1943. The testimony on behalf of appellee was given and 
completed on March 17, 1944. 

It may be observed that the application for appellant’s trade-mark, as applied to 
electrical tape, was filed only four days prior to the taking of testimony on its be- 
half and that the registration of such mark had been granted two months prior to 
the taking of testimony on behalf of appellee. 

It appears that appellant is a Delaware Corporation with its principal place of 
business at St. Paul, Minnesota, and that it manufactures a great variety of articles. 

Appellee is an individual, doing business in Chicago, Illinois, under the trade- 
name of McDonnell and Miller, formerly a partnership, and is engaged in manu- 
facturing and selling internationally, feed water regulators, liquid level controllers, 
low-water controllers, snap action humidifier valves, and snap switches. 

Appellant sells its products to supply houses, hardware jobbers, paint jobbers, 
lacquer specialist jobbers, janitor supply jobbers, and others who are in business 
to serve the trade with products of the type sold by appellant. Appellee sells to 
boiler manufacturers, wholesalers of pumping and heating supplies, heating and 
plumbing contractors, stoker manufacturers, oil burner manufacturers, gas burner 
manufacturers, and equipment manufacturers. 

Since January 1939, appellee has supplied snap switches, to which were applied 
the involved mark, to equipment manufacturers who engineer such switches into 
their equipment. He supplies equipment manufacturers with specifications of snap 
switches from which the manufacturer selects the type required and orders it pur- 
suant to specification. It appears those switches must be provided with special tap- 
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pings and holding blocks. They are not sold to the hardware trade, nor resold as 
such by equipment manufacturers. 

Following what appears to be his standard practice of applying his trade-mark 
to all his products, appellee has applied the involved mark to custom built snap 
switches. 

The record on behalf of appellant proves without contradiction that it has used 
the registered marks pleaded in the notice of opposition as alleged and the first use 
thereof as applied to the articles to which they are affixed is prior to January 19, 
1939. 

Appellant contended below and contends here that its abrasives, cements, sand 
paper, tapes, polishes, and so forth, are goods of the same descriptive properties as 
snap switches for the reason that all those kinds of goods are sold in hardware stores. 
Of course, the application of appellee applies to snap switches in general, but the 
snap switches he has made and sold are not at the present time sold in the hard- 
ware trade. However, there can be no question, in our opinion, that such snap 
switches could be made and sold in the same stores as the goods of appellant if ap- 
pellee so desired. 

The examiner noted the principle that when goods of contending parties are sold 
in the same stores, it is a matter to be considered in connection with the descriptive 
properties of the goods, but is not controlling on that question, citing Pratt & Lam- 
bert, Inc. v. Chapman & Rodgers, Inc., 30 C. C. P. A. (Patents) 1228, 136 F. 2d 
909, 58 U.S. P. Q. 474; and Kraft-Phenix Cheese Corp. v. Consolidated Beverages, 
Ltd., 27 C. C. P. A. (Patents) 803, 107 F. 2d 1004, 44 U.S. P. Q. 41. 

The examiner held, and in our opinion properly so, that although the goods to 
which appellant’s registered trade-marks are applied, as pleaded in the notice of 
Opposition, and snap switches, even though all are sold in hardware stores, are so 
distinct and dissimilar in their uses and essential characteristics as to be unlikely to 
cause purchasers to assume that they had a common origin. He observed, and we 
agree with the observation, that there are sold in hardware stores an almost un- 
limited variety of unrelated items and that because of the difference between snap 
switches and appellant’s products, they do not possess the same descriptive proper- 
ties. 

The commissioner held that the goods named in the registrations pleaded in the 
notice of opposition were obviously not of the same descriptive properties as ap- 
pellee’s goods and, consequently, the claim of similarity of appellee’s marks to the 
mark under which appellant sold its goods becomes immaterial. General Mills, Inc. 
v. Freed, 24C. C. P. A. (Patents) 1171, 89 F. 2d 664, 33 U.S. P. Q. 386. 

Appellant’s registration of the mark “3-M” for electrical tape, dated January 
11, 1944, heretofore referred to, was introduced in evidence as a cross-exhibit of 
appellant during the cross-examination of appellee. The application for that mark, 
filed only four days prior to the taking of appellant’s testimony, was not referred to 
therein, nor was there any evidence introduced by appellant to substantiate the state- 
ment in the application that the mark, as applied to electrical tape, was in continuous 
use since at least May 1933. 
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There is no testimony of any kind or character that appellant applied its mark 
to electrical tape prior to January 1939, which date of first use by appellee appears 
in the record without contradiction in his testimony. 

The statement appearing in appellant’s registration for its “3-M” mark, as applied 
to electrical tape, was signed by its president. Testimony on its behalf was offered 
by its vice-president, a sales manager, the sales manager of the coated abrasive prod- 
ucts, the chief photographic laboratory technician and the general sales manager 
of the “Scotch” Tape Division, all officers or employees of appellant. Not one of 
these witnesses was asked the direct question as to when the “3-M” trade-mark, as 
applied to electrical tape, was first used. Neither does it appear that any electrical 
tape was manufactured and sold by appellant prior to January 1939. Other wit- 
nesses, hardware store proprietors and the like, appeared on behalf of appellant to 
testify as to the likelihood of confusion of origin in the use of the marks of the 
parties on electrical tape and snap switches. 

The general sales manager of the “Scotch” Tape Division of appellant, who, it 
would seem, should be expected to know most about the electrical tape product, 
stated that appellant had manufactured and sold tapes since 1930. That statement 
is not sufficient to prove the earliest date of appellant’s sale of electrical tape. 

The vice-president testified in some detail as to the various products sold and 
manufactured by his company and when asked on direct examination what products 
of appellant were sold prior to January 1, 1939, prefaced his answer by stating, ““The 
products made and sold previous to the entrance of our country in the so-called 
World War2... .” Clearly the witness, a high official of the company, presum- 
ably knowing that an application was filed to register the trade-mark “3-M,” as ap- 
plied to electrical tape, only four days prior to the date on which he testified, should 
have answered such a question squarely that the date of first use of the mark, so far 
as electrical tape was concerned, was prior to January 1939, if such were the fact. 
In any event, if the witness knew, and he should have known, that that mark on 
electrical tape had been used prior to that date, he would have so stated rather than 
have fixed the indefinite time of first use as being prior to our entrance into World 
War II. Our involvement in that war was almost three years after appellee’s first 
use of his trade-mark for snap switches. 

Apparently in an attempt to make more definite the testimony of the vice-presi- 
dent, instead of asking him whether or not electrical tapes were sold prior to Janu- 
ary 1939 with the trade-mark “3-M” applied thereto, the following questions were 
asked by appellant’s counsel and the following answers made thereto: 


Q. I believe the testimony began on the basis that you were going to name the products 
that were made and/or sold by the company prior to January 1, 1939. I believe you might 
have mentioned one product there that wasn’t made and sold prior to that time, during the 
latter part of your testimony, although I am not sure of that? 


A. I would like to correct part of my testimony. In the last items I referred to a 
product known as “Scotch” abrasive grits which wasn’t sold previous to 1939. 


Q. Was sulphuric acid sold prior to that time, Mr. Bush? 


A. I would like to make another correction. Sulphuric acid wasn’t sold until Febru- 
ary, 1942. 
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Appellant contends that because the witness did not state in the answers that 
electrical tape was one of the products not made by appellant prior to January 1, 
1939, that his testimony should be interpreted to mean that the trade-mark “3-M,”’ 
as applied to electrical tape, was used by appellant prior to that date. However, 
the witness’s answer was not based on products made by his company prior to Janu- 
ary 1939, but on products made prior to the entrance of the United States into World 
War II. 

Appellant had the burden of establishing priority in the use of its mark by a 
fair preponderance of the evidence and we agree with the Examiner of Interfer- 
ences and the Commissioner of Patents that it failed to sustain that burden. 

The Examiner of Interferences was of opinion that opposer’s electrical tape did 
not possess the same descriptive properties as appellee’s snap switches, but in view 
of what has been said and our conclusion, it is not necessary to discuss that holding 
in detail. 

The commissioner in his decision stated that appellant complained because the 
examiner had made no ruling as to the alleged similarity of the marks and stated 
that such ruling was unnecessary in the view the examiner took of the case and that 


it was unnecessary for the commissioner to make any such ruling. He then went 
on to state: 


It seems proper to say, however, that in my opinion applicant’s mark bears too near 
a resemblance to opposer’s “3-M” mark to be registered for merchandise of the same de- 


scriptive properties, had opposer established priority of use in connection with such mer- 
chandise. 



























i: = ae 


Appellant filed a petition for reconsideration and in a subsequent decision, the 
commissioner reiterated his holding that appellant had failed to establish the sale 
of electrical tape under the trade-mark “3-M,” as of a date prior to appellee’s first 
use of his mark upon snap switches. 

The commissioner stated that appellant seemed to assume that had he been satis- 
fied that appellant had shown prior use of its mark with respect to electrical tape 
he would have sustained the opposition. The commissioner stated that such was 
not his position, saying, “Aside from the fact that it is a pressure-sensitive adhesive 


tape, the record is entirely silent as to the character of this product or its intended 
function.” 





He stated he was not at liberty to take judicial notice as a matter of common 
knowledge of the probable purpose of the article merely from its name, citing Lever 
Brothers Company v. Butler Manufacturing Company, 24 C. C. P. A. (Patents) 
1000, 88 F. 2d 842; 33 U. S. P. Q. 38. In this connection the commissioner held 
that if the expression “electrical tape” had a well-understood meaning in the trade, 
it was a fact to be proved and that upon the record he was not prepared to hold that 
electrical tape and snap switches are merchandise possessing the same descriptive 
properties. He then reiterated that in his opinion opposer failed to establish its 
sale of electrical tape under the “3-M” trade-mark as of a date earlier than appellee’s 
first use of his mark on snap switches. 

Appellant contends that its registration of the “3-M” mark applied to electrical 
tape is sufficient in and of itself to sustain the opposition. In support of that con- 
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tention the case of /sland Road Bottling Company v. Drink-Mor Beverage Com- 
pany, 31 C. C. P. A. (Patents) 816, 140 F. 2d 331, 60 U. S. P. Q. 369, is cited. The 
commissioner held such registration to be “of no avail to opposer” in this proceeding, 
citing McKesson & Robbins, Inc. v. Cameo Corporation, 557 O. G. 396. He held 
the /sland Road Bottling Company case, supra, to be not in point, stating that in 
that case the notice of opposition had been dismissed and the application for regis- 
tration rejected ex parte in view of the opposer’s registration of a mark which ap- 
parently had been abandoned. He said the court in that case merely held that the 
validity of the registration was not subject to collateral attack. He then noted that 
the same would be true of any registration cited against any application in an ex 
parte proceeding, although no application was rejectable upon a registration show- 
ing on its face a later filing date than that of the involved application. He then stated 
in such a situation an interference might be declared or the registrant might oppose 
the application, but that in neither case, under the express provision of section 7 
of the Trade-Mark Act of February 20, 1905, would the application be refused, 
unless it appeared that the registrant was “the person first to adopt and use the 
mark.” He then properly pointed out that the rejectability of appellee’s mark on 
appellant’s registration to be entirely an ex parte question and a matter upon which 
appellant was not entitled to be heard, citing /sland Road Bottling Co. v. Drink-Mor 
Beverage Co., 30 C. C. P. A. (Patents) 708, 132 F. 2d 129, 56 U. S. P. Q. 65. 

The record here clearly shows that appellant did not sustain its burden of prov- 
ing priority of use of its “3-M” mark on electrical tape prior to the use of his mark 
in January 1939 by appellee, although it had ample opportunity to do so, if such 
were the fact. The presumption arising from its registration surely cannot be prop- 
erly held to be of greater weight than actual proof of prior use by appellee. 

There is no attempt, in this case, by appellee to attack the validity of appellant’s 
registered mark ““3-M” as applied to electrical tape, as contended by appellant. Ap- 
pellant sought the opposition ; pleaded the use of eight registered marks on goods 
none of which, in our opinion, possesses the same descriptive properties as snap 
switches ; did not and could not have pleaded in its notice of opposition its registered 
mark as applied to electrical tape; and with knowledge of having filed its applica- 
tion for that registration only four days prior to the taking of testimony on its be- 
half, no mention of such fact was brought out until March 17, 1944, during the 
cross-examination of appellee, when the registration was received in evidence as a 
cross-exhibit of appellant. Under the circumstances of this case that registration 
is entirely irrelevant. 

It appears that dealers in appellant’s products refer to them as “3-M” products 
as a kind of shortened form for its corporate name. Such expression, however, is 
not the corporate name of appellant and it cannot be held that appellee has, as con- 
tended by appellant, appropriated such corporate name. 

Since appellee is the prior user, the similarity of the marks and the descriptive 
properties of the goods of the parties are immaterial. 

Because we are of opinion that the record clearly shows appellee used his mark 
on snap switches prior to any date proved by appellant the decision of the com- 
missioner affirming that of the Examiner of Interferences, dismissing the notice of 
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opposition and adjudging that appellee is entitled to the registration for which he 
has made application, is without error. 
The decision appealed from is affirmed. 


By reason of illness, GARRETT, Presiding Judge, was not present at the argu- 
ment of this case and did not participate in the decision. 


THE JACOBS BROS. CO., INC., et at. v. LORD-TABER COMPANY, INC. 
No. 3593—U. S. D. C. W. D. N. ¥Y —September 27, 1947 


TRADE-MARKS AND UNFAIR COMPETITION—PLEADING AND PRACTICE—GENERAL 

Complaint alleging trade-mark infringement and unfair competition based on defendant's 
use of similar mark, resulting in confusion of the public as to origin of defendant’s goods, held 
sufficiently broad and not dismissed on motion. 

1905 Act phrase “goods of the same descriptive properties” does not recur in Section 
32 of the new Trade-Mark Act of 1946, but whether defendant’s mark constitutes infringe- 
ment and is “likely to cause confusion or mistake or to deceive purchasers as to the source of 
origin of such goods,” within the meaning of the statute, should be determined by proof and 
not resolved as a question of law on motion to dismiss. 





Suit by The Jacobs Bros. Co., Inc., and Detecto Scales, Inc., against Lord-Taber 
Company, Inc., for trade-mark infringement and unfair competition. Defendant’s 
motion to dismiss complaint denied. 


Duell & Kane, New York, N. Y. (Goldstein & Goldman, Rochester, N. Y., of 
counsel) for plaintiffs. 
Harold E. Stonebraker, Rochester, N. Y., for defendant. 


Burke, D. J.: 





This suit arises under the trade-mark laws of the United States. It is based 
upon alleged infringement of registered trade-marks and unfair competition in con- 
nection with defendant’s use of the marks. Plaintiff seeks an injunction, an ac- 
counting of profits and treble damages. The complaint alleges that the plaintiff, 
Jacobs Bros. Co., Inc., continuously since 1920 have been manufacturing and selling 
a wide variety of products under its trade-mark “Detecto,” and that the plaintiff, 
Detecto Scales, Inc., a wholly owned subsidiary, has continuously since 1936, en- 
gaged in the distribution of products under the trade-mark “Detecto.” It further 
alleges that both plaintiffs in the manufacture, sale and distribution of their prod- 
ucts, prior to any use of the trade-mark “Detecto” by the defendant, used trade- 
marks in which “Detecto” formed a part and frequently was the dominant or char- 
acteristic portion of the marks including among others, “Detecto- Matic,” ‘‘Detecto- 
Gram,” “Detecto-Wate,” and “Detecto-Medic” ; that as a result of the widespread 
use by plaintiffs of such marks the trade-mark “‘Detecto” has become known to the 
public as a trade-mark of the plaintiffs; that the defendant some time in 1946 
adopted the trade-mark ‘“‘Detecto” and “Detecto-Master” in connection with the 
manufacture and sale of an alarm signal for detecting fire and cold in homes, farms, 
industrial plants, retail stores, refrigerators, cold storage, restaurants, hospitals, 
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colleges, schools and other places and that by such use has deceived, confused and 
will continue to deceive and confuse the public into believing that defendant’s prod- 
ucts are genuine products of the plaintiffs or have some connection with plaintiffs 
or their products. 

Defendant moves to dismiss the complaint on the ground that it fails to state 
a claim upon which relief may be granted. It points out that the trade-mark regis- 
trations relied upon by the plaintiff are for weighing scales, a fact which does not 
appear on the face of the complaint but for purposes of this motion may be assumed 
to be true. 

Defendant emphasizes the test of similiarity as laid down in Philco Corporation 
v. Phillips Mfg. Co., 133 F. 2d 663. That case was decided in 1943, before the 
enactment of the new Trade-Mark Act of 1946. It referred to the traditional inter- 
pretation given the phrase “merchandise of substantially the same descriptive prop- 
erties,” which appears in Section 16 of the Act of 1905, 15 U. S. C. A. 96. The 
phrase does not recur in the new Act in Section 32, which deals with remedies and 
infringement, 15 U. S. C. A. 1114. For the same reason Dwinell-Wright Co. v. 
National Fruit Product Co., 140 F. 2d 618 [34 T.-M. Rep. 128], does not aid in 
deciding the question here. In that case the Court said: “. . . . the crucial ques- 
tions on this appeal are the meanings of the statutory phrases quoted and italicized 

. .” among which was “merchandise of substantially the same descriptive prop- 
erties.” 

The complaint is sufficiently broad to allow proof of infringement and likelihood 
of confusion or mistake as to the source of origin of defendant’s products. Whether 
the use of the trade-marks by the defendant constitutes infringement and is “likely 
to cause confusion or mistake or to deceive purchasers as to the origin of the source 
of such goods” within the meaning of the statute should be determined by the proof 
and not resolved as a question of law on a motion to dismiss the complaint. 





NATIONAL MACHINE WORKS, INC., et Av. v. HARRIS, ET AL., DOING 
BUSINESS AS H-C PRODUCTS COMPANY* 


No. 3140—U. S. D. C. W. D. Okla.—September 26, 1947 


UNFAIR COMPETITION—INJUNCTIVE RELIEF—GENERAL 
Regardless of trade-marks or patents, courts will protect rights of those who develop a 
trade or business against those who by unfair methods or sharp practices attempt to appro- 
priate the fruits of the labor and ingenuity of such developers. 


Plaintiff held entitled to an injunction and damages against former exclusive sales agent 
who copied plaintiff’s device and appropriated plaintiff’s customers. 


Suit by National Machine Works, Inc., and Theodore C. Gerner against Jack L. 
Harris and B. T. Calhoun, co-partners doing business as H-C Products Company, 
for patent infringement and unfair competition. Judgment for plaintiffs. 


* Editor's Note: Only the portion of the opinion dealing with unfair competition is reported 
here. 
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Keaton, Wells, Johnston & Lytle, Oklahoma City, Okla., and Robert F. Davis, 

Washington, D. C., for plaintiffs. 
Looney, Watts, Fenton & Billups, Oklahoma City, Okla., C. M. McKnight, Tulsa, 
Okla., and John H. Bruninga, St. Louis, Mo., for defendants. 


Vaucut, D. J.: 


On July 27, 1946, Theodore C. Gerner filed this action to enjoin the defendants 
from infringing his Letters Patent No. 2403520 issued on a “Drive Shaft Bushing 
Assembly” on July 9, 1946. On August 31, 1946 Theodore C. Gerner assigned all 
his right, title and interest in the patent to the plaintiff National Machine Works, 
Inc., and on November 2, 1946 an amended complaint was filed by the National 
Machine Works, Inc., seeking the same relief. Later Theodore C. Gerner was 
again made a party plaintiff. In addition to seeking an injunction against infringe- 
ment of the patent, the plaintiffs also allege unfair business practices upon the part 
of the defendants and seek an accounting. 

The defendants filed an answer and amended answer and set up the following 
defenses and claims: 1. They deny that they infringe the plaintiffs’ patent. 2. They 
allege that the plaintiffs’ patent is invalid as it is the application of an old device 
to a new use. 3. That the patent is invalid as an aggregation. 4. The patent is in- 
valid over the prior art. 5. That the plaintiffs have misused the patent in suit. 6. 
That the plaintiffs are guilty of unfair competition in trade. 7. That the patent is 
invalid for failure to file supplemental oath. 8. They deny that they are guilty of 
unfair competition in trade. 

There are two facts to be determined which control all the other questions 
raised, except the seventh contention of defendants which will be taken up in the 
course of the opinion. 

First. Is the device of the plaintiffs a patentable article? 

Second. If the device of the plaintiffs is a patentable article, does the device of 
the defendants infringe the patent? 

The facts are largely undisputed and cover quite a long course of conduct. In 
1943, Theodore C. Gerner was an automobile mechanic. He possessed a limited 
education, but had an inquiring mind. ‘He maintained a small shop at his home 
where he experimented with ideas of a mechanical nature. His work on Chevrolet 
cars called for the repair of worn propeller shafts and assemblies thereof. He gave 


a clear and understandable description of how that was done, in his testimony as 
follows: 


Q. Will you just briefly explain to the Court how you did that? A. Well, at that 
time, in order to repair a Chevrolet propeller shaft, it was necessary to remove the com- 
plete rear end with its wheels from underneath the car; completely disassemble the differ- 
ential, rear gear, the differential, and pinion; take it completely apart, and then remove 
the bushing, the old bushing, taking the entire shaft, by driving it out and the seals, then 
replacing with a new seal and new bushing and a new propeller shaft, and then completely 
assembling the differential, running gear, and the pinion, and axle shaft, and putting the 


assembly back under the car. Q. How long would it usually take to do that? A. Ap- 
proximately five to six hours. (R. 41.) 
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Sometime in 1943 Gerner started to work and experiment on a device to elimi- 
nate the tearing down and complete removal of the differential from underneath the 
car and drive shaft. His idea was, to make a device that could be installed in the 
front end of the propeller shaft housing to support the propeller shaft without a re- 
moval of that complete assembly. 

Sometime in August 1944 the defendant Jack L. Harris called upon Gerner 
one evening at the Gerner home and told him that a Mr. Brandon had informed 
him that Gerner was thinking of going into the manufacturing business; that he 
was then a traveling salesman for automotive parts and was thinking also of going 
into some kind of business. Gerner advised him it would take $10,000 to start any 
kind of a business and Harris told him he was not interested in putting $10,000 in 
a business. Soon after this, in early September, 1944, Harris called on Gerner at 
his place of business and asked if Gerner had anything salable in which he might 
be interested. Up to that time Gerner had never discussed his repair device with 
anyone. During their conversation, Gerner showed the drawings and sketches of 
his repair device to Harris. Harris immediately became interested and wanted to 
take the device out on his territory and try to sell it. Early in October, Gerner 
made a model of the device, and Harris took it out on his territory and found it 
was salable, securing several orders for the device. Harris began to press Gerner 
for an exclusive sales contract which resulted in a written contract between Gerner 


and Harris under date of November 16, 1944. This contract specifically provided 
the following : 


That Theodore C. Gerner, of Oklahoma City, Oklahoma, the owner of the inventive 
idea and a patent pending on a propeller shaft bushing assemblies, hereinafter referred to 
as the party of the first part, and Jack L. Harris of Oklahoma City, Oklahoma, hereinafter 
called the party of the second part, stipulate and agree as follows to-wit: 

1. For and in the consideration of $1.00 and other valuable consideration the party of 
the first part does by these presents assign, set over and convey to the party of the second 
part all exclusive rights to sell all of the articles described as a propeller shaft bushings 
assemblies, any improvement made on the patent right, or all other articles which the par- 
ties to this agreement may invent, manufacture or cause to be manufactured during the life 
of the patent or any period of renewal thereof. 

2. It is the intent of this assignment to give to the second party all exclusive rights to 
sell said articles described as a propeller shaft bushings assemblies and all propeller shaft 
bearings and seal assemblies and al! propeller shaft housing repair units or assemblies and 
transmission housing part or parts that may be invented and/or manufactured by the party 
of the first part, in the United States, its territories and all other countries of the world. 


* * * 
5. The party of the first part agrees to do all things necessary in the completion and 


maintaining the patent on said propeller shaft bushings assemblies and all other parts dur- 
ing the life of this contract. 


Gerner and Harris began their preparations to operate under the contract. Har- 
ris proceeded to prepare labels, catalogue material, et cetera. In the early part of 
January, 1945, Gerner procured the services of the Calhoun Hydraulic Equipment 
Company, a partnership composed of the defendant B. T. Calhoun and his brother, 
Ingram Calhoun, to manufacture some of the devices. Gerner turned over to In- 
gram Calhoun the complete drawings and specifications of his device, and several 
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hundred units were made and delivered to him by that organization. Harris, under 
the supervision of Gerner, prepared instruction sheets for installing the device in the 
cars. In the meantime, Gerner was corresponding with the Charter Institute of 
American Inventors, in which he held a membership. He had sent that institution 
his sketches and drawings and by so doing, believed he was pursuing the proper 
procedure of applying for a patent. The Charter Institute of American Inventors 
subsequently returned to Gerner the material which he had sent them with the in- 
formation that they did not render services in procuring patents. Gerner then took 
the matter up with O’Brien and Jacobson, patent attorneys in Washington, D. C., 
and through their services procured Letters Patent No. 2403520 involved in this 
action. Gerner’s first application for the patent was filed July 23, 1945. The patent 
was finally issued on July 9, 1946. Gerner and Harris operated under their con- 
tract of November 16, 1944 until sometime in the latter part of 1945 when suit was 
instituted in the District Court of Oklahoma County, Oklahoma, in Cause Number 
111,515 by the defendant Jack L. Harris against Gerner for an accounting. The 
evidence discloses that the parties had never been in accord as to the compensation 
Harris was to receive, and that there was continually a dispute as to that feature of 
the contract. In that suit the court, on March 14, 1946, rendered judgment that 
paragraph 3 of the contract had never become effective or operative between the 
parties and that Harris was entitled to a commission of 71% per cent on all net sales 
made by him through manufacturers’ agents and 15 per cent on all other net sales. 
Up to the time of the judgment, Gerner had paid Harris $5,082.78 on account ; 
after the judgment, Gerner paid Harris in compliance therewith, $8,813.32. The 
judgment cancelled the contract between the parties as of April 1, 1946 and the 
judgment became final. The evidence discloses that as early as December, 1945, 
Harris was planning on going into the market with a repair unit in competition 
with Gerner, and was making it known to the trade. The defendant B. T. Calhoun, 
in February, 1946, procured C. E. Heim to make two bushings which it is stipu- 
lated “except for the oil groove, were the same as the bushings now being manu- 
factured for H-C Products Company.” After April 1, 1946 the defendants began 
to manufacture and sell their device to the trade throughout the United States 
where the Gerner device was sold and distributed, in competition with the plaintiffs. 
The plaintiffs immediately notified the trade that the defendants were infringing 
their patent. 

The Gerner device, for which patent No. 2403520 was issued, is designated as 
“Drive Shaft Bushing Assemblies.”” The patent discloses fourteen claims, in each 
of which it is designated as “a repair unit insertable in said end of said housing.” 
Without attempting to go into the mechanical and technical details of the bushing 
assembly, there is no dispute in the evidence but that the device was designed to 
repair Chevrolet automobiles and GMC trucks and is used for that purpose alone. 
It provided a new and novel way of repairing the cars, that resulted in a greatly 
reduced cost in time, labor and materials. When it was put on the market it met 
with instant approval and demand by the trade. But counsel for the defendants 
contend that the Gerner device was not patentable, and as an argument, they in- 
troduced fourteen patents issued from June 4, 1867 to August 18, 1937, presumably 
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to show prior art. These patents and their claims have been carefully examined, 
as no doubt the proper officials in the United States Patent Office did before issuing 
the patent in the Gerner device. When all of these exhibits are analyzed, they are 
each assemblies of bushings, bearings, rings, et cetera, which make a unit, for the 
purpose in mind at the time, and as so assembled were new and novel to the public 
and performed a useful purpose. None of them was thought of, or designed to, 
effect the repair of automobiles in the manner designed by Gerner. 


* * * 


Measured by these authorities the court is convinced that the Gerner device is 
a patentable device and that the Letters Patent No. 2403520 issued on July 9, 1946, 
is a valid patent in every respect and is entitled to protection. 


* * 


The conclusion reached here is inescapable. The device of the defendants is 
clearly an infringement of the Gerner Patent No. 2403520. Having reached that 
conclusion, there remains the question of unfair trade practices or unfair competi- 
tion against the plaintiffs by the defendants. The courts have exercised much con- 
cern in protecting the rights of those who develop a trade or business from those 
who by unfair methods or sharp practices attempt to enrich themselves by appro- 
priating the fruits of the labor and ingenuity of such developers, regardless of 
whether such trade or business is protected by trade-marks or patents. 

The case of Stewart v. Hudson, 222 F. 584, 586, in the judgment of the court, 
is squarely in point. Quoting from the opinion: 


. . . « The defendant began at once to exploit the tool by advertisements, making use 
for this purpose of copies of the cuts which the plaintiff had put out. So promptly and 
expeditiously was this done that in some of the advertising mediums he was in time ahead 
of the plaintiff. So slavish is the copy of device and advertisements, the inference is irre- 
sistible that the defendant must have handed over the plaintiff’s make of tool and his adver- 
tisements as models to be exactly reproduced. In this respect a case of unfair trade is 
made out beyond successful denial. There is, and can be, no doubt of the fact that the de- 
fendant has taken the plaintiff’s device, reproduced, and is selling it on the market which 
the plaintiff has called into being. 

* * * 

Had the defendant contented himself with merely appropriating the inventive idea or 
features of this appliance, he could not have been convicted of any trespass upon the legal 
rights of the plaintiff. When, however he went further, and in addition to the device it- 
self he imitated the very form and shape and appearance of plaintiff's make, and copied 
also the advertisements, cuts, and illustrations by means of which plaintiff had introduced 
it to the public, and by which characteristics it had become known as the plaintiff’s manu- 
facture, he was guilty of unfair trade, from which he should be required to desist. . . . 


One has only to study the exhibits in the instant case to realize how closely the 
defendants have copied both the plaintiffs’ patent, the advertisements and instruc- 
tions in connection with the marketing of the patented device. 

In the case of Thayer Telkee Corporation v. Davenport-Taylor Manufacturing 


Co., 46 F. 2d 559, the situation was similar to the case at bar. Quoting from the 
opinion : 


The defendant has not only adopted the plaintiff’s cabinet, but has copied with substan- 
tial accuracy the style and general appearance of the plaintiff's product. . . . The only 
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adequate explanation I can find for this almost exact reproduction of non-functional fea- 
tures is that the defendant set out deliberately to appropriate the business of the plaintiff's 
customers... . 

The situation is further aggravated because of the relation previously existing between 
the parties, as it can hardly be doubted that a former customer of the plaintiff, who dealt 
through the defendant during the existence of the sales agency, would be completely de- 
ceived by the appearance of the defendant’s present cabinet, and would probably believe 
it to be of the plaintiff’s construction. . . . 

In Standard Typewriter Co. v. Standard Folding Typewriter Sales Co., 181 F. 500, 
Judge Noyes, writing for the Circuit Court of Appeals in this circuit, held that a sales 
agency, similar in some respects to the one shown in this case, was the equivalent of public 
acquiescence to support a preliminary injunction in a patent suit on an unadjudicated pat- 
ent; and, although that decision is not to be considered an authority on the point under 
discussion here, it does go a long ways to sustain the proposition that it would be grossly 
unfair to permit a sales agent, upon the termination of his agency, to reproduce almost 
exactly his former principal’s goods, and then go after the customers he had previously 


canvassed while acting as agent, in an attempt to appropriate his former principal’s busi- 
ness. 


In Bayley & Sons, Inc. v. Braunstein Brothers Co., 246 F. 314, 318, the court 
summed up the situation there in this language : 


Further, the court is of the opinion that the defendant is rightly chargeable with unfair 
competition. The plaintiff by industry and advertising has placed the Equalite upon the 
market successfully, and now the defendant has appropriated many of the features, nearly 
all, of the plaintiff’s Equalite fixture. The plaintiff assembled the various parts together 
first and did so and produced them under the protection of its patent. The defendant’s 
appropriation of this combination, and placing it upon the market, has been unfair and 
calculated to deceive the ordinary purchaser who would not be apt to discover the differ- 
ence. His advertising it as his own product, after carefully copying it and differentiating 


it only under another name, is not sufficient to relieve it of the charge of unfair competition. 
(Citing authorities.) 


The evidence, briefly stated, discloses this state of affairs. Gerner invented the 
Drive Shaft Bushing Assembly for which he was issued a patent. Prior to receiv- 
ing his patent, he showed his invention to the defendant Harris. All the knowledge 
Harris acquired concerning the Gerner device was through Gerner while Harris 
was acting in a fiduciary capacity for Gerner. While acting in that fiduciary rela- 
tion as exclusive sales agent for Gerner, Harris earned and was paid $14,896.10 for 
his services for a year and a half. During the period of employment as exclusive 
salesman, Harris deliberately planned to copy the Gerner device and appropriate 
the customers he had assisted in procuring for Gerner, thus enrich himself by mak- 
ing them customers of his own organization, known as H-C Products Company con- 
sisting of himself and his co-defendant, B. T. Calhoun. The defendants used the 
knowledge Harris had gained of the customers of the plaintiffs by reason of his 
access to the accounts while acting in the close relationship of exclusive salesman. 
This, under the authorities, is unfair trade practices and unfair competition. The 
defendants have caused the plaintiffs to suffer much detriment by such conduct and 
should account to the plaintiffs for it. 

It is the opinion of the court that Letters Patent No. 2403520 issued to Theo- 
dore C. Gerner and now owned by the plaintiff National Machine Works, Inc., is 
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a valid patent ; that the defendants are infringing the patent and should be enjoined 
from further so doing ; that the defendants are guilty of unfair trade practices and 
unfair competition and should be enjoined from further engaging in them against 
the plaintiffs ; and that a further hearing should be had herein to determine the dam- 
ages the plaintiffs have sustained by reason of such infringement and unfair trade 
practices and unfair competition. 

Fndings of fact, conclusions of law and a form of judgment consistent with 
this opinion may be submitted within fifteen days from this date. 


FOREIGN & DOMESTIC MUSIC CORPORATION vy. MICHAEL M. 
WYNGATE, INC,, er at. 


No. 19-383—U. S. D. C. S. D. N. Y.—June 30, 1947 


CopyRIGHT INFRINGEMENT—ACCOUNTING—“Just DAMAGES” 
Upon the whole of the record, where plaintiff offered no proof of damages nor of de- 
fendants’ profits, in accounting proceedings before Special Master, Court reduces awards to 
“Just” amounts. 


Copyright infringement suit by Foreign & Domestic Music Corporation against 
Michael M. Wyngate, Inc., and Harbran, Inc. Judgment for plaintiff. 


Henry Pearlman, New York, N. Y., for plaintiff. 
Gustave I. Jahr, New York, N. Y., for defendants. 


NEvIN, D. J.: 


On January 30, 1946, the Court held inter alia that defendants and each of them 
had infringed upon copyrights to certain musical compositions as in the decision set 
forth; that defendants and others associated with them, as recited in the decision 
be perpetually enjoined and restrained from doing the certain acts set forth in the 
decision and that they deliver certain musical compositions or any negative films 
or positive prints or other materials set out in the decision to the clerk of this court 
to be impounded, subject to the orders of the court. The cause was thereupon re- 
ferred to a Special Master, for the purpose of ascertaining plaintiff’s damage and 
defendants’ profit on account of the infringement, the Special Master to report to 
the court with his recommendations. 

Pursuant to the decision of the court, a Special Master was appointed by an 
interlocutory decree entered on March 29, 1946. Thereafter, the Special Master 
went forward, taking testimony and receiving and reviewing the briefs and argu- 
ments of counsel, as the result of all of which, on January 29, 1947, the Special 
Master filed his report. 

In his report, the Special Master arrived at the following conclusion, to wut 
(that), “plaintiff is entitled to recover from the defendant, Michael M. Wyngate, 
Inc., the sum of $22,720, and from defendant, Harbran, Inc., the sum of $18,000.” 

Subsequent to the filing of the Master’s Report, objections thereto were filed 
by and on behalf of defendants. With these objections, certain affidavits were 
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filed. Notice concerning the hearing of these objections was given by defendants 
to plaintiff. These documents on behalf of defendants were all filed on March 13, 
1947. 

On the same day, to wit, March 13, 1947, plaintiff filed a motion and an affidavit 
in connection therewith, for an order confirming the report and disallowing the 
objections of defendants. Notice of this motion was given to defendants by plaintiff. 

The cause is now before the court on defendants’ objections to the report of the 
Special Master, and plaintiff’s motion to confirm the Special Master’s Report, and 
to disallow and overrule the objections thereto. 

Based upon their objections and for the reasons set forth therein defendants 
pray that “the report of the Special Master be rejected in whole or in part or modi- 
fied or recommitted.” 

Upon a consideration of the entire record in this case, together with the Special 
Master’s Report, and the briefs, affidavits and arguments of counsel, the Court has 
concluded that the Special Master’s Report should be modified in the respects and to 
the extent hereinafter set forth, and as so modified, should be confirmed. 

Section 25 (b) of Title 17, U. S. C. A. (Copyrights), provides (insofar as here 
pertinent) that any person infringing a copyright shall be liable (b) “to pay to the 
copyright proprietor such damages as the copyright proprietor may have suffered 
due to the infringement, as well as all the profits which the infringer shall have made 
from such infringement, . . . . or in lieu of actual damages and profits, such dam- 
ages as to the court shall appear to be just... .” 

In his report, the Special Master states that plaintiff offered no proof of dam- 
ages, nor of defendants’ profits and the Special Master says “the accounting is 
limited to statutory damages, as set forth in Section 25 of the Copyright Act.” 

In Cory v. Physical Culture Hotel 14 F. Supp. 977, where, as here, there was 
no proof of actual damages and profits, the court at page 985 said: “We believe that 
an award of $5,000 damages is a just award under the facts in this case. Such an 
award is permissible within the decision of the Douglas case without the necessity 
of determining whether separate awards within the minimum limit of $250 and 
the maximum limit of $5,000, are required to be made. This question we do not 
decide.” 

Upon the facts presented in the instant case, the court is of the opinion and so 
finds that as to defendant, Michael M. Wyngate, Inc., an award of damages of 
$5,000 is a just award and that upon the whole of the record, an award of $2,000 
against the defendant, Harbran, Inc., is a just award. 

The Report of the Special Master filed herein on January 29, 1947, is modified 
to the extent that the Conclusion of the Special Master should read as follows: 
“plaintiff is entitled to recover from the defendant, Michael M. Wyngate, Inc., the 
sum of $5,000, and from the defendant, Harbran, Inc., the sum of $2,000.” All 
Findings of the master which do not conflict with his Conclusion as here modified 
are sustained and as so modified, the Report of the Special Master is confirmed. 

An order may be drawn accordingly. 
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HEALER, et at. v. BLOOMBERG BROS., INC. 
S.J. Ct. Mass—June 25, 1947 





TRADE-N AMES—SECONDARY MEANING—PARTICULAR INSTANCES 
The word “Bond,” held to have acquired a secondary meaning indicating the business 
and products of plaintiffs and their predecessors engaged in manufacturing, selling and re- 


pairing timepieces, silverware and jewelry in Boston under the firm name of William Bond 
& Son since 1793. 
TRADE-NAMES AND UNFAIR COMPETITION—INJUNCTIVE RELIEF—GENERAL 
Equitable relief is based on the existence of acquired reputation and goodwill in connection 
with business recognized as a property right which will be protected against unfair methods 
of competition. 
TRADE-NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 


“Bond Jewelers” held confusingly similar to “William Bond & Son”; and defendant’s 
use of “Bond” properly enjoined. 


Appeal from Superior Court, Suffolk County. 

Suit by Karl H. Healer, et al., against Bloomberg Bros., Inc., to restrain use of 
the name “Bond Jewelers” or any other containing the word “Bond.” Defendant 
appeals from decree granting injunction. Affirmed. 


F. L. Simpson of Boston, for plaintiffs. 
S. B. Stein and H. J. Stein, both of Boston, for defendant. 


Lummus, J.: 


The plaintiffs, partners under the firm name of William Bond & Son in the re- 
tail business of manufacturing, selling and repairing timepieces, silverware, jewelry 
and the like on Park Street in Boston, being the successors of the old firm of Wil- 
liam Bond & Son which was founded in 1793, bring this bill in equity against the 
defendant corporation which, since December, 1945, has been doing a similar retail 
business in Chelsea under the name of “Bond Jewelers,” to restrain it from using 
that name or any other containing the word “Bond.” 

From a final decree granting the plaintiffs an injunction, the defendant appealed. 
The case comes here on a report of material facts and a report of the evidence. 
The judge justifiably found that the word “Bond” has come to have a secondary 
meaning as indicating the business and products of the plaintiffs. Jays, Inc. v. 
Purcell, 313 Mass. 127, 46 N. E. 2d 556. The president of the defendant corpora- 
tion testified that he chose the word “Bond” as expressive of the defendant’s busi- 
ness because he wished a patriotic name, and “Bond” suggested a Victory bond. 
But the judge justifiably found, on the contrary, that “the use by the defendant of 
the name ‘Bond’ in connection with the jewelry business was to secure some ad- 
vantage from the use of that name so well established in the jewelry trade.” 

In Summerfield Co. of Boston v. Prime Furniture Co., 242 Mass. 149, 155, 136 
N. E. 396, 398, Ruae C. J., said, “The underlying principle, which is the founda- 
tion of equitable relief in this class of cases, is that one trader shall not compete with 
another for public patronage by adopting intentionally means adapted to deceive the 
public into thinking that it is trading with the latter when in fact dealing with the 
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former, and thus palming off his goods as those of another. The relief is based 
on the existence of an acquired reputation and good will in connection with busi- 
ness recognized as a property right which will be protected against unfair methods 
of competition by rivals. The defendant has equal right with the plaint#f to solicit 
the patronage of the public. But it has no right intentionally to mislead the public 
to the harm of the plaintiff even in competition.” 

This case does not require us to consider how far, if at all, competition between 
the parties need be shown. See 265 Tremont Street, Inc. v. Hamilburg, 321 Mass. 
—,73 N. E. 2d 828; note, 148 A. L.R.12. And see St. 1947, c. 307, inserting § 7A 
in G. L. c. 110. In the present case sufficient competition could be found. Both 
parties had their places of business within the district of which Boston is the shop- 
ping center. The judge found that the defendant has advertised its business 
throughout the greater Boston area, which advertising reached customers of the 
plaintiffs. He found that confusion, both in the trade and among the customers 
of the plaintiffs, has resulted and will result from the similarity in names. Persons 
of average intelligence could well be found likely to confuse the parties. First Na- 
tional Stores, Inc. v. First National Liquor Co., 316 Mass. 538, 55 N. E. 2d 940. 

No error in the exclusion of evidence appears. In our opinion there was no 
error in the final decree granting an injunction. 

Decree affirmed with costs. 


220 BAGLEY CORPORATION v. JULIUS FREUD LAND CO., er at. 
No. 53—S. Ct. Mich.—April 17, 1947 


TrApDE-N AMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 


“Michigan Bank Building” held confusingly similar to “Michigan Building,” both used 
on office buildings. 


UnrFair CoMPETITION—INJUNCTIVE RELIEF—GENERAL 
Proof of actual confusion is not required, the likelihood of confusion being sufficient, but 
wherever evidence of confusion is presented, the right to injunctive relief is clear. 
The test is not whether defendants benefit from plaintiff’s loss; nor is it necessary to show 
that actual loss has already occurred. If injury to plaintiff’s business is threatened or im- 
minent, equity courts may intervene to prevent its occurrence. 


Appeal from Circuit Court, Wayne County. 
Suit by 220 Bagley Corporation against Julius Freud Land Company, et al., to 


restrain use of word “Michigan” in name of office building. Defendants appeal 
from decree granting injunction. Affirmed. 


Sempliner, Dewey, Stanton & Honigman, of Detroit (A. W. Sempliner, Jason L. 
Honigman, Milton J. Miller, and Norman Sommers, of counsel), for plaintiff- 
appellee. 


Harry Robbins and Shapero & Shapero, of Detroit, for defendants-appellants. 


DETHMERS, J.: 


Plaintiff corporation is the owner of an office building in Detroit which, since 
1936, has borne the name “Michigan Building.” About nine blocks distant is an 
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office building owned by defendants, which was known at one time as the Guaranty 
Trust Building. Recently defendants changed the name of their building to “Michi- 
gan Bank Building.” Plaintiff thereafter brought this suit to enjoin defendants 
from using the word “Michigan” in the name of their building. 

The plaintiff offered as expert witnesses the superintendent of incoming mails 
of the Detroit Post Office, an advertising executive and the secretary of the De- 
troit Office Building Association, experienced in office building management. They 
testified that the similarity of names of the two buildings is so great that substantial 
confusion is bound to result ; that such confusion would make the plaintiff’s build- 
ing less desirable from a tenant’s viewpoint because their customers or clients 
would have difficulty in locating the correct building and because mail and mer- 
chandise would be misdelivered. 

The proofs show that since the change was made in the name of defendants’ 
building, confusion has resulted in the delivery of mail and merchandise and per- 
sons having business with tenants of defendants’ building have looked for their 
offices in plaintiff’s building. 

While office space is now at a premium and both buildings are fully occupied, 
it is plaintiff’s position that as times approach normalcy and competition for tenants 
is again resumed, plaintiff will be injured by such confusion because tenants will be 
reluctant to lease space in plaintiff’s building under such circumstances. 

It is the defendants’ contention that there is no such similarity in names of the 
two buildings as to cause confusion to others than the careless and indifferent, that 
such confusion as is caused is slight and insignificant, and that plaintiff has shown 
no actual injury or damage as a result thereof and that, therefore, plaintiff is not 
entitled to injunctive relief. Defendants have cited a number of cases in which in- 
junctive relief was sought to prevent alleged similarity of business or trade-names 
and denied. These cases are Central Mutual Auto Insurance Co. v. Central Mutual 
Insurance Co. of Chicago, 275 Mich. 554, 267 N. W. 733; Detroit Savings Bank v. 
Highland Park State Bank of Detroit, 201 Mich. 601, 167 N. W. 895; Federal En- 
gineering Co., Inc. v. Grieves, 315 Mich. 326, 24 N. W. 2d 138; Metal Craft Co. v. 
Grand Rapids Metalcraft Corp., 255 Mich. 638, 239 N. W. 363; Michigan Savings 
Bank v. Dime Savings Bank, 162 Mich. 297, 127 N. W. 364, 139 Am. St. Rep. 558; 
Supreme Lodge Knights of Pythias v. Improved Order Knights of Pythias, 113 
Mich. 133, 71 N. W. 470, 38 L. R. A. 658 and Young & Chaffee Furniture Co. v. 
Chaffee Brothers Furniture Co., 204 Mich. 293, 170 N. W. 48. In these cases either 
it was found that the similarity of names was so slight as to be unlikely to confuse 
others than the careless or indifferent, or they involved banks or insurance com- 
panies or concerns doing business with a specialized field. As to these latter situa- 
tions, this court has said: 


There is probably greater latitude allowed to banks and insurance companies in the 
similarity of corporate names than in the case of ordinary mercantile corporations. Central 
Mutual Auto Insurance Co. v. Central Mutual Insurance Co. of Chicago, 275 Mich. 554, 
560, 267 N. W. 733, 735. 

Where a business offers its services only to a small highly specialized group, capable 
of close discrimination, . . . . a greater degree of similarity will be tolerated than where 
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the business offers itself generally to all comers. 
315 Mich. 326, 334, 24 N. W. 2d 138, 141. 


Federal Engineering Co., Inc. v. Grieves, 





The cases cited by defendants are inapplicable to the situation presented in the 
case at bar. 

The statute regulating the use of corporate names, Act 327, § 6, Pub. Acts 1931, 
Comp. Laws Supp. 1940, § 10135-6, Stat. Ann. § 21.6, is not here involved nor are 
the cases construing it necessarily controlling in the instant case. Plaintiff’s case 
must rest upon claimed unfair competition as in the cases of Bell v. Service Coal 
Co., 280 Mich. 172, 273 N. W. 435; Dayton v. Imperial Sales & Parts Co., 195 
Mich. 397 ; 161 N. W. 958; Furniture Manufacturers Ass'n of Grand Rapids v. 
Grand Rapids Guild of Exhibitors, 268 Mich. 685, 256 N. W. 595; Schwannecke 
v. Genesee Coal & Ice Co., 262 Mich. 624, 247 N. W. 761. 

In the Schwannecke case plaintiff had done business for years under the name 
“Genesee Coal Company.” Defendant thereafter started business in the same lo- 
cality using the name “Genesee Ice and Fuel Company.” In holding that this 


course of action by defendant resulted in unfair competition, this court quoted the 
following: 


“Tt is the words of a name which the eye first catches or rests upon which fix it in our 
minds.” Grand Rapids Furniture Co. v. Grand Rapids Furniture Shops, 221 Mich. 548, 
552, 191 N. W. 939. 


The case of Metal Craft Co. v. Metalcraft Heater Corp., 255 Mich. 642, 239 N. 
W. 364, 365, also stresses the greater likelihood of confusion resulting from simi- 


larity of names when such similarity is occasioned by identity of the dominant word 
in the two names. The court said: 


Confusion of names may result from the use of identical or similar dominant words, 
although other dissimilar words are attached to them. . . . 

“Metal Craft” dominates the names of both plaintiff and defendant, both because of 
its distinction and inherent force and because of its position at the commencement of their 
titles. The use by defendant of the word “Heater” and of “Corporation” instead of 
“Company” does not emphasize the distinction from plaintiff’s name. 


In the instant case the word “Michigan” is the dominant word in both names. 
It is the first word to catch the eye and becomes fixed in the mind. The addition 
of the word “Bank” in the name of defendants’ building does not emphasize the dis- 
tinction from the name of plaintiff’s building. Confusion is bound to result. 
Defendants argue that plaintiff has shown but little actual confusion. As said 
in the Metal Craft case, 225 Mich. 642, 645, 239 N. W. 364, 


Actual confusion need not be shown, but it is sufficient that confusion is probable or 
likely to occur. 


However, the proofs show considerable confusion, with as many as from ten 
to twenty-five letters per day for defendants’ tenants misdelivered to plaintiff's 
building and persons frequently seeking defendants’ tenants in plaintiff’s building. 
That similar mistakes occur in defendants’ building is altogether likely. As this 
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court said in Grand Rapids Furniture Co. v. Grand Rapids Furniture Shops, 221 
Mich. 548, 552, 191 N. W. 939, 941: 





It cannot be assumed that the many mistakes made were all due to carelessness. In our 
opinion they might have been expected to follow, naturally and necessarily, from the use 
by defendant of a name so similar to that of plaintiff. 


In so-called unfair competition cases the situation usually presented is one in 
which the defendant, by imitating plaintiff's name, has reaped some benefit at plain- 
tiff’s expense. Defendants here contend that there is no competition between them 
and plaintiff and that defendants have gained no benefit from the use of the name in 
question to the detriment of the plaintiff. It apparently is true that plaintiff’s build- 
ing is a far more pretentious one than defendants’, catering to a different type of 
tenants. It also is true that both buildings are now filled to capacity and can be 
kept so, under present economic conditions, without appreciable competitive effort. 
However, both the plaintiff and defendants are engaged in the same general, com- 
petitive business of securing tenants for their available office space. When office 
space becomes more available in Detroit, the competition will become more appar- 

' ent. It is the very fact that both operate office buildings for business tenants who, 
‘| in turn, are patronized by the public, which gives occasion for the confusion caused 

. by the similarity of names. We are in accord with the following language contained 
H in the opinion of the trial court: 


There is no doubt that tenants seeking office space would be likely to take into con- 
sideration the fact that there were two buildings with names so similar that the public 
and their clients might be confused; that this would lead to definite injury to the plaintiff 
in the renting of space and may also lead to lack of prestige and reputation in the public 
mind to the detriment of the plaintiff’s building. ' 


Whether or not the defendants benefit from the resultant loss to plaintiff is not 
the test. It is the injury to plaintiff which the remedy may be invoked to prevent. 
Nor is it necessary to be shown that actual loss has already occurred. 


It is sufficient if injury to the plaintiff’s business is threatened or imminent to authorize 
the court to intervene to prevent its occurrence. Nims on Unfair Business Competition, 


§ 226. 


The decree of the trial court enjoining the defendants from using the name 
‘Michigan Bank Building” or “The Michigan Bank Building” or any other name 
in which the word “Michigan” is similarly the dominant or master word as the 
name of defendants’ building is affirmed, with costs to plaintiff. 


Carr, C. J., and Butzet, BUSHNELL, SHaRPE, Boyles, Rem and Norra, 
J. J., concur. 
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IN RE BUB-O-LOON, INC. (BRIAN NOVELTY CO., INC.) 
S. Ct. N. Y. County—October 16, 1947 





TRADE-MARK INFRINGEMENT—DEFENSES—UNCLEAN HANDS 

Though arbitrator’s award found petitioner had priority in use of trade-mark “Bub-O- 
Loon” and directed entry of injunction against respondent’s use of “Bubaloon,” equity court 
refuses to grant injunction to petitioner which used false notice of registration on its goods. 





































Petition for confirmation of arbitrator’s award and for injunction. Injunction 
denied ; and award confirmed as to priority. 


McGEEHAN, J.: 


Petitioner moves for confirmation of award and for judgment inclusive of per- 
manent injunctive relief. The petition proceeds upon the existence of a dispute 
“with respect to the right to use the name ‘Bub-O-Loon’ and ‘Bubaloon’ and any 
other similar name.” This dispute, it is alleged, was referred to arbitration result- 
ing in petitioner’s favor. The petition refers to the trade-mark “Bub-O-Loon,” but 
to no registration thereof. The entire dispute upon this application arises from the 
fact it was not registered, but represented upon the product of the petitioner offered 
to the public as being so registered. The trade-mark “Bubaloon” used by respondent 
was registered. The arbitration agreement refers to the disputed right to use those 
or similar names in connection with the products of the parties and defines the is- 
sues in dispute as follows: “Second: The issue which said Arbitrator shall decide 
shall be which of the parties is entitled to use the name ‘Bub-O-Loon’ and/or ‘Buba- 
loon,’—said name being conceded to be substantially identical— and/or any other 
similar name, in any part of the world.” The agreement provides for final decision 
upon that issue and for entry of judgment of injunction in favor of the prevailing 
party. The award “shall conclusively determine which party or parties shall there- 
after have the sole right to use the name.” The arbitrator is not required by the 
agreement to consider or determine the issue of injunctive relief or the right thereto, 
but by express provision restraint upon the losing party is a consequence and the 
prevailing party is authorized to secure it by judgment. The award not only finds 
petitioner to have the prior right of user, but, in addition, permanently restrains 
respondents and directs entry of judgment of injunction. 

The opposition is directed to the prayer for injunction and is based on the solid 
ground that the representation of registration upon petitioner’s product was false. 
By reason thereof public policy deprives the user of a mark of his exclusive right 
as a matter of trade-mark infringement or of equitable relief flowing therefrom. 
The court will not disregard this public policy and, going beyond the private dis- 
pute between the parties, will refuse equity relief to one guilty of such abuse. Gynex 
Corp. v. Dilex Institute, 85 F. 2d 103. Respondent? do not undertake to dispute 
the findings of the arbitrator with respect to priority of use. Nor do they rely on 
error of judgment as to fact or law or any of the other grounds enumerated in the 
Arbitration Act upon which to set aside an award. Thus, as stated in respondents’ 
brief: “The only dispute is whether as a matter of law petitioner can, by arbitra- 
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tion and award, thwart the public policy of this state and nation, and have this court’s 
injunction.” 

It should be observed that the petition and agreement not alone do not refer to 
registration, but do not contain the remotest suggestion of a claim of unfair com- 
petition as creating the dispute. While the petition and the agreement do not ex- 
plicitly state the dispute as one involving the priority of user of a mark, yet this was 
the thing actually litigated and submitted before the arbitrator. He wrote an able 
and lengthy opinion, of which the following portions are pertinent: ‘The instant 
case turns on the principle of priority which is the very foundation of all laws per- 
taining to intangible values. Thus, a priority problem in any patent or copyright 
litigation can be readily resolved by reference to the crucial calendar dates. The 
law of trade-marks places equal emphasis upon priority, but not in its strict calendar 
sense. The advertising value of the trade-mark is far more significant than the idea 
out of which the intangible value represented by the mark is distilled. Consequently, 
the equities involved, not calendar dates, have been properly regarded as much more 
compelling in any priority contest. In all trade-mark litigation, priority refers not 
so much to the actual dates, but to the surrounding circumstances of the use. I em- 
phasize in limine that I do not believe that Brian’s use of the Bubaloon mark at the 
end of July, 1947 can be attributed to any unfair intent to encroach upon the rights 
of ‘Bub-O-Loon.’ Both contestants herein have graciously acknowledged that they 
do not charge the other with ‘larceny.’ Viewing the record in its entirety, however, 
I am left with the impression that Brian was slow in bringing ‘Bubaloon’ on the 
market. True it is that in patent law ‘he who invents first shall have the prior right, 
if he is using reasonable diligence in adapting and perfecting the same, although the 
second inventor has, in fact, first perfected the same and reduced the same to prac- 
tice in a positive form.’ Walker on Patents, Volume 1, page 378. But that con- 
cept does not carry over into the law of trade-marks. As a matter of trade-mark 

law, it cannot be said that the transactions on which Brian relies establish priority 
of use. The answer to the question of priority herein does not proclaim itself from 
the record. The transactions upon which Brian relies bear close scrutiny, and it is 
not without considerable regret that I must, per force, refer to calendar dates to 
determine when the contestants’ respective marks actually reached the market. I 
find that the Brian transactions evidence appropriation but not prior trade-mark 
use of the disputed mark. The only substantiated trade-mark use of ‘Bubaloon’ 
by Brian that appears in the record arose out of the Woolworth order dated July 21, 
1947. I find therefore that the priority conflict must be resolved in favor of the 
‘Bub-O-Loon’s’ first trade-mark use on or before July 18, 1947.” In its main brief, 
petitioner fails completely to address itself to the point now in issue. In its reply 
brief it says: “Thus it seems clear that the foregoing authorities conclusively dem- 
onstrate that the learned Arbitrator was correct in disregarding respondents’ con- 
tention that the notation on petitioner’s goods reading ‘trade-mark registered’ was 
; inaccurate, that only an application for registration had been filed, that such in- 
4 accuracy could not constitute a bar to the injunctive relief to which petitioner was 
entitled against the unfair competition of the respondents.” It is patently clear, 
however, that the parties intended to litigate the sole question of priority and that 
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was the sole question litigated, submitted and decided. In this connection the 
arbitrator said at the hearings: “Jt is clear therefore that no question of unfair com- 
petition arose or was decided.” It is also clear that the impact of the misrepresenta- 
tion upon the proceedings before the arbitrator was likewise not considered. 

We are therefore presented with the question to what extent petitioner is pres- 
ently entitled to any relief. In the Gynex case supra, the court said: “It (a trade- 
mark fraudulently used) was, instead a matter calling for a refusal by a court of 
equity to be used in furtherance of a fraud upon the public.” Such conduct on the 
part of a trade-mark user will result in the denial of registration. Four Roses Co. 
v. Small Grain Co., 29 F. 2d 959. If facts appear justifying the withholding of 
equitable relief, the court will do so despite what the arbitrator may do concerning 
the issue. Matter of Albert, 160 Misc. 237; Holzapfel’s Co. v. Rathjen’s Co., 183 
U.S &. 

To avoid the effect of these principles petitioner’s reliance is solely on Straus, 
et al. v. Notaseme Hosiery Co., 240 U. S. 179. Upon the original hearing in the 
District Court it was held (quoting from the Supreme Court opinion): “that the 
plaintiff had embodied such a misrepresentation in the trade-mark as used that it 
would not be protected, and that unfair dealing was not made out.’ On appeal the 
Circuit Court of Appeals, 119 C. C. A. 134, 201 F. 97, held: “As we are of the 
opinion that the complainant may obtain adequate relief upon its charge of unfair 
competition, we think it unnecessary to examine the charge of trade-mark infringe- 
ment. And as the latter phase of the case may be laid out of consideration, we are 
not required to determine the preliminary question whether the complainant by its 
own deception in the use of its alleged trade-mark, was disentitled to ask its pro- 
tection. Certainly no such deception is shown as would prevent the complainant 
from suing for unfair competition.” The Circuit Court found evidence establishing 
possibility of confusion in the mind of the public as to the origin of the merchandise 
and that complainant was entitled to relief against that unfair competition. The 
cause was remanded. On the second hearing plaintiff was allowed to recover. On 
the second appeal to the Circuit Court of Appeals, 131 C. C. A. 503, 215 F. 361, 
the decree was affirmed. The Supreme Court in its opinion states: ‘We agree with 
the Circuit Court that the plaintiff is not in a position to recover for an infringe- 
ment of a registered trade-mark. Plaintiff by grasping at too much lost all, so far 
as this case is concerned. . . . The liability of the defendant must be derived from 
unfair competition if it exists.” The court went on to say: “It seems a strange 
thing to give relief on the ground of unfair competition when the supposed un fair- 
ness consists mainly in the imitation of a device that sought, obtained and lost pro- 
tection as a trade-mark. If a would-be trade-mark loses its protection as such, 
that means that the public has a right to use it, and it would be strange to bring the 
protection back simply by giving it another name.” The court went on to declare 
that the mere unfair use of the disputed label would not alone be sufficient to base 
the computation of damage as was done below. Since there was no adequate proof 
that such use of the label by defendants resulted in confusion and produced all the 
sales of the defendants, the injunction against the continued use of the mark in con- 
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troversy was affirmed but, so far as the decree charged defendants with profits, it 
was reversed. 

The import of these decisions is that no protection may be afforded upon the 
basis of trade-mark infringement; unfair competition, in the use of the label is 
found and is enjoined upon the basis of unfair competition; but, no confusion be- 
ing established or sales resulting therefrom, profits are withheld. The record now 
before the court discloses no clearcut issue of unfair competition and certainly no 
finding of its existence. 

The arbitrator, of course, did not consider and therefore did not decide the 
question whether there was registration or a false representation or whether there 
was unfair competition on the part of the losing party. The sole question submitted 
and decided was which party first brought the product with its identifying mark 
to the market, without regard whatever to imitation, purposeful or otherwise, by the 
other party. As a matter of fact, so far as purposeful imitation is concerned, the 
opinion of the arbitrator strongly indicates no such element existed. Enough is 
; shown, however, to stay the hand of this court in the exercise of its equitable power. 
. No objection is made to the confirmation of the award to the extent that it deter- 
mines the question of priority in petitioner's favor. To that extent the motion is 
granted and it is otherwise denied. Except as indicated, no other factual or final 
determination is made with respect to the issue of registration or of unfair com- 
petition or upon the question whether the parties have other rights or remedies 
with respect to this arbitration and award or otherwise. Settle order. 


Cates. ne 


LEVER BROTHERS COMPANY v. GEO. A. HORMEL & COMPANY 


Commissioner of Patents—June 18, 1947 





TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Animal fat shortening held goods of the same descriptive properties as vegetable shorten- 
ing. 
TRADE-MARKS—Worps Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Spic” held not confusingly similar to “Spry” used on similar goods. 









Appeal from Examiner of Interferences. 
Trade-mark opposition by Lever Brothers Company against Geo. A. Hormel & 
Company. Applicant appeals from sustaining of opposition. Reversed. 


Spencer A. Studwell, New York, N. Y., for Lever Brothers Company. 
Cromwell, Greist & Warden, Chicago, Ill., for Geo. A. Hormel & Company. 


Frazer, F. A. C.: 








This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition of Lever Brothers Company to the application of Geo. A. Hormel 
& Company for registration of the word “Spic,” which has been used as a trade- 
mark for “animal fat shortening” since February 22, 1945. 
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The opposition was sustained on the ground that applicant’s mark is confusingly 
similar to opposer’s trade-mark “Spry,” registered for “vegetable shortening” on 
June 14, 1932. 

The goods of the parties are not identical; but obviously they comprise closely 
related merchandise of the same descriptive properties, and save for the possible 
exception of the kosher trade are directly competitive. Nevertheless, I do not 
think the marks are confusable. 

The examiner correctly points out that “both parties use a one-syllable, four- 
letter notation, the first two letters of which are identical.”’ But that was true of the 
marks involved in the case of Affiliated Products, Inc. v. Crazy Water Co., 26 C. C. 
P. A. 1331, 104 F. 2d 366 [29 T.-M. Rep. 399], in addition to which both ended 
with the same letter. 

The marks were “Neet” for depilatories and antiperspirants, and “Next” for 
shaving cream, which goods were held by the court to be of the same descriptive 
properties. The case is not on all fours with the instant one; for the decision was 
based in part upon “their specific differences, considered with the dissimilarity of 
the marks in appearance, sound and meaning.” But the dissimilarity of the 
marks is substantially the same. Here, as there, they “appeal to the ocular sense 
in a quite different way ;” they are distinctly different in sound; and they have no 
similarity in meaning. Moreover, the word “spry,” while fanciful as applied to 
opposer’s product, is commonly used in everyday conversation, and is thus less likely 
to be confused with other words than if it were less familiar to the public. Bon Ami 
Co. v. McKesson & Robbins, Inc., 25 C. C. P. A. 826, 93 F. 2d 915 [28 T.-M. Rep. 
87]. And the word “spick,” of which applicant’s mark is obviously a contraction, 
is equally well known. ' 

Opposer cites a number of cases where various pairs of trade-marks have been 
held confusingly similar. They are all readily distinguishable from the instant case. 
In each the marks considered were closely alike in either sound, significance, or ap- 
pearance. Here none of these resemblances exist. 

The decision of the Examiner of Interferences is reversed. 





EX PARTE POPULAR MECHANICS COMPANY 
Commissioner of Patents—July 8, 1947 


TRADE- MARKS—Wokrps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Mecanica Popular,” Spanish equivalent of “Popular Mechanics,” held purely descriptive 
of monthly periodical devoted to technical matters and not registrable under 1905 Act. 
Rule that after a mark has once been registered, its owner is entitled to benefit of any 
reasonable doubt as to its registrability upon subsequent applications, held inapplicable be- 
cause there is no doubt here as to descriptiveness of mark. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Popular Mechanics Company. 
Applicant appeals from refusal of registration. Affirmed. 
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Edward S. Rogers, William T. Woodson, and James H. Rogers, of Chicago, IIL, 
and Thomas L. Mead, Jr., of Washington, D. C., for applicant. 


Frazer, F. A. C.: 


Applicant appeals from the refusal of the Examiner of Trade-Marks to register 
the Spanish notation, “‘Mecanica Popular,” as a trade-mark for “a monthly periodi- 
cal devoted to technical matters.” The mark is claimed to have been used since 
July 16, 1945. The application is presented under the provisions of the Act of 
February 20, 1905. 

Registration was refused on the ground that the mark is merely descriptive of 
the periodical for which it serves as a title. Its English equivalent, “Popular Me- 
chanics,” was registered to applicant in 1914, which registration has been renewed. 
Tacitly conceding that the mark is descriptive, applicant thus seeks to invoke the 
rule recognized in Ex parte New York Evening Journal, Inc., 505 O. G. 1034, 42 
U. S. P. Q. 467, that “after a mark has once been registered its owner is entitled to 
the benefit of any reasonable doubt as to the registrability of the same or a closely 
similar mark upon a subsequent application to register.’”’ But here, as in that case, 
the rule is inapplicable because there is no room for doubt. 

In the case of Crime Confessions, Inc. v. Fawcett Publications, Inc., 31 C. C. 
P. A. 760, 139 F. 2d 499 [34 T.-M. Rep. 42], the court took occasion to criticize 
the practice that had developed of registering descriptive titles as trade-marks for 
magazines and other publications. It took particular note of applicant’s registered 
mark, among others, as suggesting “the proposition that there may be some anomaly 
in applying the same rule in construing the Trade-Mark Act of 1905 as applicable 
alike in all respects to both ordinary marks and those used in connection with pub- 
lications.” It then said [34 T.-M. Rep. 42]: 


While we cannot pass upon the question in this kind of proceeding, it seems proper to 
suggest that since the registration of purely descriptive trade-marks is clearly a violation 
of the law, it would be better for the Patent Office to comply with the law rather than to 
follow the precedents that have been followed throughout the years. 


Since I share that opinion, and applicant’s mark appears to be “purely descrip- 
tive,” I have no alternative but to affirm the decision of the Examiner of Trade- 
Marks. 


Decision affirmed. 
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IDEAL NOVELTY & TOY CO. v. NANCY ANN DRESSED DOLLS 
(NANCY ANN STORYBOOK DOLLS, INC., AssIGNEE) 


Commissioner of Patents—August 14, 1947 


OPpPosITIONS—APPEALS TO COMMISSIONER—POSIPONEMENT OF HEARING 
Applicant having appealed from Examiner’s decision sustaining notice of opposition and 
having petitioned to cancel opposer’s registration upon which opposition was based, the hear- 
ing on appeal was postponed pending final determination of the cancellation proceeding. 
OPpPosITIONS—PLEADING AND PRACTICE—VACATION OF EXAMINER’S DECISION 


Opposition having been sustained solely on ground of confusing similarity of applicant's 
mark to opposer’s registered mark and applicant having succeeded in cancelling opposer’s 
registration, the Examiner’s decision sustaining notice of opposition is vacated and the op- 


position is dismissed. 

Appeal from Examiner of Interferences. 
Opposition by Ideal Novelty & Toy Co. against Nancy Ann Dressed Dolls 

(Nancy Ann Storybook Dolls, Inc., assignee). Applicant appeals from sustaining 


of opposition ; and pending appeal opposer’s registration was cancelled. Decision 
vacated and opposition dismissed. 


Mock & Blum, New York, N. Y., for Ideal Novelty & Toy Co. Opposer-appellee. 
Charles S. Evans, San Francisco, Calif., for applicant-appellant. 


Frazer, F. A. C.: 


The Examiner of Interferences sustained the opposition of Ideal Novelty & Toy 
Co. to the application of Nancy Ann Dressed Dolls for registration of the notation 
“Little Miss Sweet Miss” as a trade-mark for “dolls and dolls’ clothes.” Applicant 
appealed from the examiner’s decision, and petitioned to cancel opposer’s registra- 
tion on which the opposition was based. The hearing on appeal was postponed, 
pending final determination of the cancellation proceeding. On January 14, 1947, 
the Examiner of Interferences sustained the petition to cancel. No appeal was 
taken ; and on March 18, 1947, opposer’s registration was duly canceled. Thereupon 
the instant appeal was reset for hearing. 

Opposer neither filed a brief nor appeared for oral argument on appeal. 

The opposition was sustained solely on the ground that applicant’s mark was 
confusingly similar to the mark of opposer’s registration. And since that registra- 
tion has now been canceled I agree with applicant that the issue presented has be- 


come moot. Accordingly the decision of the Examiner of Interferences is vacated, 
and the opposition is dismissed. 
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FERROCART CORPORATION OF AMERICA vy. VOGT (ALIEN 
PROPERTY CUSTODIAN, Susstitutep) 


Commissioner of Patents—August 15, 1947 


TRADE-MARKS—INTERNATIONAL CONVENTION FOR THE PROTECTION OF INDUSTRIAL PROPERTY— 
GENERAL 


Article 6 of the International Convention for the Protection of Industrial Property held 
inapplicable. 


TRADE-MARKS—INTER PARTES AGREEMENTS AS TO USE—PARTICULAR INSTANCES 
Agreements between the parties held license agreements which by their terms might have 
matured into a complete transfer of the mark, but never did because petitioner never de- 
manded nor obtained assignment in accordance with provisions thereof; therefore, relation- 


ship between the parties at the time of the filing of petition for cancellation held that of 
licensor and licensee. 
TRADE-MARKS—LICENSE AGREEMENTS—ESTOPPEL 
Petitioner-licensee held estopped to challenge validity of respondent-licensor’s title and 
estopped to assert name clause of 1905 Act as bar to respondent’s registration; Assistant 
Commissioner reversed, Examiner of Interferences affirmed, and petition for cancellation 
dismissed. 
TRADE-MARKS—INTER PARTES PROCEEDINGS—DEFENSES 
Section 19 of the Trade-Mark Act of 1946 expressly provides that equitable defenses 
shall apply in proceedings pending in the Patent Office when the new law became effective. 
TRADE-MARKS—REGISTRABILITY UNDER 1905 Act—CorporaTteE NAMES 
Name clause of 1905 Act held not so absolute in character as to be available to a licensee 
who, under circumstances of case, is estopped as against his own licensor to seek cancellation. 


On respondent’s renewed petition for rehearing from decision of Assistant Com- 
missioner. 

Petition for cancellation of trade-mark registration by Ferrocart Corporation 
of America against Hans Vogt (Alien Property Custodian, substituted). Petitioner 
appealed from dismissal of petition for cancellation by Examiner of Interferences ; 
Assistant Commissioner reversed and denied rehearing. On respondent’s renewed 
petition for rehearing, Commissioner reversed Assistant Commissioner and affirmed 
Examiner’s dismissal of petition for cancellation. 


Messrs. Pierce, Scheffler and Parker for Ferrocart Corporation of America. 
Mr. Richard P. Schulze for Hans Vogt (Alien Property Custodian, substituted). 


Ooms, C.: 


This cancellation proceeding is before me on rehearing. The Examiner of 
Interferences on November 21, 1945 dismissed the petition for cancellation of the 
trade-mark “Ferrocart” but his decision was reversed by the Assistant Commis- 
sioner of Patents on November 1, 1946 and said trade-mark ordered cancelled. 
Respondent’s petition for rehearing was denied by the Assistant Commissioner on 
November 26, 1946. Subsequently, I granted a renewed petition for rehearing by 
respondent on December 31, 1946. 

On the renewed petition for rehearing, the question was raised for the first time 
that the cancellation of ‘“Ferrocart” trade-mark was ordered in violation of Article 
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6 of the International Convention for the Protection of Industrial Property, since 
the registration had been applied for and granted on the basis of a previously reg- 
istered foreign (German) registration and was not, therefore, subject to cancella- 
tion under the terms of the Convention unless rights of third parties in the United 
States were prejudiced by the registration. Respondent also reiterated his previous 
position that petitioner was estopped from asserting the name clause of the Act of 
1905 in this proceeding. 

The Assistant Commissioner held that the existence of the Ferrocart Corpora- 
tion at the time of the filing of the application for the trade-mark “Ferrocart” 
constituted an absolute bar to registration and rendered the registration subject to 
cancellation regardless of the meaning and scope of certain agreements between 
petitioner and respondent’s predecessor in title which conferred exclusive rights 
under a number of patents and to the use of the trade-mark “Ferrocart” on the 
petitioner. Contrary to the Examiner of Interferences, the Assistant Commissioner 
reached the conclusion that the petitioner by the agreement of 1936 had for all prac- 
tical purposes become the owner of the trade-mark and was more than a mere li- 
censee. 

While the renewed petition for rehearing was granted in part to review the al- 
leged applicability of Article 6 of the International Convention, I have come to the 
conclusion that no issue is presented here involving Article 6 of the Convention. 
As a matter of fact, Article 6 would not by its very terms benefit the respondent if 
the petitioner had actually acquired trade-mark rights in the mark “Ferrocart” in 
this country, because Article 6 itself provides for an exception in any case where 
the rights of a third party in the United States may be prejudiced by the registra- 
tion. Whatever third party rights may be asserted here, however, arose from a 
contractual relationship entered into by the parties to this proceeding. 

The conclusion is inescapable that regardless of any applicability of the Inter- 
national Convention the petitioner in this case is not in a position to ask for can- 
cellation of a trade-mark, to which under the express terms of the agreement of 
1936 he himself had not acquired any title. 

In my opinion, the Examiner of Interferences was clearly correct in interpret- 
ing the agreements between the parties as license agreements which might have ul- 
timately—but actually never did—mature into a complete transfer of the mark, 
since the petitioner never demanded an assignment of the mark in accordance with 
the provision entitled “Trade-Marks” in the Agreement of 1936. According to that 
provision, the patentee, i.e., respondent’s predecessor, was to assign to petitioner 
on demand the trade-mark “Ferrocart.” And upon such assignment, petitioner was 
to be entitled to apply for registration in his own name. It appears, therefore, that 
petitioner’s request for cancellation is at variance with the terms of the contract, 
particularly section 22 thereof, under which petitioner was not to do anything which 
may have the effect of “. . . invalidating the Vogt trade-marks comprised herein.”’ 

The record fails to disclose that any demand for an assignment of the mark was 
ever made by petitioner and it cannot be said, therefore, that—in the words of the 
Assistant Commissioner—respondent by the agreement of 1936 “sold” the trade- 
mark to petitioner. At best the 1936 agreement laid the foundation for an absolute 
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transfer of the trade-mark if and when the demand therefor would be made by 
petitioner. But the latter does not even allege that such a demand was ever made. 

If the agreement of 1934, which was superseded by the 1936 agreement, is 
viewed in this light, it becomes quite clear, in my opinion, that the relationship be- 
tween petitioner and respondent’s predecessor at the time of the filing of the appli- 
cation was that of licensor and licensee and that, consequently, the familiar rules of 
estoppel will apply as against any act on the licensee’s part inconsistent with or 
challenging the validity of the licensor’s title to the mark. 

While the Patent Office tribunals have been reluctant in the past to apply equi- 
table principles in inter partes proceedings, section 19 of the Trade-Mark Act of 
1946 now expressly provides that such defenses shall be considered even in pro- 
ceedings which were pending in the Patent Office when the new law became effective 
on July 5, 1947. 

Certainly the name clause of the Act of 1905 is not so absolute in character as 
to be available to a licensee against his own licensor under circumstances like those 
present in this case. Even if it is true that the licensee was permitted to use the 
licensor’s trade-mark as part of his corporate name and that the licensor’s applica- 
tion for registration of the trade-mark in his own name occurred a few months 
after the incorporation, this would not, in my opinion, entitle the licensee, even 
under the Act of 1905, successfully to oppose registration by the licensor of his 
own trade-mark in view of the contract between the parties. I agree with the 
Examiner of Interferences that the 1934 agreement constituted an implied waiver 
on the part of the petitioner-licensee not to oppose or ask for cancellation of the 
licensor’s trade-mark on the ground that the mark had also been made the domi- 
nant part of the licensee’s corporate name. 

I have reached the conclusion, therefore, that in the absence of a demand for an 
assignment in or since 1936, title to the registered trade-mark here sought to be 
cancelled remained in respondent’s predecessor and is now vested in the Alien Prop- 
: erty Custodian, and that the petition for cancellation of the mark on the ground that 
it was petitioner’s corporate name at the time of the filing of the application must 
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be denied. 





EX PARTE QUALITY CHEKD ICE CREAM ASSOCIATION 


Commissioner of Patents—August 20, 1947 


CoLLectivE MArKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Quality Chekd” held unregistrable, under 1920 Act, as a collective mark, for ice cream, 
butter, milk, cream and cheese because descriptive and not subject to exclusive appropriation. 


Petition from Examiner of Trade-Marks. 
Application for registration of collective mark by Quality Chekd Ice Cream 
Association. Applicant petitions from refusal of registration. Affirmed. 


Mida, Richards & Murray, Chicago, Ill., and G. C. Callan, Washington, D. C., for 
applicant. 





790 





THE TRADE-MARK REPORTER 37 T.-M. Rep. 





FRAZER, F. A. C.: 


The Examiner of Trade-Marks refused to register the notation ‘Quality 
Chekd,” under the Act of March 19, 1920, as a “collective mark” for “ice cream, 
butter, milk, cream, and cheese.” By this petition applicant seeks a review and 
reversal of the examiner’s decision. 

It was the examiner’s opinion, which | am constrained to share, that since the 
mark sought to be registered is inherently incapable of trade-mark significance, 
it is nonregistrable as a collective mark, even under the liberal provisions of the Act 
of 1920. That does not mean that a collective mark must actually function as a 
trade-mark ; though I think it may do so, if used by more than one trader. Cf. Pearl- 
man Vv. Eastman Kodak Co., 566 O. G. 519, 62 U. S. P. Q. 437. But it does mean 
that to be registrable as such, a collective mark must be subject to exclusive appro- 
priation. And I think any dealer or group of dealers in dairy products may properly 
inform purchasers that the goods have been checked as to quality, and that appli- 
cant’s mark is thus public property and should so remain. 

Applicant cites Ex Parte International Union, United Automobile Workers of 
America, 540 O. G. 717, 54 U. S. P. Q. 52, as being “squarely in point.” Nothing 
was there decided, however, that has any bearing on the question presented here. 
The examiner has not held that applicant may not register any collective mark, but 
only that this particular mark is not registrable. In the cited case there was no 
question as to registrability of the mark per se. The only controversy was in rela- 
tion to the applicant’s capacity to register. 

The decision is affirmed. 


QUALITY FRUIT WINES CORPORATION v. BARDINET, LTD. 
Commissioner of Patents—September 11, 1947 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Berrisette” held confusingly similar to “Berrycup,” used on similar goods. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Quality Fruit Wines Corporation against Bardinet, 
Ltd. Opposer appeals from dismissal of opposition. Reversed. 


Jacobi & Jacobi, Washington, D. C., for Quality Fruit Wines Corporation. 
Mock & Blum, New York, N. Y., for Bardinet, Ltd. 


FRAZER, F. A. C.: 


The Examiner of Interferences dismissed the opposition of Quality Fruit Wines 
Corporation to the application of Bardinet, Ltd., for registration of the word “Ber- 
risette” as a trade-mark for “blackberry flavored brandy.” Opposer appeals. 
Opposer owns a registration of the trade-mark “Berrycup” for wines. Appli- 
cant concedes that these goods and its own are of the same descriptive properties, 
and that opposer’s registration establishes “priority of use’ of the registered mark. 
Neither party took testimony. 
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It was the examiner’s opinion that the “Berri” and “Berry” portions of the 
marks are descriptive of the goods, and that the marks are ‘so widely different in 
their concluding portions as to insure against a likelihood of confusion in trade.” 
But as was said by the Court of Customs and Patent Appeals in Skelly Oil Co. v. 
Powerine Co., 24C. C. P. A. 790, 86 F. 2d 752 [27 T.-M. Rep. 78] : 


In a proceeding of this character, the Patent Office and this court must regard a reg- 
istered trade-mark as valid, and if the mark of the applicant is so similar to the registered 
mark as to be likely to lead to confusion, the fact that the registered mark or a portion of 
it may be descriptive in character affords no justification for disregarding the similarity 
in passing upon the right to register. 


The marks involved in that case were “Powermax” and “Powerine,” both ap- 
plied to gasoline; which were held by the court to be confusingly similar, even 
though “power” was ‘‘a descriptive term which anyone had the right to use.” See 
also National NuGrape Co. v. Judge & Dolph, Ltd., 33 C. C. P. A. 1032, 154 F. 
2d 521 [36 T.-M. Rep. 164], and Vital Foods Corporation v. Miles Laboratories, 
Inc., 33 C. C. P. A. 1136, 156 F. 2d 77. Here, as in those cases, I think the marks 
as a whole are too nearly alike to be concurrently used on the particular goods in 
question without a reasonable probability of confusion. 

The decision of the Examiner of Interferences is reversed, and the opposition is 
sustained. 


McKESSON & ROBBINS, INC. v. C-Z CHEMICAL CO. 


Commissioner of Patents—September 11, 1947 





TRADE-MArKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Cleaning compound for general use, having incidental water softening properties, held 
goods of different descriptive properties from medicinal preparations for external use in skin 
diseases and for preventing chafing and skin irritation. 
TRADE-M ARKS—REGISTRABILITY—SIMILAR MARKS FOR DIFFERENT CLASSES OF Goops 
The obvious similarity of the marks, held immaterial as applicant’s cleaning compound 
and opposer’s medicinal preparations do not belong to the same class of merchandise. 







Appeal from Examiner of Interferences. 
Trade-mark opposition by McKesson & Robbins, Incorporated, against C-Z 
Chemical Company. Opposer appeals from dismissal of opposition. Affirmed. 


Samuel Herrick, Washington, D. C., for McKesson & Robbins, Incorporated. 
Maurice S. Cayne, Chicago, Ill., for C-Z Chemical Company. 
Frazer, F. A. C.: 


McKesson & Robbins, Incorporated, appeals from the decision of the Examiner 
of Interferences dismissing its opposition to the application of C-Z Chemical Com- 
pany for registration of the notation “C-Z” as a trade-mark for a “cleaning com- 

: pound for general use having incidental water softening properties.” Use of the 
mark is claimed since July 22, 1935. 

Opposer relies upon its alleged ownership of the trade-mark “C-S-Z,” registered 
to a third party on June 22, 1920, for “medicinal preparations for external use in 
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skin diseases, and for preventing chafing and skin irritation.” This registration 
appears to have been renewed. Ownership was sought to be established by certified 
copies of certain recorded instruments which were introduced under Rule 154 (e). 
The examiner, however, regarded such proofs as insufficient. And since opposer 
offered no evidence that it had used the registered mark, on authority of McKesson 
& Robbins, Inc. v. Vad Corporation, 33 C. C. P. A. 872, 154 F. 2d 155 [36 T.-M. 
Rep. 155], he held that “opposer has failed to establish any right to contest the 
question of applicant’s right of registration.”’ 

I am inclined to believe that opposer’s showing of ownership is prima facie suffi- 
cient, and shall so assume for the purpose of this decision. But I agree with the 
examiner that upon the record presented the goods of the parties do not appear to 
be of the same descriptive properties. Neither party took testimony, and all ma- 
terial allegations of the notice of opposition were denied in the answer. The ap- 
proximate nature of the goods must therefore be determined from the brief de- 
scriptions set forth in the application and the registration. Without more, I think 
it would be sheer speculation to say that applicant’s cleaning compound and op- 
poser’s medicinal preparations belong to the same class of merchandise. The ob- 
vious similarity of the marks thus becomes immaterial. General Mills, Inc. v. Freed, 
24 C. C. P. A. 1171, 89 F. 2d 664 [27 T.-M. Rep. 328]. 

On the ground that the goods of the parties to which their trade-marks are ap- 


plied have different descriptive properties, the decision of the Examiner of Inter- 
ferences is affirmed. 


PHILADELPHIA QUARTZ COMPANY v. FLOWER FOODS, INC. 
Commissioner of Patents—October 17, 1947 


TRADE-MARKS—INTER PARTES PROCEEDINGS—FEES 

Where notice of opposition, to pending application for registration under 1905 Act, set up 
three registrations of opposer and applicant’s answer, filed after effective date of 1946 Act, 
contained counterclaim, seeking cancellation of said three registrations of opposer, held that 
the fees in the 1946 Act apply; and that under Sections 14 and 31 of the 1946 Act applicant 


counterclaimant was required to pay separate $25 fee for each registration sought to be can- 
celled. 


TRADE-M ARKS—OPPposITION—DAMAGE 


Opposer in an opposition proceeding may show damage independently of any registrations 
owned by him; opposer’s reliance upon registrations is but one element in showing damage 
under the statute; opposer's reliance upon registrations in notice of opposition does not change 
proceeding from a single to a multiple proceeding and therefore opposer pays only one fee 
in opposing single application. 


Petition from Examiner of Interferences. 
Trade-mark opposition by Philadelphia Quartz Company against Flower Foods, 


Inc. Applicant counterclaimed to cancel three trade-mark registrations of opposer 


and seeks review of requirement of three fees for filing counterclaim. Petition 
denied. 


Henry C. Parker, Washington, D. C., for Philadelphia Quartz Company. 
McKnight & Comstock, Chicago, Ill., for Flower Foods, Inc. 
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KINGSLAND, C.: 


In this petition, Flower Foods, Inc., seeks review of a ruling by the Examiner 
of Interferences requiring the payment of three separate fees of $25 each in con- 
nection with Flower Foods’ counterclaim in a pending opposition proceeding seek- 
ing cancellation of three trade-marks presently registered in the opposer’s name and 
relied upon by opposer in the pending proceeding. Petitioner takes the position 
that section 31 of the Trade-Mark Act of 1946, which is admittedly applicable to 
petitioner’s counterclaim which was filed on September 2, 1947, requires but one 
cancellation fee since it is in the form of a single application for cancellation. Peti- 
tioner further alleges that the cancellation proceeding as instituted by counterclaim 
“grows out of the identical three registrations in the notice of opposition” so that it 
would seem fair to require only a single fee. 

I agree with the ruling of the Examiner of Interferences that sections 14 and 
31 of the Trade-Mark Act of 1946 require a separate fee for each registered mark 
sought to be cancelled. It seems clear from the entire structure of the Act that each 
application for registration, renewal, or cancellation of a mark is considered a 
separate proceeding for the purpose of determining the applicable fee. The fact 
that an applicant or petitioner may be permitted as a matter of convenience to com- 
bine in one application or petition a request for action or cancellation regarding 
several trade-marks cannot result in a finding that as a matter of law a petition ask- 
ing for cancellation of three separately registered marks should be regarded as a 
single petition. Nor can I see any merit in petitioner’s allegation that the petitioner 
for cancellation by way of counterclaim should not be required to pay three fees 
while the opposer who relies on three existing registrations is required to pay but 
one fee. This argument overlooks the fact that a showing of damage in an opposi- 
tion proceeding may be made entirely independent of any existing registrations and 
that such registrations if actually relied upon by the opposer are but one element of 
showing damage under the statute without changing the opposition proceeding from 
a single to a multiple proceeding. 

The petition is accordingly denied. 


IN RE TRADIO, INC. 
Commissioner of Patents—October 17, 1947 


TRADE-M ARKS—REGISTRABILITY— DISCLAIMERS 
Applicant for registration, under 1905 Act, of composite mark in which the words “The 
Hotel Radio” appear underneath a picture of a globe, held entitled to disclaim the words 
“The Hotel Radio” and not required to delete these words from the drawing. 

There may be cases in which generic or descriptive wording appears so far removed 
physically from the rest of alleged composite mark as to be subject to removal rather than 
disclaimer, because in no proper sense does it form a part of the trade-mark; but as long 
as the unregistrable part of the mark is a part of the composite mark in its entirety, no dis- 
tinction can be made between unregistrable matter which is descriptive or generic, either 
under the old practice or the 1946 Act. 
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Petition from Examiner of Trade-Marks. 


Application for registration of trade-mark of Tradio, Inc. Applicant’s petition 
that amendment be accepted. Granted. 


Cousins & Cousins, New York, N. Y., for applicant. 


KINGSLAND, C.: 


This is a petition in an application for registration under the Act of 1905 of a 
composite mark in which the words “The Hotel Radio” appear underneath a pic- 
ture of a globe. The Examiner of Trade-Marks, in addition to requiring disclaim- 
ers of several words which appear within the globe, requested the applicant to de- 
lete the words “The Hotel Radio” from the drawing on the ground that these words 
were but the name of the article and were not an integral part of the mark itself. 

By this petition applicant seeks registration of the composite mark with the dis- 
claimer of the words “The Hotel Radio” and has alleged that the requirement for 
complete removal of these words from the drawing would result in mutilation of 
the mark. 

Applicant relies primarily on the authority of Beckwith v. Commissioner of 
Patents, 252 U. S. 538 (1920), in which the United States Supreme Court had per- 
mitted a disclaimer of the words “Moistair Heating System’ in a composite trade- 
mark on the ground that complete removal of these words from the drawing would 
result in mutilation of the mark. The Court there said: 


It seems obvious, also, that to require the deletion of descriptive words must result 
often in so changing the trade-mark sought to be registered from the form in which it had 
been used in actual trade that it would not be recognized as the same mark as that shown 
in the drawing which the statute requires to be filed with the application, or in the speci- 


mens produced as actually used, and therefore registration would lose much, if not all, of 
its value. 


The Examiner of Trade-Marks seeks to distinguish the Beckwith case from the 
present situation on two grounds. Firstly, he points out that the words “The Hotel 
Radio” are in actual fact the name of the article itself. It seems to me, however, 
that as long as the unregistrable part of the mark is a part of the composite mark 
in its entirety, no distinction can be made either under the old practice or under the 
Act of July 5, 1946 between unregistrable words which are merely descriptive and 
words which may be actually generic. As long as such words are not the domi- 
nant part of the words sought to be registered, a disclaimer rather than a complete 
removal of the words from the drawing would appear to be the appropriate pro- 
cedure. Moreover, it can hardly be said that the words “The Hotel Radio” taken 
by themselves are more generic than the words “Moistair Heating System” which 
were disclaimed in the Beckwith case. The words “unregistrable matter” in section 
6 of the new Act do not, in my opinion, require an independent examination on the 
part of the Patent Office as to the degree or kind of unregistrability ; a generic word 
and a merely descriptive word as parts of a composite trade-mark are equally cov- 


ered by the provision of section 6 and have never been treated differently in this 
respect before the enactment of the new Act. 
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Secondly, the Examiner of Trade-Marks points out that the actual position of 
the words “Moistair Heating System” in the Beckwith case was such as to prevent 
a deletion of these words without the destruction of the unitary appearance of the 
composite mark. It is true that the elimination of the words in the Beckwith case 
would have resulted in an unbalanced and somewhat mutilated appearance of the 
mark, while in the present case the elimination of the words “The Hotel Radio” 
would not throw the remaining mark as much out of balance as may have been the 
case in the Beckwith proceeding. On the other hand, the specimens submitted by the 
applicant show that even in the present case the words, while appearing outside the 
picture of the globe, are still closely associated with the remaining part of the mark. 
They are not shown in ordinary print, but form almost a semi-circle in themselves 
and cannot, in my opinion, be regarded as a completely separable part of the mark. 
There may indeed be cases in which the use of a generic or descriptive name of an 
article appears so far removed physically from the rest of the alleged composite 
mark as to appear as separate and removable element which in no proper sense would 
form a part of the trade-mark itself and would, therefore, be subject to removal 
rather than disclaimer. It is not thought, however, that the present application 
presents such a case. The fact that the words objected to appear directly below the 
picture of the globe and not within the globe itself would hardly justify a decision 
that in legal contemplation the present case is distinguishable from the Beckwith 
case solely on the ground that in the latter the unregistrable words appeared within 
a circle while in the present case they appear outside thereof. 

The petition is, therefore, granted and the Examiner of Trade-Marks directed 
to accept the amendment previously offered by the applicant to register the mark 
with an appropriate disclaimer of the words “The Hotel Radio.” 


EX PARTE FREW 


Commissioner of Patents—October 17, 1947 


TRADE-M ARKS—ABANDONMENT—PRIMA FACIE PROOF 
On petition for reconsideration of Commissioner’s decision affirming rejection of applica- 
tion for registration of “Mind Digest,” on basis of registration of similar mark for the same 
goods, Dun & Bradstreet report dated subsequent to Commissioner’s decision, from which it 
appears that owner of the registration upon which rejection was based cannot be located, 
and that no such concern has done business at the given address for at least ten years past, 
held prima facie showing of abandonment. 


Petition for reconsideration of Commissioner’s decision on petition from Ex- 
aminer of Trade-Marks. 

Application for registration of trade-mark by William A. Frew. Applicant 
petitioned from refusal of registration and Commissioner affirmed. Petition for 
reconsideration based on subsequent prima facie showing of abandonment granted 
and application remanded to Examiner of Trade-Marks. 


Lester L. Sargent, Washington, D. C., for applicant. 
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KINGSLAND, C.: 


This is a petition for reconsideration of a decision of the First Assistant Com- 
missioner of July 8, 1947 (601 O. G. 532, 74 U. S. P. Q. 112), affirming the de- 
cision of the Examiner of Trade-Marks rejecting registration of the notation ‘‘Mind 
Digest” for a periodical in view of a prior registration of the mark “Mind, Inc.” 
Both trade-marks are applied and appropriated to magazines. Subsequent to the 
Examiner of Trade-Marks’ decision, applicant has submitted a Dun & Bradstreet 
report of August 18, 1947 from which it appears that the owner of the trade-mark 
No. 261,498 cannot be located. According to that report, no such concern is known 
to have done business at the given address for at least the last 10 years. 

Under these circumstances, a prima facie showing of abandonment would seem 
to have been made out and the application is accordingly remanded to the Examiner 
of Trade-Marks for reconsideration of his previous decision in the light of subse- 
quently filed proof of prima facie abandonment. 


WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for 
each copy of the Trade-Mark Reporter listed below, delivered in condition 
for binding : 





May and June, 1941 
April and May, 1942 


June, 1943 
May, 1945 
January, 1946 


Until further notice, we will pay the sum of Fifty Cents ($.50) for each 
copy of the Bulletin of the United States Trade-Mark Association listed 
below, delivered in condition for binding : 


January, 1936 
November, 1937 
Index for 1934, 1935, 1936, 1938 and 1939 
Address : 
UNITED STATES TRADE-MARK ASSOCIATION 
522 FirtH AVENUE New York 18, N. Y. 
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522 Fifth Avenue, New York 18, N. Y. 
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